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[37 CFR 1.956]

This is a decision on the petition filed August 25, 2010 to request a one-month
extension of time pursuant to 37 CFR 1.956 for filing a response to the Office

action mailed July 1, 2010.

The petition is before the Director of the Central Reexamination Unit for

consideration.

The petition is dismissed for the reasons set forth below.
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Decision

The Patent Owner requests an extension of time in which to file a response to the
Office action dated July 1, 2010, which set a two-month date for filing a
response thereto. The Office action is a non-final Office action. The request is
timely filed and includes authorization to debit a deposit account for the $200.00
petition fee as required by 37 CFR 1.17(g).

37 CFR 1.956 (c ) states:

(c) The time for taking any action by a patent owner in an inter parte
reexamination proceeding will be extended only for sufficient cause and
for a reasonable time specified. Any request for such extension must be
filed on or before the day on which action by the patent owner is due, but
in no case will the mere filing of a request effect any extension. Any
request for such extension must be accompanied by the petition fee set
forthin § 1.17(g). See § 1.304(a) for extensions of time for filing a notice
of appeal to the U.S. Court of Appeals for the Federal Circuit or for
commencing a civil action.

Addressing the requirement of 37 CFR 1.956 to make a showing of
“sufficient cause” to grant an extension of time request, MPEP 2665 states, in
pertinent part:

Evaluation of whether “sufficient cause’” has been shown for an extension
must be made by balancing the desire to provide a fair opportunity to
respond, against the requirement of the statute, 35 U.S.C. 314 (c), that the
proceedings be conducted with special dispatch.

Any request for an extension of time in a reexamination proceeding must
fully state the reasons therefor.

Patent Owner’s Showing of Sufficient Cause to Grant an Extension of Time

The petition for extension of time states that the patent under reexamination was

involved in an ITC proceeding in 2008. The ITC issued a Final Determination on
January 27, 2009. On July 1, 2010, the Office issued a first Office action. On
August 25, 2010 this petition was filed contemporaneously with a Power of
Attorney from Sterne, Kessler, Goldstein & Fox P.L.L.C. (SKGF). SKGF has
reviewed the patent and the prosecution history of the present reexamination
proceeding but requests additional time to review the ITC proceedings.

Page 2
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Analysis and Findings

On balance, it is considered that the petition lacks the “sufficient cause” for an
extension of time. Patent Owner has failed to set forth a factual accounting that is
deemed to establish reasonably diligent behavior by all those responsible for
preparing a response within the statutory period. The fact that patent owner has
retained new counsel one week before the response is due does not rise to the
level of sufficient cause or diligent behavior on the part of patent owner. When
balanced against the requirement of 35 USC 314(c) that this proceeding be
handled with special dispatch, Owner's showing is inadequate to justify the grant
of a one-month extension of time in which to file a response to the Office action.
Accordingly, the response is due September 1, 2010. Patent Owner should
expect that future requests for extensions will not be granted absent strong and
compelling reasons that establish the existence of an extraordinary situation
necessitating the additional time.

Conclusion

1. The Patent Owner’s petition for extension of time in which to file a
response to the Office action of July 1, 2010 is dismissed.

2. The Patent Owner’s response is due September 1, 2010.

3. Response may be submitted as follows:

By EFS: - Registered users may submit via the electronic filing system EFS-
Web at:

https://sportal.uspto.eov/authenticate/authenticateuserlocalep £ html

By Mailto:  Mail Stop Ex Parte Reexam
Central Reexamination Unit
Commissioner for Patents
United States Patent & Trademark Office
P. O. Box 1450
Alexandria, VA 22313-1450

By Fax to: (571) 273-9900
Central Reexamination Unit

By Hand: Customer Service Window
*  Randolph Building
401 Dulany Street
Alexandria, VA 22314
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4. Telephone inquiries with regard to this decision should be directed to
Deborah Jones, Supervisory Patent Examiner in the Central
Reexamination Unit, Art Unit 3991, at (5§71) 272-1535.

/Deborah Jones/,
SPE, Art Unit 3991,
Central Reexamination Unit
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This is a decision on third party requester’s petition paper entitled “PETITION FOR
SUSPENSION OF RULES PURSUANT TO 37 CF.R. §§ 1.182 AND 1.183,” filed on
November 8, 2010. The third party requester petition is taken as a petition under 37 CFR §
1.183 to waive the requirement of 37 CFR 1.943(b) that written comments by third party
requester not exceed fifty (50) pages in length. Third party requester timely filed comments
under 37 CFR 1.947 concurrently with the petition.

The petition is before the Office of Patent Legal Administration for consideration.

Third party requester’s petition under 37 CFR 1.183 to waive the 37 CFR 1.943(b) limit as to the
number of pages permitted in written comments by third party requester is granted to the extent
that the page limit for written comments by third party requester is extended to not exceed 88
pages in length. ) _

For the reasons set forth below, third party requester’s comments submission is an improper
paper and is being expunged without consideration. Since the third party requester paper has
been scanned into the record, Image File Wrapper (IFW) of the 95/001,381 inter partes
reexamination proceeding, the November 8, 2010 third party requester comments submission is
being expunged from the record by closing it and marking it “not public” in the IFW of the
95/001,381 inter partes reexamination proceeding.
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BACKGROUND

1. On May 12, 2009, United States Patent No. 7,532,537 (the ‘537 patent) issued to Solomon et
al.

2. On June 9, 2010, a request for inter partes reexamination of the ‘537 patent was filed by a
third party requester, which request was assigned Reexamination Control No. 95/001,381
(the ‘1381 proceeding).

3. On September 8, 2010, the Office issued an order granting inter partes reexamination in the
‘1381 proceeding, with an accompanying Office action on the merits.

4. On October 8, 2010, patent owner filed a timely response to the Office action.

5. On November 8, 2010, third party requester filed the instant petition entitled “PETITION
FOR SUSPENSION OF RULES PURSUANT TO 37 C.F.R. §§ 1.182 AND 1.183,”
concurrently with third party requester’s comments after the patent owner response to the
September 8, 2010 Office Action. This requester petition is the subject of the present
decision.

DECISION

I. DECISION GRANTING-IN-PART PETITION TO WAIVE THE REQUIREMENTS
OF 37 CFR 1.943(b)

Relevant portions of the statute, regulations and MPEP

37 CFR 1.183 provides:

In an extraordinary situation, when justice requires, any requirement of the regulations in this
part which is not a requirement of the statutes may be suspended or waived by the Director or
the Director’s designee, sua sponte, or on petition of the interested party, subject to such other
requirements as may be imposed. Any petition under this section must be accompanied by the
petition fee set forth in § 1.17(f).

37 CFR 1.943(b) provides:

Responses by the patent owner and written comments by the third -party requester shall not
exceed SO pages in length, excluding amendments, appendices of claims, and reference
materials such as prior art references.

MPEP § 2667(I), (TYPES OF PAPERS RETURNED WITH CENTRAL
REEXAMINATION UNIT DIRECTOR OR REEXAMINATION LEGAL
ADVISOR APPROVAL REQUIRED), provides in pertinent part:

* % % % %
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Any affidavit or declaration (or a clearly defined portion thereof) that contains opinion(s) of the
affiant/declarant, or argument(s) that the art either does or does not anticipate or render obvious
the claims, or specific claim elements, of the patent under reexamination, is considered to be
part of the comments submitted by the patent owner, or by the third party requester, and is
subject to the page limit requirements of 37 CFR 1.943. Affidavits or declarations that are
excluded from the page limit requirements include, for example, declarations attempting to
swear behind (antedate) the filing date of a reference, or to establish the date of a printed
publication, or declarations that provide comparative test data and an analysis of same.
However, if the patent owner’s affidavit or declaration includes any argument as to how an
outstanding/proposed rejection is overcome, then the page(s) of the affidavit or declaration upon
which the argument appears would be included against of the page limit count. Likewise, if a
third party requester affidavit or declaration includes any argument as to how a rejection is
supported, then the page(s) of the affidavit or declaration upon which the argument appears
would be included against of the page limit count. Similarly, attached exhibits presenting data
or drawings are not included against the page limit count, unless an exhibit or drawing includes
argument as to how the outstanding rejection is overcome. Any page(s) of the exhibit or sheet(s)
of drawings that include such argument would be included against the page limit count.

* %k %k %k ok

In the instant petition, third party requester requests waiver of the requirement under 37 CFR
1.943(b) with respect to the 50-page limit for third party requester’s comments filed on
November 8, 2010, to address Patent owner’s October 8, 2010 response to the non-final Office
action and two IDS statements.” The requester points out that the response added 19 new claims
and amended 9 claims and that the two IDS statements contained “hundreds of new prior art
references (274 references) not before considered by the Office.”® In support of its request for
waiver of the rule, third party requester argues that additional pages are needed for its proposed
new rejections to comply with the requirements of MPEP 2617 and 35 U.S.C. § 311.
Specifically, requester argues that MPEP 2617 “requires a discussion of the pertinence of each
prior art reference to the patentability of each of the claims presented for the newly submitted
prior art,” and that “35 U.S.C. § 311 requires an explanation of how to apply the newly proposed
rejections...” 3

The instant petition under 37 CFR 1.183 has been fully considered. In this instance, petitioner
third party requester’s November 8, 2010 written comments include 62 pages of remarks, which
are subject to the 50 page limit. The third party requester written comments are also
accompanied by a declaration of David Wang under 37 CFR 1.132 and an IDS citing 4
documents, Three of the cited documents are prior art references, and one document is a joint
claim construction and prehearing statement from the litigation of a related patent (US Patent
No. 7,289,386).

There are no per se rules for determining whether a document, such as an affidavit or
declaration, contains a legal argument that will cause the document to be subject to the page

! petition at page 1. These two IDS statements were filed by patent owner on October 8, 2010, and on October 12,
2010.

? Petition at page 1.

3 Petition at page 2.
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count. Each determination is made on a case-by-case basis. In determining whether a document
such as an affidavit or declaration under 37 CFR 1.132, or any other document of a submission,
includes legal argument, the Office analyzes whether the document is providing factual evidence,
i.e., evidence of technological facts, or whether the affidavit or declaration is merely an
extension of the arguments of counsel. Factual evidence includes, for example, declarations that
swear behind the filing date of a reference, that establish the date of a printed publication, that
provide a technical explanation or technical definition of terms of art used by a reference, or that
provide comparative test results and a scientific, or technological, analysis of the results (see,
e.g., MPEP 716.02). If a document is limited to factual evidence, the document is not included in
the page count. In addition, affidavits or declarations limited to establishing commercial
success, long-felt need and failure of others, skepticism of experts, or copying, as per MPEP
716.03 -716.06, respectively, will not be included in the page count.

The 4-page declaration of Wang contains 2 pages of legal arguments regarding claim
construction; these two pages are thus counted toward the page limit.

The three prior art references cited in the IDS do not count toward the page limit.

Third party requester’s comments rely on a 35-page claim construction and prehearing statement
from the litigation of a related patent.* Therefore, this entire court document from the litigation
of a related patent, which is not a court document containing claim construction done by the
court for the patent under reexamination in the present proceeding, is counted toward the page
limit.

Accordingly, the November 8, 2010 third party requester comments in foto is 99 pages in length,
as to pages counted toward the regulatory page limit.

Upon review of the submitted response for economizing, extraneous material, and arrangement,
without repetition of information already of record, it is found that the 49 pages of arguments in
excess of 50 required to complete the third party requester’s comments are unreasonable in this
instance, in view of the present facts and circumstances. As discussed in Section II.B below,
third party requester’s comments improperly propose new prior art rejections for unamended
claims. And, a substantial portion of third party requester’s 62 page comments are directed to
proposed new prior art rejections for unamended claims, pages of which are not permitted, and
consequently would not be needed in the comments. Requester’s argument that additional pages
are needed to address patent owner’s IDS submission is found unpersuasive as third party
requester does not have either a statutory right under 35 U.S.C. § 314(b)(2), or a regulatory right
under 37 CFR 1.947 and 1.948, to comment on patent owner’s IDS submission. Accordingly,
addressing an IDS submission cannot support the basis for additional pages.

It is noted that the September 8, 2010 non-final Office action is 14 pages on its face and does not
incorporate any pages from the request for the non-adopted rejections. In contrast, the non-final
Office action incorporates a substantial number of pages from the request for the adopted
rejections. Patent owner’s response, which is page length compliant, included 43 pages of

* See third party requester’s written comments at page 3.
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remarks and was accompanied by a 4-page declaration of Hyun Lee under 37 CFR 1.132. The
patent owner’s response also added 19 new claims, and amended 9 claims.

In a balancing of the equities, and after a review of the comments submission, the third party
requester petition under 37 CFR 1.183 is granted to the extent that_the page limit of 37 CFR
1.943(b) is waived as to the 38 pages of the portions of requester’s written comments, which are
included in the regulatory page count, that exceed the 50-page limit (assuming requester revises the
comments submission to properly limit it by deleting the comments that are directed to proposed
new prior art rejections for unamended claims).

Third party requester’s written comments submission, that is 99 pages in length, does not comply
with the page limit of eight-eight (88) pages in length granted in this decision by waiver. The third
party requester’s written comments submission lacks an entry right in the present ‘1381
proceeding. The written comments paper was entered (scanned) into the IFW before discovery of
the defect in the paper, and as such, cannot be physically removed from the IFW. Therefore, the
written comments paper is being expunged from the record by closing it and marking it “not
public” in the IFW of the present reexamination proceeding.

II. DECISION EXPUNGING THIRD PARTY REQUESTER’S COMMENTS
SUBMITTED NOVEMBER 8, 2010

A. Relevant portions of the statute, regulations and MPEP

35 U.S.C. § 314(b)(2) provides:

Each time that the patent owner files a response to an action on the merits from the Patent and
Trademark Office, the third-party requester shall have one opportunity to file written comments
addressing issues raised by the action of the Office or the patent owner’s response thereto, if
those written comments are received by the Office within 30 days after the date of service of the
patent owner’s response.

37 CFR 1.947 provides:

Each time the patent owner files a response to an Office action on the merits pursuant to §
1.945, a third party requester may once file written comments within a period of 30 days from
the date of service of the patent owner’s response. These comments shall be limited to issues
raised by the Office action or the patent owner’s response.

37 CFR 1.948(a) provides:

(a) After the inter partes reexamination order, the third party requester may only cite
additional prior art as defined under § 1.501 if it is filed as part of a comments submission under
§ 1.947 or § 1.951(b) and is limited to prior art:

(1) which is necessary to rebut a finding of fact by the examiner;

(2) which is necessary to rebut a response of the patent owner; or
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(3) which for the first time became known or available to the third party requester after the
filing of the request for inter partes reexamination proceeding. Prior art submitted under
paragraph (a)(3) of this section must be accompanied by a statement as to when the prior art
first became known or available to the third party requester and must include a discussion of the
pertinency of each reference to the patentability of at least one claim.

MPEP § 2666.05, Third Party Comments After Patent Owner Response, provides
in pertinent part:

Third party requester comments are limited to issues covered by the Office action or the patent
owner’s response. New prior art can be submitted with the comments only where the prior art
(A) is necessary to rebut a finding of fact by the examiner, (B) is necessary to rebut a response
of the patent owner, or (C) for the first time became known or available to the third party
requester after the filing of the request for inter partes reexamination.

As to item (A) above, 37 CFR 1.948(a)(1) permits the requester to provide new prior art
rebutting the examiner’s interpretation/finding of what the art of record shows. However, a
statement in an Office action that a particular claimed feature is not shown by the prior art of
record (which includes references that were cited by requester) does NOT permit the requester
to then cite new art to replace the art originally advanced by requester. Such a substitution of a
new art for the art of record is not a rebuttal of the examiner’s finding that a feature in question
is not taught by the art of record. Rather, such a substitution would amount to a rebuttal of a
finding that a feature in question is not taught by any art in existence. A finding that the feature
in question is not taught by any art in existence could not realistically be made for the
reexamination proceeding, since the proceeding does not include a comprehensive validity
search, and such was not envisioned by Congress as evidenced by the 35 U.S.C. 314(c) mandate
that reexamination proceedings are to be conducted in the Office with special dispatch.

As to item (B) above, 37 CFR 1.948(a)(2) permits the requester to provide a new proposed
rejection, where such new proposed rejection is necessitated by patent owner’s amendment of
the claims.

As to item (C) above, prior art submitted under 37 CFR 1.948(a)(3) must be accompanied by a
statement that explains the circumstances as to when the prior art first became known or
available to the third party requester, including the date and manner that the art became known
or available, and why it was not available earlier. The submission must also include a discussion
of the pertinency of each reference to the patentability of at least one claim.

* 3k 3k % kK

B. Third party requester’s comments filed on November 8, 2010, are improper for
proposing new prior art rejections that are prohibited by the statute and the rules

The third party requester’s comments submission is improper for introducing newly proposed
prior art rejections for unamended claims.” Third party requester’s newly proposed prior art
rejections for unamended claims are based on the Halbert and the Kolor references.® Third party
requester justifies these newly proposed prior art rejections as follows:  With respect to the

> See for example, pages 24-27 and 40-57 of the November 8, 2010 comments, which contain newly proposed prior
art rejections for unamended claims.
6

1d
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Halbert reference, third party requester asserts that the reference, “pursuant to 37 CFR 1.948 did
not become known to the third party requester until November 8, 2011.”” With respect to the
Kolor reference, third party requester asserts that the reference, “pursuant to 37 CFR .1.948 did
not become known to the Third Party Requester until the service of the Netlist IDS, received no
earlier than October 11, 2011,

While the third party requester’s explanations might be persuasive for newly citing the art
pursuant to 37 CFR 1.948(a)(3), they are not persuasive for the introducing the new prior art
rejections for the unamended claims, based on the cited art.

35 U.S.C. § 314(b)(2) limits the content of requester’s comments to “addressing issues raised by
the action of the Office or the patent owner’s response thereto.” When new prior art is necessary
to rebut a finding of fact by the examiner or a patent owner response, then a proposed new
ground of rejection may be introduced, if it is limited to modification of the existing rejection by
adding the new art that provides the rebuttal as per 37 CFR 1.948(a)(1) or (2). An entirely new
proposed new ground of rejection, however, and one which is based on 37 CFR 1.948(a)(3) art
is not permitted by 35 U.S.C. § 314(b)(2) as such would not address “issues ralsed by the action
of the Office or the patent owner’s response.”

It is also to be observed, though not relevant to the present situation, that prior art submitted
under 37 CFR 1.948(a)(3) by third party requester must be accompanied by a statement that
explains the circumstances as to when the prior art first became known or available to the third
party requester, including the date and manner that the art became known or available, and why
it was not available earlier. Third party requester did not explain the circumstances under which
the prior art first became available and why it was not available earlier.

Even if 37 CFR 1.948 is shown to be satisfied, such does not necessarily permit requester to
propose a new ground of rejection based on additional art, as (1) 37 CFR 1.947 must be satisfied
in order for requester to be permitted to propose a new ground of rejection, and (2) 37 CFR 1.947
cannot be waived to the extent that it promulgates a requirement of the statute — in this instance,
35 U.S.C. § 314(b)(2).

Therefore, the November 8, 2010 requester comments do not have a right of entry under 37 CFR
1.947 and 1.948 and 35 U.S.C. § 314(b)(2). There is simply no statutory or regulatory authority
for entry of the newly proposed prior art rejections not necessitated by an amendment to the
patent claims. And, as pointed out above, the written comments paper was entered (scanned)
into the IFW before discovery of the defect in the paper, and as such, cannot be physically
removed from the IFW. Therefore, the written comments paper is being expunged from the
record by closing it and marking it “not public” in the IFW of the present reexamination
proceeding.

In view of the above discussion as to the comments filed on November 8§, 2010 being improper,
the comments are expunged from the record in the manner described above.

7 Id. at page 24. It also appears that requester intended to state November 8, 2010, instead of November 8, 2011.
% 1d. at page 36. It also appears that requester intended to state October 11, 2010, instead of October 11, 2011.
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THIRD PARTY REQUESTER OPTIONS

For the above reasons, the November 8, 2010 comments submitted by the third party requester
are improper.

I.  If the third party requester desires to bring the newly presented proposed rejections before
the Office, requester may file a new and complete request for an ex parte reexamination of: the
'537 patent based on the newly cited Halbert and Kolor references. Any such request must set
forth a substantial new question of patentability that is different from the substantial new
questlon of patentability set forth in this proceeding, and any other prev10us examination of the
patent in the Office.

II. Third party requester is given fifteen (15) days from the mailing date of this decision to rectify
and refile the comments. As to any such replacement comments, the third party requester is
limited to 88 pages pursuant to the page limit waiver granted -in-part in this decision. The requester
should review the entire replacement written comments prlor to filing the response for any non-
statutory comments.

Any replacement comments submitted in response to the notification must be strictly limited to
(i.e., must not go beyond) the comments in the original (expunged) comments submission. No
comments that add to those in the returned paper will be considered for entry.

If no replacement comments from the third party requester are timely received, the
reexamination proceeding will be forwarded to the examiner for appropriate action, without
entry of written comments by the third party requester.

CONCLUSION

1. Third party requester’s November 8, 2010 petition under 37 CFR 1.183 is granted in-part,
and the page limit of 37 CFR 1.943(b) is waived to the extent that third party requester’s 37
CFR 1.947 comments submission after the October 8, 2010 patent owner response is not to
exceed 88 pages in length. This waiver is conditional on the submission being in at least
12 point font and at least one-and-a-half spaced, with appropriate margins.

2. Third party requester’s written comments paper filed on November 8, 2010 is an improper
paper, and therefore will NOT be made a part of the record of the *1381 proceeding.

3. Since third party requester’s comments submission and accompanying exhibits were
scanned into the electronic Image File Wrapper (IFW) of the ‘1381 proceeding, these papers
are expunged by closing them in the ’1381 reexamination proceeding’s IFW file and
marking them as “non-public.”

4. Third party requester is given fifteen (15) days from the mailing date of this decision to rectify
and refile the comments. The third party requester’s responsive submission must be clearly
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labelled as either redacted or re-drafted written comments. If, upon the second submission,
the comments are still not proper, the comments will be returned to third party requester with
an explanation of what is not proper, and at that point, resubmission of comments will no
longer be permitted. Any replacement comments submitted in response to the notification
must be strictly limited to (i.e., must not go beyond) the comments in the original (now
expunged) comments submission. No comments that add to those in the original paper will
be considered for entry.

5, No copy of the third party requester’s November 8, 2010 written comments will be
maintained in the record, or elsewhere in the Office.

6. Telephone inquiries related to this decision should be directed to Susy Tsang-Foster, Legal
Advisor, at (571) 272-7711.

flwo A, ooy

Kenneth M. Schor
Senior Legal Advisor
Office of Patent Legal Administration

1-19-11
Kenpet8/
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Address: COMMISSIONER FOR PATENTS

P.0O. Box 1450
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WWW.USPLO.govV

[ APPLICATION NO. | FILING DATE ] FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. | CONFIRMATION NO. ]
95/001,381 06/09/2010 7,532,537 043326-000-0019 4993
20995 7590 0612972011 [ EXAMINER l
KNOBBE MARTENS OLSON & BEAR LLP
2040 MAIN STREET
FOURTEENTH FLOOR . I ART UNIT l PAPER NUMBER J

IRVINE, CA 92614

DATE MAILED: 06/29/2011

Please find below and/or attached an Office communication concerning this application or proceeding.

PTO-90C (Rev. 10/03)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patents and Trademark Office

P.O.Box 1450
Alexandria, VA 22313-1450
WWW.uspto.gov
DO NOT USE IN PALM PRINTER
THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS Date:
PILLSBURY WINTHROP SHAW PITTMAN LLP . MAILED
P.0. BOX 10500 JUN 29 2011
MCLEAN, VA 22102 ca )
TRAL REEXAMINATION UNIT

Transmittal of Communication to Third Party Requester.
Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95001381
PATENT NO. : 7532537

TECHNOLOGY CENTER : 3999

ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's’
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating‘to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)



Decision on Petition for Extension Control No.: 95/001,381

of Time in Reexamination

1.

2.

4.

5.

THIS IS A DECISION ON THE PETITION FILED _24 June 2011

THIS DECISION IS ISSUED PURSUANT TO:

A. [] 37 CFR 1.550(c) — The time for taking any action by a patent owner in an ex parte reexamination
proceeding will be extended only for sufficient cause and for a reasonable time specified.

B. [X] 37 CFR 1.956 - The time for taking any action by a patent owner in an inter partes reexamination
proceeding will be extended only for sufficient cause and for a reasonable time specified.

The petition is before the Central Reexamination Unit for consideration.

FORMAL MATTERS
Patent owner requests that the period for responding to the Office action dated 14 June 2011 which sets a
one (1) month period for filing a response to the Office action, be extended by two wo (2 months.

A. [X] Petition fee per 37 CFR §1.17(g)):
i. [ Petition includes authorization to debit a deposit account.
i. [] Petition includes authorization to charge a credit card account.
ii. [] Other:
B. [XI Proper certificate of service was prowded (Not required in reexamination where patent owner is
requester.)
C. [X] Petition was timely filed.
D. [X] Petition properly signed.

DECISION (See MPEP 2265 and 2665)
A Granted or [] Granted-in-part for one (1) month, because petitioner provided a factual accounting

that established sufficient cause. (See 37 CFR 1.550(c) and 37 CFR 1.956).

B. Other/comment: see attached
C. [] Dismissed because:

i. [[] Formal matters (See unchecked box(es) (A, B, C and/or D) in section 4 above).

i. [ Petitioner failed to provide a factual accounting of reasonably diligent behavior by all those
responsible for preparing a response to the outstanding Office action within the statutory
time period.

[] Petitioner failed to explain why, in spite of the action taken thus far, the requested
additional time is needed.

iv. [J The statements provided fail to establish sufficient cause to warrant extension of the time
for taking action (See attached).

v. [J The petition is moot.

vi. [ Other/comment:

CONCLUSION

Telephone inquiries with regard to this decision should be directed to Mark Reinhart at 571-272-1611. In
his/her absence, calls may be directed to Eric Keasel at 571-272-4929 in the Central Reexamination Unit.

/Mark Reinhart/ SPE, AU 3992 Central Reexamination Unit

[Signature] (Title)

U.S. Patent and Trademark Office

PTO-2293 (Rev. 08-2010)
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FULBRIGHT & JAWORSKI L.L.P
2200 ROSS AVENUE , .
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DATE MAILED: 01/18/2011

Please find below and/or attached an Office communication concerning this application or proceeding.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patents and Trademark Office
P.O.Box 1450

Alexandria, VA 22313-1450
WWW.UsSpto.gov

DO NOT USE IN PALM PRINTER

THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS Date:

STERNE, KESSLER, GOLDSTEIN & FOX PLLC MAILED
1100 NEW YORK AVENUE, NW AN 14
WASHINGTON, DC 20005 18 201

CENTRAL REEXAMINATION UNIT

Transmittal of Communication to Third Party Requester
Inter Partes Reexamination
REEXAMINATION CONTROL NO. : 95001388
PATENT NO. : 7606382
TECHNOLOGY CENTER : 3999
ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)



Decision on Petition for Extension | Control No.: 95/001,388
of Time in Reexamination ~

1. THIS IS A DECISION ON THE PETITION FILED_04 January 2011.

2. THIS DECISION IS ISSUED PURSUANT TO:
A. [] 37 CFR 1.550(c) — The time for taking any action by a patent owner in an ex parte reexamination
proceeding will be extended only for sufficient cause and for a reasonable time specified.
B. IZ 37 CFR 1.956 — The time for taking any action by a patent owner in an inter partes reexamination
proceeding will be extended only for sufficient cause and for a reasonable time specified.
The petition is before the Central Reexamination Unit for consideration.

3. FORMAL MATTERS
Patent owner requests that the period for responding to the Office action mailed on 21 December 2010
which sets a one (1) month period for filing a response thereto, be extended by and additional one (1)
month.

A. [X] Petition fee per 37 CFR §1.17(g)):
i. [] Petition includes authorization to debit a deposit account.
i. [X] Petition includes authorization to charge a credit card account.
ii. 1 Other: electronic-payment via EFS.
B. [X| Proper certificate of service was provided. (Not required in reexamination where patent owner is
requester.) ’
c. [X Petition was timely filed.
D. [X] Petition properly signed.

4. DECISION (See MPEP 2265 and 2665) : :
A. [[] Granted or [X] Granted-in-part for 2 additional weeks, because petitioner provided a factual

accounting that established sufficient cause. (See 37 CFR 1.550(c) and 37 CFR 1.956).

D Other/comment: see attached discussion .
B. [ ] Dismissed because:

i. [] Formal matters (See unchecked box(es) (A, B, C and/or D) in section 4 above).

ii. [ Petitioner failed to provide a factual accounting of reasonably diligent behavior by all those
responsible for preparing a response to the outstanding Office action within the statutory
time period.

ii. [] Petitioner failed to explain why, in spite of the action taken thus far, the requested
additional time is needed.

iv. [_] The statements provided fail to establish sufficient cause to warrant extension of the time
for taking action (See attached).

v. [ The petition is moot.

vi. [] Other/comment:

5. CONCLUSION

Telephone inquiries with regard to this decision should be directed to J. Harrison at 571-272-4449. In
his/her absence, calls may be directed to M. Reinhart at 571-272-1611 in the Central Reexamination Unit.

/Mark Reinhart/ SPE AU 3992__

[Signature) (Title)
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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE BOARD OF PATENT APPEALS
AND INTERFERENCES

Inter Partes K/S HIMPP, LLC
v.
Hear-Wear Technologies, LLC

Reexamination Control No. 95/001,388
Patent No. 7,606,382
“ Technology Center 3900~~~

DECISION ON PETITION

This is a decision on the pétenf owner’s “Petition Under 37 C.F.R. § 1.182
for the Pateﬁt Office to Return Third Party Requester Appeal Brief,” filed on
August 5, 2011 (petition #1). The petition requests that the requester’s appellant
brief of July 25, 2011,.be returned and expunged for not being compliant with the
applicable statutes and rules. The petition fee of $400 has been charged to
petitioner’s credit card on August 8, 2011, as authorized on the last page of the |

petition.



Inter Partes Reexamination Control No. 95/001,388
Patent No. 7,606,382

This 1s also a decision on “Requester’s Opposition to Patent Owner’s
Petition Under 37 C.F.R. § 1.182,” filed on September 8, 2011 (opposition). The
opposition asserts that the appeal brief is proper, and argues that patent owner’s
rationales are improper and do not “substantiate” expunging the brief. The petition
fee of $400 has been charged to petitioner’s deposit account on October 5, 2011, as

“authorized on the last page of the opposition.

This is further a decision on the patent owner’s “Petition Under 37 C.F.R.

§ 1.182 for the Patent Office to Determine that Third Party Requester’s

Respondent Brief is Non-compliant and should be Returned,” filed on September

20, 2011 (petition #2). The petition requests that the requester’s respondent brief

of August 25, 2011, be returned for not being compliant with the applicable rules.

The petition fee of $400 has been charged to petitioner’s credit card on September
21, 2011, as ‘authorized on the last page of the petition. |

S5 Fed. Reg. 50,750-51 (Aug. 17, 2010) for authority of the Chicf

Administrative Patent Judge.
FINDINGS

1. A request for inter partes reexamination of U.S. Patent No. 7,606,382was filed
on July 1, 2010, and was assigned control no. 95/001,388.

2. On August 10, 2010, reexamination was ordered, and a non-final Office action
was mailed.

3. Prosecution was conducted and on April 25, 2011, a Right of Appeal Notice
(RAN) was mailed. ' : g |

4. Patent owner filed a Notice of Appeal on May 23, 2011, and requester filed a
Notice of Cross-Appeal on May 25, 2011.

5. Both patent owner and requester filed an appellant brief on July 25, 2011.



Inter Partes Reexamination Control No. 95/001,388
Patent No. 7,606,382

6. Patent owner filed petition #1 on \August 5,2011.

7. Both patent owner and requester filed a respondént brief on August 25, 2011.
8. Requester filed an opposition to the petition on September 8; 2011.

9. Patent owner filed petition #2 on September 20, 2011.

DISCUSSION

Patent owner’s petition #'1 requests that the requester’s appeliant brief of
July 25, 2011, be rejected and expunged because the brief includes an issue for
review that is not properly appealable by the requester, and it is asserted that entry
of the brief prejudices patent owner’s rights on appeal. Petition #1 points out that
page 7 of the requester’s brief includes the issue that “the Office correctly adopted
Proposed Rejections 1-6 of claims 1-6 presented in the Request and associated
claim éhafts ;(ﬁleko‘v;l}; i,~2(-)1A(‘)A), 7ar71d why thé 'z-lﬁcio-pie;i rejeéti_(>ns shoﬁuid'bé
affirmed.” Petitioner asserts that this is not a decision favorable to patentability,
therefore it is not an issue that requester can properly appeal, and therefore not a
proper subject for requester’s ai)peal brief. The requester’s opposition contends
that the inclusion of this issue is proper because it is presented as background
information relating to previous arguments by requester, previous arguments by
patent owner and previous findings by the Office. )

Patent owner’s petition #2 requests that the requester’s respondent brief of
August 25, 2011, be rejected because the brief does not provide a statement that
accepts or disputes Patent Owner’s summary of the claimed subject matter as
present in Patent Owner’ Appeal Brief and therefore violates 37 C.F.R.

§ 41.68(b)(1)(v). Patent owner asserts that arguments characterizing the claims do
not belong in the summary of claimed subjéct matter, e.g., “The ‘382 patent claims

are directed to well-known concepts, such as modular hearing aids including
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behind-the-ear components and connectors.” Patent owner contends that such
statement is mere advocacy and therefore an improper statement for the summary
of claimed subject matter. Petition #2 further asserts that other sections of the |
requester’s respondent brief similarly lack a statement that accepts or disputes the
patent owner’s statement in the corresponding sections of the appellant’s brief,

e.g., Status of claims, Status of amendments, and Issues to be reviewed on appeal.

RELEVANT AUTHORITY

35 U.S.C. 134(c) states:

THIRD-PARTY .- A third-party requester in an inter partes proceeding may appeal
to the Board of Patent Appeals and Interferences from the final decision of the
primary examiner favorable to the patentability of any original or proposed
amended or new claim of a patent, having once paid the fee for such appeal.

35 U.S.C. 315(b) states:
THIRD-PARTY REQUESTER.- A third-party requester-

(1) may appeal under the provisions of section 134, and may appeal under the
provisions of sections 141 through 144, with respect to any final decision favorable
to the patentability of any original or proposed amended or new claim of the
patent; and |

(2) may, subject to subsection (c), be a party to any appeai taken by the patent
owner under the provisions of section 134 or sections 141 through 144.

37 C.FR. § 1.182 states:

All situations not specifically provided for in the regulations of this part will
be decided in accordance with the merits of each situation by or under the
authority of the Director, subject to such other requirements as may be
imposed, and such decision will be communicated to the interested parties in
writing. Any petition seeking a decision under this section must be
accompanied by the petition fee set forth in § 1.17(f). '
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MPEP 2675 states in pertinent part:

Third party requesters are reminded that their briefs in appeal cases must be -

~ responsive to each examiner determination of patentability (determination of
inapplicability of a proposed rejection) which the third party requester-appellant
contests.

37 C.F.R. § 41.68(b)(1)(v) states:

(a)

(b)

(1) Respondent(s) in an appeal may once, within the time limit for filing set
forth in § 41.66, file a respondent brief and serve the brief on all parties in
accordance with § 1.903 of this title. |

(2) The brief must be signed by the party, or the party's duly authorized

attorney or agent, and must be accompanied by the requisite fee set forth in §
41.20(b)(2).

(3) The respondent brief shall be limited to issues raised in the appellant
brief to which the respondent brief is directed.

(4) A requester's respondent brief may not address any brief of any other
requester. ‘

(1) The respondent brief shall contain the following items under appropriate
headings and in the order here indicated, and may include an appendix
containing only those portions of the record on which reliance has been
made. '

(1) Real Party in Interest. A statement identifying by name the real
party in interest.

(i1) Related Appeals and Interferences. A statement identifying by
application, patent, appeal or interference number all other prior and
pending appeals, interferences or judicial proceedings known to
respondent, the respondent's legal representative, or assignee which
may be related to, directly affect or be directly affected by or have a

5
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bearing on the Board's decision in the pending appeal. Copies of any
decisions rendered by a court or the Board in any proceeding

. 1dentified under this paragraph must be included in an appendix as
‘required by paragraph (b)(1)(ix) of this section.

(i11) Status of clazms. A statement accepting or dlsputing appellant's
statement of the status of claims. If appellant's statement of the status
of claims is disputed, the errors in appellant's statement must be
specified with particularity.

(iv) Status of amendments. A statement accepting or disputing
appellant's statement of the status of amendments. If appellant's
statement of the status of amendments is disputed, the errors in
appellant's statement must be specified with particularity.

(v) Summary of claimed subject matter. A statement accepting or
disputing appellant's summary of the subject matter defined in each of
the independent claims involved in the appeal. If appellant's summary
of the subject matter is disputed, the errors in appellant's summary
must be specified. - -- - e : e - -

(vi) Issues to be reviewed on appeal. A statement accepting or
disputing appellant's statement of the issues presented for review. If -
appellant's statement of the issues presented for review is disputed, the
errors in appellant's statement must be specified. A counter statement
of the issues for review may be made. No new ground of rejection can
be proposed by a requester respondent.

(vii) Argument. A statement accepting or disputing the contentions of
appellant with each of the issues presented by the appellant for
review. If a contention of the appellant is disputed, the errors in
appellant's argument must be specified, stating the basis therefor, with
citations of the statutes, regulations, authorities, and parts of the
record relied on. Each issue must be treated under a separate heading.
An argument may be made with each of the issues stated in the
counter statement of the issues, with each counter-stated issue being
treated under a separate heading.

(viii) Evidence appendix. An appendix containing copies of any
evidence submitted pursuant to §§ 1.130, 1.131, or 1.132 of this title
or of any other evidence entered by the examiner and relied upon by

6
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respondent in the appeal, along with a statement setting forth where in
the record that evidence was entered in the record by the examiner.
Reference to unentered evidence is not permitted in the respondent's
brief. See § 41.63 for treatment of evidence submitted after appeal.

(ix) Related proceedings appendix. An_appendix containing copies of
decisions rendered by a court or the Board in any proceeding
identified pursuant to paragraph (b)(1)(ii) of this section.

(x) Certificate of service. A certification that a copy of the respondent
brief has been served in its entirety on all other parties to the
reexamination preceeding. The names and addresses of the partles
served must be indicated.

(2) A respondent brief shall not include any new or non-admitted
amendment, or any new or non-admitted affidavit or other evidence. See §
1.116 of this title for amendments, affidavits or other evidence filed after
final action but before or on the same date of filing an appeal and § 41.63 for
amendments, affidavits or other evidence filed after the date of filing the

- appeal. - S T

(c) If a respondent brief is filed which does not comply with all the requirements of
paragraph (a) and paragraph (b) of this section, respondent will be notified of the
reasons for non-compliance and given a non-extendable time period within which
to file an amended brief. If respondent does not file an amended respondent brief
within the set time period, or files an amended respondent brief which does not
overcome all the reasons for non-compliance stated in the notification, the.
respondent brief and any amended respondent brief by that respondent will not be
considered.

ANALYSIS

Petition #1 and the opposition have been considered fully. A petition under
37 C.F.R. § 1.182 to strike another party’s submission is appropriate if a
submission is improper. A review of the record reveals that the requester’s

appellant brief of July 25, 2011, sets forth three (3) issues on appeal on page 7.
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Issue 3 is stated as “the Office correctly adopted Proposed Rejections 1-6 of claims
1-6 presented in the Request and associated claim charts (filed July 1, 2010), and
why the adopted rejections should be affirmed.” The “Arguments” section
includes numerous pages devoted to this issue. It is agreed that this issue is not
appropriate for a requester’s appellant brief because it is not an issue “favorable to
the patentability of any original or proposed amended or new claim of a patent”
pursuant to 35 U.S.C. 143(c) and 35 U.S.C. 315(b). This issue and the
accompanying arguments are appropriate for a requester’s réspondent brief.
Therefore, the requester’s appellant brief of July 25, 2011, is not in compliance
with 35 U.S.C. 143(c) and 35 U.S.C. 315(b), and therefore is not entered.

Petition #2 has been considered fully. A review of the record reveals that
the requester’s respondent brief of August 25, 2011, includes the appropriate

section headings, but as pointed out by patent owner, the content under the

- hes;ldir;gé doies ﬁdt -i_n(‘:l>u(i;a"sv:[atemen‘t thataccepts o; givirs;i)utes-Pa;ent Owner’s ‘
Status of claims, Status of amendments, Summary of the claimed subject matter,
and Issues to be reviewed on appéal. Therefore, the requester’s respondent brief of
August 25, 2011, is not in compliance with 37 C.F.R. § 41.68, and therefore is not
entered.

Accordingly, the patent owner’s petition #1 is granted, and requester’s
opposition is denied. '

Patent owner’s petition #2 is granted.

CONCLUSION

In view of the foregoing, the petitions are GRANTED.
Requester hereby is given one opportunity to file a corrected appellant brief

in compliance with 35 U.S.C. 143(c) and 35 U.S.C. 315(b), and a corrected

8
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respondent brief in compliance with 37 C.F.R. § 41.68, within a non-extendable
time period of one (1) month from the mailing date of this decision. If a compliant
appellant brief is not timely received, the requester’s appeal will be dismissed. Ifa
corrected respondent brief is not timely received, then the appeal will proceed
without consideration of requester’s respondent brief.

arhes Donald Smith
ief Administrative Judge

COUNSEL FOR PATENT OWNER:
FULBRIGHT & JAWORSKI L.L.P

| . 2200 Ross Avenue

Suite 2800
Dallas, TX 75201-2784

COUNSEL FOR THIRD PARTY REQUESTER:
STERNE, KESSLER, GOLDSTEIN & FOX PLLC
1100 New York Avenue, NW

Washington, DC 20005
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STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C.
1100 NEW YORK AVENUE, N.W,

WASHINGTON, DC 20005
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DATE MAILED: 09/29/2010

Please find below and/or attached an Office communication concerning this application or proceeding.
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Commissioner for Patents

United States Patents and Trademark Office
P.0.Box 1450

Alexandria, VA 22313-1450
WWW.USpto.gov

DO NOT USE IN PALM PRINTER

THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS Date:

NOVAK DRUCE & QUIGG, LLP (NDQ REEXAMINATION GROUP) MAILED

1000 LOUSIANA STREET AlLE
FIFTY-THIRD FLOOR . SEP 2 9 2010
HOUSTON, TX 77002 CENTRAL REEXAMINATION UNIT

Transmittal of Communication to Third Party Requester
Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95001389
PATENT NO. : 7123208

TECHNOLOGY CENTER : 3999

ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)



Decision on Petition for Extension | Control No.:95/001,389
of Time in Reexamination '

1. THIS IS ADECISION ON THE PETITION FILED 27 September 2010

2. THIS DECISION IS ISSUED PURSUANT TO:

A. [ 37CFR 1.550(c) — The time for taking any action by a patent owner in an ex parte reexamination
proceeding will be extended only for sufficient cause and for a reasonable time specified.

B. X[] 37 CFR 1.956 — The time for taking any action by a patent owner in an inter partes
reexamination proceeding will be extended only for sufficient cause and for a reasonable time
specified.

The petition is before the Central Reexamination Unit for consideration.

3. FORMAL MATTERS -
Patent owner requests that the period for responding to the Office action mailed on ,
which sets a period for filing a response thereto, be extended by

A. X[O] Petition fee per 37 CFR §1. 17(g))
i. [] Petition includes authorization to debit a deposit account.
ii. [ Petition includes authorization to charge a credit card account.
. [ other:
B. X[:I Proper certificate of service was provided. (Not required in reexamination where patent owner
is requester.)
C. X[] Petition was timely filed.
D. X[] Petition properly signed.

4. DECISION (See MPEP 2265 and 2665)
A. X[] Granted or [] Granted-in- -part for _one (1) month , because petitioner provided

a factual accounting that establlshed sufficient cause. (See 37 CFR 1. 550(c) and 37 CFR 1.956).

[J other/comment: .
B. [] Dismissed because:

i. [] Formal matters (See unchecked box(es) (A, B, C and/or D) in section 4 above).

i. [ Petitioner failed to provide a factual accounting of reasonably diligent behavior by all those
responsible for preparing a response to the outstanding Office action within the statutory
time period.

[ Petitioner failed to explain why, in spite of the action taken thus far, the requested
additional time is needed.

iv. [] The statements provided fail to establish sufficient cause to warrant extension of the time
for taking action (See attached).

V. [:] The petition is moot.

vi. [] Other/comment:

5. CONCLUSION

Telephone inquiries with regard to this decision should be directed to Mark Reinhart at 571-272-1611. In
his/her absence, calls may be dlrected to Eric Keasel at 571 272-4929 in the Central
Reexamination Unit. ’ ’ )

/Mark Reinhart/ ‘ SPE Art Unit 3992
[Signature] (Title)

U.S. Patent and Trademark Office
PTO-2293 (Rev. 09-2010)
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Commissioner for Patents

United States Patents and Trademark Office
P.O.Box 1450

Alexandria, VA 22313-1450
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DO NOT USE IN PALM PRINTER MAILED
THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS Date: .-~ B
NOVAK DRUCE & QUIGG, LLP (NDQ REEXAMINATION GROUP)

CENTRAL REEXAMINATION LT
1000 LOUSIANA STREET

FIFTY-THIRD FLOOR
HOUSTON, TX 77002

Transmittal of Communication to Third Party Requester
Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95001389
PATENT NO. : 7123208

TECHNOLOGY CENTER : 3999

ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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Commissioner for Patents
United States Patent and Trademark Office

P.0. Box 1450
Alexandria, VA 22313-1450
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STERNE, KESSLER, GOLDSTEIN & FOXP.LL.C. (For patent owner)
1100 NEW YORK AVENUE, N.W.
WASHINGTON DC 20005 -
MAILED
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NOVAK, DRUCE & QUIGG, LLP (For requester) o oY op
(NDQ REEXAMINATION GROUP) CENTRAL REEXAMINATION UNIT

1000 LOUISIANA STREET, 53%° FLOOR
HOUSTON, TX 77002 ,

In re Puente Baliarda ef al. :
Inter Partes Reexamination - DECISION

Control No. 95/001,389 : DISMISSING

Filed: July 1, 2010 - PETITION
For: U.S. Patent No. 7,123,208 :

This is a decision on patent owner’s December 21, 2010 petition entitled “PATENT OWNER
PETITION UNDER 37 C.F.R. § 1.182TO TEMPORARILY. SUSPEND REEXAMINATION
PROCEEDINGS PENDING DECISION ON MERGER.”

The petition is before the Office of Patent Legal Administration (OPLA) for decision.

The petition is dismissed for the reasons set forth below.

REVIEW OF FACTS

1. On October 17, 2006 the Office issued U.S. Patent No. 7,123,208 (the ‘208 patent) to
Puente Baliarda et al.

2. OnJuly 1, 2010, a first request for inter partes reexamination of claims 1, 5, 7, 10-12, 14-
15, 18, 21, 24-26, 28-29, 33, 37, 40, 43-48, 54, 57-59 and 61 of the *208 patent, assigned
control No. 95/001,389 (“the ‘1389 proceeding”), was filed by a third party requester on
behalf of real party in interest Samsung Electronics Co., Ltd. (“the ‘1389 requester™).

3. On August 12, 2010, inter partes reexamination was ordered on claims 1, 5, 7, 10-12, 14-
15, 18, 21, 24-26, 28-29, 33, 37, 40, 43-48, 54, 57-59 and 61 of the 208 patent in the
1389 proceeding based upon an examiner’s determination with regard to the substantial
new questions of patentability alleged by requester in the July 1, 2010 request for
reexamination. The order indicated that an Office action was attached.
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4,

10.

11.

On November 12, 2010, patent owner timely filed a response to the August 12, 2010
Office action.'

On December 3, 2010, a second request for inter partes reexamination of claims 1, 5, 7,
10-12, 14-15, 18, 21, 24-26, 28-29, 33, 37, 40, 43-48, 54, 57-59 and 61 of the 208
patent, assigned control No. 95/001,501 (“the ‘1501 proceeding”), was filed by a third
party requester on behalf of real party in interest HTC Corp. and HTC America, Inc. (“the
1501 requester”).

On December 13, 2010, third party requester timely filed responsive comments.

On December 14, 2010, a third request for inter partes reexamination of claims 1, 5, 7,
10-12, 14-15, 21, 24-26, 28-29, 33, 37, 40, 43-45, 48, 54, 57-59 and 61 of the 208
patent, assigned control No. 95/000,591 (“the ‘591 proceeding”), was filed by a third

party requester on behalf of real party in interest Kyocera Communications, Inc. (“the
591 requester”).

On December 21, 2010, patent owner filed the present petition requesting suspension of
reexamination until a merger decision has issued regarding the ‘1389 proceeding and the
591 and ‘1501 proceedings.

On January 25, 2011, inter partes reexamination was ordered on claims 1, 5, 7, 10-12,
14-15, 18, 21, 24-26, 28-29, 33, 37, 40, 43-48, 54, 57-59 and 61 of the 208 patent in the
1501 proceeding based upon an examiner’s determination with regard to the substantial
new questions of patentability alleged by requester in the December 3, 2010 request for
reexamination. An Office action was not concurrently issued. The order indicated that
an Office action would issue in due course.

On January 31, 2011, inter partes reexamination was ordered on claims 1, 5, 7, 10-12,
14-15, 21, 24-26, 28-29, 33, 37, 40, 43-45, 48, 54, 57-59 and 61 of the ‘208 patent in the
“591 proceeding based upon an examiner’s determination with regard to the substantial
new questions of patentability alleged by requester in the December 14, 2010 request for
reexamination. An Office action was not concurrently issued in the proceeding. The
order indicated that an Office action would issue in due course.

To date, an Office action has issued in the ‘1389 inter partes reexamination proceeding
and no Office action has issued in the 591 and ‘1501 inter partes reexamination
proceedings for the 208 patent.

DECISION

Patent owner’s December 21, 2010 petition is dismissed. Initially, it is to be noted that, once all
proceedings are ordered, the proceedings are ripe for consideration of whether or not to merge
proceedings, and the Office’s decision on whether or not to merge is within the sole discretion of
the Office. 2 In this instance, as all of the reexamination proceedings have been ordered, a

| The Office granted patent owner’s request for a one month extension of time to file a response.
2 MPEP 2686.01 1
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determination will be made in due course as to whether or not the Office will exercise its sole
discretion to merge for the present situation.? In addition, should a decision be made to merge,

procedures are in place to accommodate the merging of proceedings where an outstanding Office
action exists.' Accordingly, there is no basis to suspend proceedings in this instance.

CONCLUSION
1. Patent owner’s December 21, 2010 petition is dismissed.
2. Any questions concerning this communication should be directed to Joseph F. Weiss in

the Office of Patent Legal Administration, at (571) 272-7759.

Krsith . Aeher

Kenneth M. Schor
Senior Legal Advisor
Office of Patent Legal Administration

3 MPEP 2686.01 111
4 MPEP 2686.01 III
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THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS Datel':E SRS
NOVAK DRUCE & QUIGG, LLP (NDQ REEXAMINATION GROUP) 24201 j
1000 LOUSIANA STREET UENTRAL e Miharig
FIFTY-THIRD FLOOR v i

HOUSTON, TX 77002

Transmittal of Communication to Third Party Requester
Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95001389
PATENT NO. : 7123208

TECHNOLOGY CENTER : 3999

ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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Michael Q. Lee . (For Patent Owner) MA?LE@)
STERNE, KESSLER, GOLDSTEIN :

& FOX PL.L.C. : | - FEB 242015
1100 NEW YORK AVE., NW : 5. CENTRAL REBXAMMATION uy

WASHINGTON, DC 20005

NOVAK DRUCE & QUIGG, LLP :  (For Third Party

(NDQ REEXAMINATION GROUP) . Requester)
1000 LOUISIANA STREET :
53RP FLOOR -

HOUSTON, TX 77002

In re: Puente Baliarda et al. :

Inter Partes Reexamination Proceeding : DECISION ON PETITION
Control No.: 95/001,389 : UNDER 37 CFR § 1.181
Deposited: July 1, 2010 :

For: U.S. Patent No.: 7,123,208

This is a decision on a petition filed by the patent owner on January 31, 2011, entitled:
“PETITION UNDER 37 C.F.R.. § 1.181 TO DENY REQUESTER’S REQUEST TO
REINSTATE PUENTE BALIARDA DISSERTATION AS AN SNQ, AND TO HOLD
REQUESTER’S WRITTEN COMMENTS AS IMPROPER?” [hereinafter “the Petition”].

The petition is a request to the Director to exercise his discretion pursuant to 37 CFR § 1.181 to
review the allegedly improper entry of a paper into the record.

The petition is before the Director of the Central Reexamination Unit. The petition is granted.
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REVIEW OF RELEVANT FACTS
e U.S. Patent No. 7,123,208 issued on October 17, 2006.

e A request for inter partes reexamination was filed on July 1, 2010 and assigned control
no. 95/001,389. '

o Inter partes reexamination was ordered and a non-final rejection was mailed on August
12, 2010.

¢ On November 12, 2010, patent owner responded to the Office action.

e On December 13, 2010, the third party requester filed comments to the patent owner’s
response.

e OnJanuary 31, 2011, patent owner filed the instant petition.

STATUTES, REGULATIONS, AND PATENT EXAMINING PROCEDURES

35US.C. § 312 Determination of issue by Director

(a) REEXAMINATION. — Not later than 3 months after the filing of a request for inter
partes reexamination under section 311, the Director shall determine whether a substantial
new question of patentability affecting any claim of the patent concerned is raised by the
request, with or without consideration of other patents or printed publications. The existence
of a substantial new question of patentability is not precluded by the fact that a patent or
printed publication was previously cited by or to the Office or considered by the Office.

(b) RECORD. — A record of the Director’s determination under subsection (a) shall be
placed in the official file of the patent, and a copy shall be promptly given or mailed to the
owner of record of the patent and to the third-party requester.

(c) FINAL DECISION. — A determination by the Director under subsection (a) shall be
final and non-appealable. Upon a determination that no substantial new question of
patentability has been raised, the Director may refund a portion of the inter partes
reexamination fee required under section 311.
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35 U.S.C. § 314 Conduct of inter partes reexamination proceedings (in part)

(b) RESPONSE. —

* %k 3k

(2) Each time that the patent owner files a response to an action on the merits from the
Patent and Trademark Office, the third-party requester shall have one opportunity to file
written comments addressing issues raised by the action of the Office or the patent owner’s
response thereto, if those written comments are received by the Office within 30 days after
the date of service of the patent owner’s response.

MPEP § 2666.05 Third Party Comments After Patent Owner Response (in part)
II. CONTENT

The third party requester comments must be directed to points and issues covered by the-
Office action and/or the patent owner’s response.

* %k %k

Where the third party requester written comments are directed to matters other than issues -
and points covered by the Office action or the patent owner’s response . . ., the written
comments are improper. If the written comments are improper, the examiner should return
the written comments (the entire paper) with an explanation of what is not proper; if the
comments have been scanned into the Image File Wrapper (IFW) for the reexamination
proceeding prior to the discovery of the impropriety, they should be expunged from the
record, with notification being sent to the third party requester. The notification to the third
party requester is to provide a time period of fifteen (15) days for the third party requester to
rectify and refile the comments. If, upon the second submission, the comments are still not
proper, the comments will be returned to third party requester with an explanation of what is
not proper, and at that point the comments can no longer be resubmitted. The loss of right to
submit further comments applies only to the patent owner response at hand. See MPEP §
2666.20. To the extent that 37 CFR 1.947 provides that the third party requester “may once”
file written comments, that provision is hereby waived to the extent of providing the third
party requester the one additional opportunity to remedy a comments paper containing
merits-content that goes beyond what is permitted by the rules; 37 CFR 1.947 is not waived
to provide any further opportunity in view of the statutory requirement for special dispatch
in reexamination.
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Any replacement comments submitted in response to the notification must be strictly limited
to (i.e., must not go beyond) the comments in the original (returned) comments submission.
No comments that add to those in the returned paper will be considered for entry.

DECISION

Patent owner [“petitioner”] argues that the third party requester’s comments filed December 13,
2010 are improper because they are directed to issues other than those raised by the Office action
or the patent owner’s response. In particular, the comments at pages 39-40 argue that the
examiner should reconsider his decision refusing to grant certain proposals as substantial new
questions of patentability. '

35 U.S.C. § 312 and 37 CFR § 1.927 make clear that an examiner’s determination as to the
existence of a substantial new questlon of patentability is final and non-appealable. This
determination is therefore not an issue to be argued during the examination stage of the
proceeding. Furthermore, 35 U.S.C. § 314(b)(2) only permits third party comments “addressing
the action of the Office or the patent owner’s response thereto.” See also 37 CFR § 1.947
(“These comments shall be limited to issues raised by the Office action or the patent owner’s
response.”). The examiner’s determination was made in the Order Granting the Request for Inter
Partes Reexamination. The Order is separate and distinct from the Office action. Neither the
Office action nor the patent owner’s response substantively raised this issue, therefore the third
party comments are not “addressing issues raised by the action of the Office or the patent
owner’s response thereto” as required by the statute. The comments are therefore improper and
are expunged from the record. In accordance with MPEP § 2666.05, the third party has fifteen
days from the mailing date of this decision to rectify and refile the comments, limiting them only
to issues raised by the Office action and patent owner’s response.

Accordingly, the petition is granted.

CONCLUSION

1. The petition filed January 31, 2011 is granted. The third party comments filed December 13,
2010 are expunged from the record.

2. The third party has a time period of fifteen (15) days from the mailing date of this decision to
rectify and refile the comments. The comments must be directed only to points and issues
covered by the Office action and/or the patent owner’s response.
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3. Telephone inquiries related to this decision should be directed to Mark Reinhart, Supervisory
Patent Examiner, at (571) 272-1611 or in his absence to the undersigned at (571) 272-0700.

et ——

Irem Yucel
Director, Central Reexamination Unit
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N UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patents and Trademark Office

P.O.Box 1450
Alexandria, VA 22313-1450
WWW,uspto.gov
DO NOT USE IN PALM PRINTER
THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS “Date:
NOVAK DRUCE & QUIGG, LLP (NDQ REEXAMINATION GROUP) MA]LED

1000 LOUSIANA STREET it 4 ama
JUi 0129
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Transmittal of Communication to Third Party Requester
Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95001389
PATENT NO. : 7123208

TECHNOLOGY CENTER : 3999

ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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Commissioner for Patents

United States Patents and Trademark Office
P.O.Box 1450

Alexandria, VA 22313-1450

. WWW.USpto.gov

DO NOT USE IN PALM PRINTER

THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS .Date:

BAKER BOTTS L.L.P. MAILED
PATENT DEPARTMENT e

98 SAN JACINTO BLVD. SUITE 1500 =
AUSTIN,TX 78701-4078 CENTRAL REEXAMINATION URIT

Transmittal of Communication to Third Party Requester
Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95001501
PATENT NO. : 7123208

TECHNOLOGY CENTER : 3999

ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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Commissioner for Patents

United States Patents and Trademark Office
P.O.Box 1450

Alexandria, VA 22313-1450
wWww.usplo.gov

DO NOT USE IN PALM PRINTER

THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS Date:
MORRISON & FOERSTER LLP ' ’
12531 HIGH BLUFF DRIVE

SUITE 100 ‘ N MAILED
SAN DIEGO, CA 92130-2040 _
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EENTRAL R
Transmittal of Communication to Third Party Requester
Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95000591
PATENT NO. : 7123208

TECHNOLOGY CENTER : 3999

ART UNIT : 3992

EEXAMINATION UNT

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reéxamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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PATENT DEPARTMENT
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In re Puente Baliarda ef al.
Inter Partes Reexamination
Control No. 95/001,389

Filed: July 1, 2010

For: U.S. Patent No. 7,123,208

In re Puente Baliarda ef al. : DECISION,

Inter Partes Reexamination : SUA SPONTE,
Control No. 95/001,501 : TO MERGE

Filed: December 3, 2010 : REEXAMINATION
For: U.S. Patent No. 7,123,208 : PROCEEDINGS

In re Puente Baliarda et al.
Inter Partes Reexamination
Control No. 95/000,591

Filed: December 14, 2010

For: U.S. Patent No. 7,123,208
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The above-captioned reexamination proceedings are before the Office of Patent Legal
Administration for sua sponte consideration of whether the proceedings should be merged
(consolidated) at this time.

REVIEW OF FACTS

1. On October 17, 2006 the Office issued U.S. Patent No. 7,123,208 (the ‘208 patent) to
Carles Puente Baliarda et al. with 117 claims.

2. OnJuly 1, 2010, a request for inter partes reexamination of claims 1, 5, 7, 10-12, 14-15,
18, 21, 24-26, 28-29, 33, 37, 40, 43-48, 54, 57-59 and 61 of the *208 patent was filed by a
third party requester, and assigned control No. 95/001,389 (“the ‘1389 proceeding”). The
request identified Samsung Electronics Co., Ltd. (hereinafter “the ‘1389 requester”) as
the real party in interest.

3. On August 12, 2010, inter partes reexamination was ordered on claims 1, 5, 7, 10-12, 14-
15, 18, 21, 24-26, 28-29, 33, 37, 40, 43-48, 54, 57-59 and 61 of the ‘208 patent in the
‘1389 proceeding. An Office action rejecting all claims subject to reexamination
accompanied the order.

4. On November 12, 2010, patent owner timely filed a response to the August 12, 2010
Office action in the ‘1389 proceeding.'

.5. On December 3, 2010, a second request for inter partes reexamination of claims 1, 5, 7,
10-12, 14-15, 18,.21, 24-26, 28-29, 33, 37, 40, 43-48, 54, 57-59 and 61 of the *208 patent
was filed by a third party requester, and assigned control No. 95/001,501 (“the ‘1501
proceeding”). The request identified HTC Corp. and HTC Amerlca Inc. (hereinafter “the
‘1501 requester”) as the real party in interest.

6. On December 13, 2010, third party requester timely filed responsive comments in
accordance with 37 CFR 1.947 in the ‘1389 proceeding.

7. On December 14, 2010, a third request for inter partes reexamination of claims 1, 5, 7,
10-12, 14-15, 21, 24-26, 28-29, 33, 37, 40, 43-45, 48, 54, 57-59 and 61 of the *208 patent
was filed by a third party requester, and assigned control No. 95/000,591 (“the ‘591
proceeding”). The request identified Kyocera Communications, Inc. (hereinafter “the
‘591 requester”) as the real party in interest. :

- 8. On January 25, 2011, inter partes reexamination was ordered on claims 1, 5, 7, 10-12,
14-15, 18, 21, 24-26, 28-29, 33, 37, 40, 43-48, 54, 57-59 and 61 of the ‘208 patent in the
‘1501 proceeding. An Office action was not concurrently issued. The order indicated
that an Office action would issue in due course.

9. On Janhary 31, 2011, inter partes reexamination was ordered on claims 1, 5, 7, 10-12,
14-15, 21, 24-26, 28-29, 33, 40, 43-45, 48, 54, 57-59 and 61 of the ‘208 patent in the

! The Office granted patent owner’s request for a one month extension of time to file a response.
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‘591 proceeding. An Office action was not concurrently issued in the proceeding. The
order indicated that an Office action would issue in due course.

10. To date, an Office action has issued in the ‘1389 inter partes reexamination proceeding
and no Office action has issued in the ‘591 and ‘1501 inter partes reexamination
proceedings for the ‘208 patent.

DECISION
I. MERGER OF PROCEEDINGS

Reexamination is ordered in the three above-captioned proceedings for overlapping claims of the
same patent. All three proceedings are inter partes reexamination proceedings. All proceedings
are still pending, and have not been terminated. Therefore, consideration of merger is ripe at this
point in time.

The 95/001,389, 95/001,501 and 95/000,591 inter partes proceedings are merged. The merged
proceeding will be conducted in accordance with the guidelines and requirements that follow.

II. THE SAME CLAIMS MUST BE MAINTAINED IN ALL PROCEEDINGS

Patent owner is required to maintain the same claims (and specification) in all files throughout
the merged proceeding. Currently the claims are identical for all three proceedings. Therefore a
“housekeeping amendment” is NOT needed.

III. CONDUCT OF MERGED PROCEEDING
A. Governing regulations for the merged proceeding:

The present decision merges three inter partes reexamination proceedings. Pursuant to 37 CFR
1.989(b), the merged proceeding is governed by 37 CFR §§ 1.902 through 1.997.

B. Inter partes Third Party Requester Participation:
1. Comment rights:

Upon merger of proceedings all infer partes requesters can comment pursuant to 35 U.S.C.
314(b)(2).2 First, an inter partes requesters’ right to comment is contingent upon the patent
owner responding to, or commenting on, an Office action. Second, an infer partes requesters’
right to comment is limited to issues raised in either the Office action or the patent owner’s
response to the action. Finally, the infer partes requesters’ comments must be submitted within
30 days from the date of service of the patent owner’s response. No inter partes requester has a

? Each time that the patent owner files a response to an action on the merits from the Patent and Trademark Office,
the third-party requester shall have one opportunity to file written comments addressing issues raised by the action
of the Office or the patent owner's response thereto, if those written comments are received by the Office within 30
days after the date of service of the patent owner's response.
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right to comment on any issue raised outside the confines of the statute, e.g. issues raised in a
previous Office action (but not raised in the most recent Office action or response) or the request
and comments from another requester. Requester comments must be submitted within the
statutory time period of 30 days from date of service of patent owner’s response.

2. Appeal Rights:

The inter partes reexamination procedures for taking appeal, and for participating in the patent
owner’s appeal, are explained in MPEP 2674 through 2675.02, 2678 through 2683. As pointed
out in MPEP 2674:

A notice of appeal by a third party requester must identify each rejection that was
previously proposed by that third party requester which the third party requester
intends to contest. It is not sufficient to merely appeal from the allowance of a claim
(i.e., the examiner’s finding of a claim patentable); the third party requester must
identify each previously proposed rejection to be contested.

Thus, each inter partes reexamination requester’s appeal must only be taken from the finding(s)
of patentability of claims in the RAN that the individual third party requester proposed in the
request, and any that the individual third party requester properly added during the examination
stage of the merged proceeding. Also, as provided by 37 CFR 41.67(c)(1)(vi):

No new ground of rejection can be proposed by a third party requester appellant,
unless such ground was withdrawn by the examiner during the prosecution of the
proceeding, and the third party requester has not yet had an opportunity to propose it
as a third party requester proposed ground of rejection.

Thus, the appellant’s brief shall present a concise statement of each issue. And, no new ground
of rejection (i.e., a ground that the individual requester did not propose) can be proposed by a
third party requester appellant, unless that ground was withdrawn by the examiner during the
prosecution of the proceeding, and the third party requester did not yet have an opportunity to
propose it as a third party requester proposed ground of rejection.

It is to be noted that, because the ‘591 infer partes third party requester did not propose any
rejections of claims 18, 37, and 46-47 in their request for reexamination, the ‘591 requester has
no appeal rights as to those claims as they appear in the ‘208 patent.

C. Papers mailed/filed:

All papers mailed by the Office throughout the merged proceeding will take the form of a single
action which applies to all proceedings. All papers issued by the Office, or filed by the patent
owner and the third party requesters, will contain the identifying data for all proceedings and will
be physically entered in each reexamination file. All papers filed by the patent owner and the
third party requesters must consist of a single paper, filed in triplicate, each bearing a signature
and identifying data for all files, for entry into each file.
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All papers filed by patent owner and the third party requesters should be directed as follows:

by Mail to: Attn: Mail Stop "Inter Partes Reexam"
Central Reexamination Unit
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

by FAX to: (571) 273-9900
Central Reexamination Unit

by Hand to: Customer Service Window
Attn: Central Reexamination Unit
Randolph Building, Lobby Level
401 Dulany Street
Alexandria, VA 22314

by EFS: Registered users may submit papers via the
electronic filing system EFS-Web, at:

https://sportal.uspto.gov/authenticate/authenticateuserlocalepf.html

Patent owner and requesters are reminded that every paper filed in the merged proceeding
subsequent to this decision must be served on all the other parties, and every paper filed must
reflect that such paper was served on all the other parties, pursuant to 37 CFR 1.903. All papers
are to be addressed to the Central Reexamination Unit as provided above.

D. Amendments:

The filing of any amendments to the drawings, specification or claims must comply with 37 CFR
1.943, which incorporates the provisions of 37 CFR 1.530, and the guidelines of MPEP
§ 2666.01, which in turn references the guidelines of MPEP § 2250. :

37 CFR 1.121 does not apply to amendments in reexamination. Accordingly, clean copies of the
amended claims are not required and are not to be submitted; rather amendments are to be
presented via markings pursuant to paragraph 37 CFR 1.530(f), except that a claim should be
canceled by a statement canceling the claim, without presentation of the text of the claim.

Pursuant to 37 CFR 1.530(i), all amendments must be made relative to the patent specification,
including the claims, and drawings, which are in effect as of the date of filing the request for
reexamination. Amendments are not to be made relative to previous amendments. Thus, for all
amendments, all words not appearing in the patent are always underlined, and only words being
deleted from the patent appear in brackets.

E. Fees:
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Where a paper is filed that requires payment of a fee (e.g., petition fee, excess claims fee,
extension of time fee, appeal fee, brief fee, oral hearing fee), only a single fee need be paid. For
example, only one fee need be paid for any patent owner’s appellant brief (or that of an inter -
partes reexamination requester) which may be filed, even though the brief relates to merged
~ multiple proceedings, and copies must be filed (as pointed out above) for each file in the merged
proceeding.

F. Citation of Patents and Printed Publications:

Upon return of the present merged proceeding to the examiner, the examiner will review the files
to ensure that each file contains identical citations of prior patents and printed publications, and
will cite such documents as are necessary as part of the next action in order to place the files in
that condition.

G. Appeal Procedure Reminders for Inter Partes Reexamination

The parties are reminded of the procedures for taking appeal in an infer partes reexamination as
explained in MPEP 2674 and 2675. The appeal must only be taken from (1) the rejection(s) of
the claims in the Right of Appeal Notice (RAN) that the patent owner proposes to contest, or (2)
the finding(s) of patentability of claims in the RAN that the third party requester proposes to
contest. Therefore, in the notice of appeal, the patent owner must identify each claim rejected by
examiner that the patent owner intends to contest and the third party requester must identify each
rejection that was previously proposed by that third party requester that the third party requester
intends to contest. (37 CFR 41.61) The appellant’s brief shall present a concise statement of
each issue. Further, no new ground of rejection can be proposed by a third party requester
appellant, unless such ground was withdrawn by the examiner during the prosecution of the
proceeding, and the third party requester has not yet had an opportunity to propose it as a third
party requester proposed ground of rejection. (37 CFR 41.67(c)(1)(vi))

CONCLUSION
1.. Inter partes Reexamination Control Nos. 95/001,389, 95/001,501 and 95/000,591 are

merged into a single proceeding, to be conducted in accordance with the procedure set forth
above in Part III of this decision.

2. Any questions concerning this communication should be directed to Joseph F. Weiss, Jr.,
Legal Advisor, at 571-272-7759.

?v——L /Q——— o/t--({.\..

Pinchus M. Laufer
Senior Legal Advisor
Office of Patent Legal Administration
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Commissioner for Patents

United States Patents and Trademark Office
P.O.Box 1450

Alexandria, VA 22313-1450
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DO NOT USE IN PALM PRINTER

THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS ~ Date:

NOVAK DRUCE & QUIGG, LLP (NDQ REEXAMINATION GROUP) MA’FED
1000 LOUSIANA STREET 50321940

FIFTY-THIRD FLOOR

CENTRAL REEXAMINATION UNIT
HOUSTON, TX 77002 :
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Transmittal of Communication to Third Party Requester
Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95001389
PATENT NO. : 7123208

TECHNOLOGY CENTER : 3999

ART UNIT : 3992 ‘

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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Transmittal of Communication to Third Party Requester
Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95001501
PATENT NO. : 7123208

TECHNOLOGY CENTER : 3999

ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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Transmittal of Communication to Third Party Requester
Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95000591
PATENT NO. : 7123208

TECHNOLOGY CENTER : 3999

ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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Inter Partes Reexamination Proceeding
Control No. 95/001,389

Filed: July 1, 2010

For: U.S. Patent No. 7,123,208

Inter Partes Reexamination Proceeding : DECISION

Control No. 95/001,501 : ON PETITION

Filed: December 3, 2010 : UNDER 37 CFR 1.183
For: U.S. Patent No. 7,123,208 :

Inter Partes Reexamination Proceeding
Control No. 95/000,591

Filed: December 14, 2010

For: U.S. Patent No. 7,123,208

This is a decision on the patent owner petition paper entitled “PETITION UNDER 37 C.F.R. §
1.183 FOR WAIVER OF 37 C.F.R. § 1.943(b) IN CONNECTION WITH RESPONSE TO
OFFICE ACTION IN REEXAMINATION,” filed on April 11, 2011 in reexamination proceeding
control no. 95/001,389.
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The petition under 37 CFR 1.183 is before the Office of Patent Legal Administration.

The petition under 37 CFR 1.183 is dismissed as unnecessary for the reasons set forth below.

BACKGROUND
. On October 17, 2006, U.S. patent number 7,123,208 (the ‘208 patent) issued to Baliarda et al.

. On July 1, 2010, a third party requester filed a request for inter partes reexamination of the
‘208 patent, which request was assigned Reexamination Control No. 95/001,389 (the 1389
proceeding).

. On August 12, 2010, the Office issued an order granting inter partes reexamination in the
‘1389 proceeding. Concurrently with the order, the Office issued a non-final Office action.

. On November 12, 2010, patent owner filed a response to the August 12, 2010 Office action.’

. On March 7, 2011, third party requester filed corrected comments after the August 12, 2010
Office action and patent owner’s November 12, 2010 response.”

. On March 25, 2011, the Office mailed a “NOTICE OF DEFECTIVE PAPER IN INTER
PARTES REEXAMINATION” (the notice of defective paper), finding patent owner’s
November 12, 2010 response defective and setting a time period of 15 days from the mailing
date of the notice of defective paper for patent owner to file a corrected response submission.

. On April 11, 2011, patent owner filed the instant “PETITION UNDER 37 C.F.R. § 1.183 FOR
LIMITED WAIVER OF 37 CFR. § 1.943(b) IN CONNECTION WITH RESPONSE TO
OFFICE ACTION IN REEXAMINATION” (patent owner petition under 37 CFR 1.183),
concurrently with a corrected response to the August 12, 2010 Office action (patent owner
corrected response submission).

. On April 29, 2011, third party requester filed comments after the August 12, 2010 Office
action and patent owner’s April 11, 2011 corrected response submission (requester comments
submission).

. On June 1, 2011, the Office issued a “DECISION, SUA SPONTE, MERGING INTER PARTES
PROCEEDINGS,” merging the ‘1389 proceeding with inter partes reexamination proceeding

' On September 29, 2010, the Office mailed a decision granting patent owner’s September 27, 2010 petition for a one-
month extension of time.

? On February 24, 2011, the Office mailed a decision granting patent owner’s January 31, 2011 petition under 37 CFR
1.181 and expunging the ‘1389 requester’s December 13, 2010 comments submission and giving the ‘1389 requester
15 days from the mailing date of that decision to file corrected comments.
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control no. 95/001,501 (the *1501 proceeding) and with infer partes reexamination proceeding
control no. 95/000,591 (the *591 proceeding).

DECISION
I. Relevant Statutes, Regulations and Procedures
35 U.S.C. 314(b)(2) provides:

Each time that the patent owner files a response to an action on the merits from the
Patent and Trademark Office, the third-party requester shall have one opportunity to
file written comments addressing issues raised by the action of the Office or the
patent owner’s response thereto, if those written comments are received by the
Office within 30 days after the date of service of the patent owner’s response.

37 CFR 1.183 provides:

In an extraordinary situation, when justice requires, any requirement of the
regulations in this part which is not a requirement of the statutes may be suspended
or waived by the Director or the Director’s designee, sua sponte, or on petition of
the interested party, subject to such other requirements as may be imposed. Any
petition under this section must be accompanied by the petition fee set forth in

§ 1.17(f).

37 CFR 1.943(b) provides:

Responses by the patent owner and written comments by the third party requester
shall not exceed 50 pages in length, excluding amendments, appendices of claims,
and reference materials such as prior art references.

II. Analysis

37 CFR 1.183 provides for suspension or waiver of any requirement of the regulations which is
not a requirement of the statutes in an extraordinary situation, when justice requires, on petition of
the interested party. The burden is on petitioner to set forth with specificity the facts that give rise
to an extraordinary situation in which justice requires suspension of a rule. A showing which
petitioner can make in support of a request for waiver of the 50-page limit of 37 CFR 1.943(b) can
be an attempt to draft a patent owner's response in compliance with the 50-page limit, and
submission of a resulting response that is in excess of 50 pages concurrently with a petition under
37 CFR 1.183 for waiver of 37 CFR 1.943(b), requesting entry of the submitted response. Such a
response can be evaluated for economizing, extraneous material, and arrangement, without
repetition of information already of record. In this way, petitioner can rely on the proposed
response: (1) for justification that more pages are needed to complete the response, and (2) to set
forth an accurate determination of exactly how many additional pages petitioner deems to be
needed for the response. :
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It is noted that, for purposes of making an accurate determination of exactly how many additional
pages over 50 are deemed to be needed for the response, a document is deemed to be subject to the
50-page length requirement when the document includes legal argument, ie., arguments of
counsel such as, e.g., arguments that the claims are patentable or unpatentable, or that are directed
to how an outstanding or proposed rejection is overcome, or, in the case of a document filed by the
requester, how an outstanding or proposed rejection is supported. Each determination of whether
a document, such as an affidavit or declaration, contains information that will cause the document
to be subject to the page count is made on a case-by-case basis. In determining whether a
document such as an affidavit or declaration under 37 CFR 1.132, or any other document of a
submission, includes legal argument, the Office analyzes whether the document is providing
factual evidence, i.e., evidence of technological facts, or whether the document contains argument
that is merely an extension of the arguments of counsel. Factual evidence includes, for example,
declarations that swear behind the filing date of a reference, that establish the date of a printed
publication, that provide a technical explanation or technical definition of terms of art used by a
reference, or that provide comparative test results and a scientific, or technological, analysis of the
results (see, e.g., MPEP 716.02). If a document is limited to factual evidence, the document is not
included in the page count. In addition, affidavits or declarations limited to establishing
commercial success, long-felt need and failure of others, scepticism of experts, or copying, as per
MPEP 716.03-716.06, respectively, will not be included in the page count.

III. Patent owner petition of April 11,2011

On April 11, 2011, patent owner filed, in the ‘1389 proceeding, the instant petition under 37 CFR
1.183, requesting waiver of 37 CFR 1.943(b), to permit entry of its concurrently-filed corrected
response submission. Patent owner asserts that the argument portion of the April 11, 2011
corrected response submission is 22 pages long, thereby complying with the 50-page limit of 37
CFR 1.943(b).> Patent owner states that “a number of 132 declarations are filed herewith” but
asserts that “these declarations are drawn to fact, not argument, and thus do not count towards the
50-page limit.” Nonetheless, patent owner requests waiver of the 50-page limit “for the
combination of the Corrected Response and any of the 132 declarations (or portion(s) thereof)
considered to include argument as opposed to facts, to the extent such combination exceeds the
50-page limit of 37 C.F.R. § 1.943(b).”

In support of its request for waiver of the rule, patént owner asserts that none of the declarations
filed with the April 11, 2011 corrected response submission includes argument or opinions that
would be counted towards the 50-page limit.° Additionally, patent owner asserts that “the full
length of the Corrected Response and the 132 declarations are needed to fully and adequately

3 Patent owner petition under 37 CFR 1.183 at page 2.

*1d. (stating that the “Declaration of Dr. Carles Puente Under 37 C.F.R. § 1.132 (10 pages),” the “Declaration of Drs.
Carles Puente, Carmen Borja, Jaume Anguere, and Jordi Soler Under 37 C.F.R. § 1.132 (9 pages),” the “Declaration
of Rubén Bonet Under 37 C.F.R. § 1.132 (7 pages),” and the “Declaration of Dr. Yahya Rahmat-Samii Under 37
C.F.R. § 1.132 (9 pages)” are filed herewith, and that “Dr. Rahmat-Samii attached to his declaration the Declaration of

Pr. Dwight L. Jaggard solely for Dr. Jaggard’s reference to what would constitute a person of ordinary skill.”)
Id.

Id. at pages 2-4.



Reexamination Control No. 95/001,389 -5-
Reexamination Control No. 95/001,501
Reexamination Control No. 95/000,591

respond to the Office Action,” and that although the Office action “constitutes only 7 pages, it
incorporates by reference over 170 pages of argument and detailed claim charts set forth by the
third party requester in its request for reexamination.”” Patent owner further asserts that it has
attempted to draft a corrected response in compliance with the 50-page limit, as well as in
compliance with the formatting requirements set forth in the March 25, 2011 notice of defective
paper, by taking measures to “economize, avoid extraneous material and information already of
record, and present arguments efflciently.”8 As evidence of the reformatting and further editing
made to reduce page length, patent owner submitted with the petition under 37 CFR 1.183 a
redlined document comparing patent owner’s November 12, 2010 original response submission to
patent owner’s April 11, 2011 corrected response submission. This redlined document has been
expunged from the record of the ‘1389 proceeding by marking the paper “closed” and “not public”
in the image file wrapper (IFW) as it contains the full content of the paper that was deemed
defective by the March 25, 2011 notice of defective paper.

In this instance, patent owner’s April 11, 2011 corrected response submission is page-length
compliant as the total number of pages that count toward the regulatory page limit does not exceed
50 pages.” Thus, no waiver of 37 CFR 1.943(b) is required for entry of patent owner’s April 11,
2011 corrected response submission. Accordingly, patent owner’s request for waiver of the 50-
page limit of 37 CFR 1.943(b) is dismissed as unnecessary.

CONCLUSION

1. Patent owner’s April 11, 2011 petition under 37 CFR 1.183 for waiver of the 50-page limit
of 37 CFR 1.943(b) is dismissed as unnecessary.

2. Any questions concerning this communication should be directed to Nicole Dretar Haines,
Legal Advisor, at (571) 272-7717.

Y AL e

Pinchus M. Laufer 7
Senior Legal Advisor

Office of Patent Legal Administration
06-17-2011

" Id. at page 5.
®1d

® 21 pages of the remarks portion of patent owner’s April 11, 2011 corrected response submission count toward the
page limit (the cover page is excluded from the page count, as is the 24-page listing of the claims because 37 CFR
1.943(b) expressly excludes appendices of claims from the page limit count). Further, based on the guidance set forth
in section II above, the portions of the 9-page “Declaration of Dr. Yahya Rahmat-Samii Under 37 CF.R. § 1.132” that
are subject to the regulatory page limit count do ot cause the total number of pages of patent owner’s April 11, 2011
corrected response submission to exceed the 50-page limit. It is noted that the pages of the “Declaration of Dr. Carles
Puente Under 37 C.F.R. § 1.132,” the “Declaration of Drs. Carles Puente, Carmen Borja, Jaume Anguere, and Jordi
Soler Under 37 C.F.R. § 1.132,” and the “Declaration of Rubén Bonet Under 37 C.F.R. § 1.132” do not count toward
the regulatory page limit. Additionally, in this instance, the pages of the copies of the court documents that were filed
as “Exhibit SB” and “Exhibit 6” also do not count toward the regulatory page limit.
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Transmittal of Communication to Third Party Requester
Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95001389
PATENT NO. : 7123208

TECHNOLOGY CENTER : 3999

ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
- Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947. ~

If an ex parte reexamination has been merged with the inter partes reéxamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)



Decision on Petition for Extension | Control No.: 95/001,389 & 95/001,501

of Time in Reexamination & 95/001,591 :

1. THIS IS A DECISION ON THE PETITION FILED _28 July 2011

2. THIS DECISION IS ISSUED PURSUANT TO:
A. [] 37 CFR 1.550(c) - The time for taking any action by a patent owner in an ex parte reexamination
proceeding will be extended only for sufficient cause and for a reasonable time specified.
B. [X] 37 CFR 1.956 — The time for taking any action by a patent owner in an inter partes reexamination
proceeding will be extended only for sufficient cause and for a reasonable time specified.
The petition is before the Central Reexamination Unit for consideration.

3. FORMAL MATTERS :
Patent owner requests that the period for responding to the Office action dated 01 July 2011 which sets a
two (2) month period for filing a response to the Office action, be extended by two (2) months.

A. X Petition fee per 37 CFR §1.17(g)):
i. [J Petition includes authorization to debit a deposit account.
i. [] Petition includes authorization to charge a credit card account.
i. [] Other: . :
B. [X] Proper certificate of service was provided. (Not required in reexamination where patent owner is
requester.)
c. [X Petition was timely filed.
D. [X] Petition properly signed.

4. DECISION (See MPEP 2265 and 2665)
A. [] Granted or [X] Granted-in-part for one (1) month, because petitioner provided a factual accounting

that established sufficient cause. (See 37 CFR 1.550(c) and 37 CFR 1.956).

B. [X] Other/comment: see attached '
C. [] Dismissed because:

i. [ Formal matters (See unchecked box(es) (A, B, C and/or D) in section 4 above).

i. [] Petitioner failed to provide a factual accounting of reasonably diligent behavior by all those
responsible for preparing a response to the outstanding Office action within the statutory
time period.

ii. [l Petitioner failed to explain why, in spite of the action taken thus far, the requested
additional time is needed.

iv. [] The statements provided fail to establish sufficient cause to warrant extension of the time
for taking action (See attached). :

v. [] The petition is moot.

vi. [_] Other/comment: see attachment.

5. CONCLUSION

Telephone inquiries with regard to this decision should be directed to Mark Reinhart at 571-272-1611. In
his/her absence, calls may be directed to Eric Keasel at 571-272-4929 in the Central Reexamination Unit.

/Mark Reinhart/ N SPE, AU 3992 Central Reexamination Unit
[Signature] (Title)

U.S. Patent and Trademark Office
PTO-2293 (Rev. 09-2010)
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In consideration of providing the patent owner with a fair opportunity to present an argument against
any attack on the patent as balanced with the statutory mandate of conducting reexamination
proceedings with special dispatch that the Office must fully consider the facts presented in any petitions
for extension of time. This is the first request for extension of time in this proceeding. While the petition
speaks to the considerations of many other proceedings as well as the overall length of the
reexaminations if added together before council, concurrent with preparing a response, these are the
same considerations of any patent owner in any reexamination proceeding. It is Patent owner who must
exercise diligence in responding to the Office action. It is agreed that patent owner needs to be given
opportunity to complete all aspects of investigation prior to responding to the Office action in an inter
partes reexamination proceeding. It is Patent owner who must exercise diligence in responding to
Office action. The requirement for reasonably diligent behavior by patent owner includes a reasonable
expectation of resource management insofar as expecting a complete Office action on the merits.

It is further noted that the petition raises questions about the need for declatory evidence pursuant to 37
CFR § 1.132. The time needed to gather such evidence does support sufficient cause. for a one (1) month
extension of time.

The requirement for reasonably diligent behavior by the patent owner includes a reasonable expectation
of resource management. Resource management takes into consideration other proceedings before the
Office. The petition identifying other concurrent proceedings is noted but is not germane to the issues
under consideration as to “sufficient cause” for granting an extension of time.

Per MPEP § 2665 (in-part)

“First requests for extensions of these time periods will be granted for sufficient cause, and for a
reasonable time specified-usually I month. The reasons stated in the request will be evaluated, and the
request will be favorably considered where there is a factual accounting of reasonably diligent behavior
by all those responsible for preparing a response or comments within the statutory time period. Second
or subsequent requests for extensions of time, or requests for more than one month, will be granted only
in extraordinary situations.” (emphasis added)

On balance there is “sufficient cause’ to grant-in-part the petition for extension of time for a period of
-one (1) month. '

The petition for extension of time is hereby granted-in-part.
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CENTRA\- REEXAM\HATiaﬂ :

Transmittal of Communication to Third Party Requester
Inter Partes Reexamination '

REEXAMINATION CONTROL NO. : 95001389
PATENT NO. : 7123208

TECHNOLOGY CENTER : 3999

ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947. :

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)



Decision on Petition for Extension | Control No.: 95/001,501; 95/001,389; 95/000,591

of Time in Reexamination

1. THIS IS A DECISION ON THE PETITION FILED Seg_tember 23, 2011.

2. THIS DECISION IS ISSUED PURSUANT TO: .
A. [] 37 CFR 1.550(c) — The time for taking any action by a patent owner in an ex parte reexamination
, proceeding will be extended only for sufficient cause and for a reasonable time specified.
B. [X] 37 CFR 1.956 — The time for taking any action by a patent owner in an inter partes reexamination
proceeding will be extended only for sufficient cause and for a reasonable time specified.
The petition is before the Central Reexamination Unit for consideration.

3. FORMAL MATTERS
Patent owner requests that the period for responding to the Office action mailed on July 1, 2011, which
sets a 2-month period for filing a response thereto, be extended by another 2 months. A first request for a
two month extension being granted in part (for one month) on August 3, 2011.

A. [X Petition fee per 37 CFR §1.17(g)):
i. [] Petition includes authorization to debit a deposit account.
i. [] Petition includes authorization to charge a credit card account.
ii. [X] Other: electronically submitted. : -
B. X Proper certificate of service was provided. (Not required in reexamination where patent owneris
requester.)
C. X Petition was timely filed.
D. [X] Petition properly signed.

4. DECISION (See MPEP 2265 and 2665)
A l:] Granted or [_] Granted-in-part for , because petitioner provided a factual
accounting that established sufficient cause. (See 37 CFR 1.550(c) and 37 CFR 1.956).
" [ other/comment:
B. [X] Dismissed because:
i. [L] Formal matters (See unchecked box(es) (A, B, C and/or D) in section 4 above).
i. [[] Petitioner failed to provide a factual accounting of reasonably diligent behavior by all those
responsible for preparing a response to the outstanding Office action within the statutory
« = time period. - - -
i. [] Petitioner failed to explain why, in spite of the action taken thus far,.the requested
additional time is needed. i - -
iv. [[] The statements provided fail to establish sufficient cause to warrant extension of the time
for taking action (See attached).
v. [} The petition is moot.
vi. [X] Other/comment: A pending petition to terminate 1 of the 3 merged proceedings does not
constitute extraordinary circumstances as to why patent owner needs additional time.

5. CONCLUSION

Telephone inquiries with regard to this decision should be directed to Eric Keasel at 571-272-4929. In
his/her absence, calls may be directed to Mark Reinhart at 571-272-1611 in the Central Reexamination
Unit. ) ,

yac ERIC S. KEASEL
é 2. CRU SPE-AU 3992

[Signature] (Title)

U.S. Patent and Trademark Office
PTO-2293 (Rev. 09-2010)
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Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947. :

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C. (For Patent Owner)
1100 NEW YORK AVENUE, N.W. ‘
WASHINGTON, DC 20005
MORRISON & FOERSTER LLP (For 95/000,591 Third Party Requester)
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NOVAK, DRUCE & QUIGG, LLP (For 95/001,389 Third Party Requéster)
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HOUSTON, TX 77002

BAKER BOTTS LLP .. (For 95/001,501 Third Party Requester)
PATENT DEPARTMENT
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Inter Partes Reexamination Proceeding
Control No. 95/000,591

Filed: December 14, 2010

For: U.S. Patent No. 7,123,208

Inter Partes Reexamination Proceeding - .. DECISION L
Control No. 95/001,389 - - : ONPETITION - Ce e

Filed: July 1, 2010 - . , - UNDER37CFR1.183 .- _ -~-
For: U.S. Patent No. 7,123,208 :

- Inter Partes Reexamination Proceeding
Control No. 95/001,501
Filed: December 3, 2010 : -
For: U.S. Patent No. 7,123,208 : S e

This is a decision on the patent owner petition paper entitled “PETITION UNDER 37 C.FR. §
1.183 FOR WAIVER OF 37 C.F.R. § 1.943(b) IN CONNECTION WITH RESPONSE TO
OFFICE ACTION IN REEXAMINATION,” filed on October 3, 2011 in reexamination
proceeding control nos. 95/000,591, 95/001,389 and 95/001,501.

The petition under 37 CFR 1.183 is before the Office of Patent Legal Administration.

The petition under 37 CFR 1.183 is granted to the extent set forth below.
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I.

(S

RELEVANT BACKGROUND

On October 17, 2006, U.S. patent number 7,123,208 (the ‘208 patent) issued to Puente
Baliarda et al. . A o : :

Subsequently, three requests for inter partes reexamination of the ‘208 patent, which requests
were assigned Reexamination Control Nos. 95/001,389, 95/001,501, and 95/000,591, were
instituted by the Office.

On June 1, 2011, the Office issued a “DECISION, SUA -SPONTE, TO MERGE
REEXAMINATION PROCEEDINGS,” merging the ‘1389 proceeding with the ‘1501 and
‘591 proceedings (the merged proceeding).

On July 1, 2011, the Office issued a non-final Office Action in the merged proceeding.
On October 3, 2011, patent owner filed a response to the July 1, 2011 Office action in the
merged proceeding, concurrently with the instant “PETITION UNDER 37 C.FR. § 1.183
FOR WAIVER OF 37 C.F.R. § 1.943(b) IN CONNECTION WITH RESPONSE TO OFFICE
ACTION IN REEXAMINATION” (patent owner petition under 37 CFR 1.183).!

DECISION

Relevant Statutes, Regulations and Procedures

35 U.S.C. 314(b)(2) provides:

Each time that the patent owner files a response to an action on the merits from the
Patent and Trademark Office, the third-party requester shall have one opportunity to
file written comments addressing issues raised by the action of the Office or the
patent owner’s response thereto, if those written comments are received by the
Office within 30 days after the date of service of the patent owner’s response.

37 CFR 1.183 provides: -

In an extraordinary situation, when - justice requires, any requirement of the
regulations in this part which is not a requirement of the statutes may be suspended
or waived by the Director or the Director’s designee, sua sponte, Or on petition of
the interested party, subject to such other requirements as may be imposed. Any.
petition under this section must be accompanied by the petition fee set forth in

§ 1.17(5).

! On August 3 2011, the Office mailed a decision granting a one-month extension of time for patent owner’s response

to the July 1, 2011 Office Action.
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37 CFR 1.943(b) provides:

Responses by the patent owner and written comments by the third party requester
shall not exceed 50 pages in length, excluding amendments, appendices of claims,
and reference materials such as prior art references.

II. Analysis

37 CFR 1.183 provides for suspension or waiver of any requirement of the regulations which is
not a requirement of the statutes in an extraordinary situation, when justice requires, on petition of
the interested party. The burden is on petitioner to set forth with specificity the facts that give rise
to an extraordinary situation in which justice requires suspension of a rule. A showing which -
petitioner can make in support of a request for waiver of the 50-page limit of 37 CFR 1.943(b) can
be an attempt to draft a patent owner's response in compliance with _the 50-page limit, and. -

submission of a resulting response that is in excess of 50 pages concurrently with a petition under . = _ .

37 CFR 1.183 for waiver of 37 CFR 1.943(b), requesting entry of the submitted response. Such a
response can be evaluated for economizing, extraneous material, and arrangement, without
repetition of information already of record. In this way, petitioner can rely on the proposed
response: (1) for justification that more pages are needed to complete the response, and (2) to set
forth an accurate determination of exactly how many additional pages petitioner deems to be
needed for the response. :

It is noted that, for purposes of making an accurate determination of exactly how many additional
pages over 50 are deemed to be needed for the response, a document is deemed to be subject to the
50-page length requirement when the document includes legal argument, i.e., arguments of
counsel such as, e.g., arguments that the claims are patentable or unpatentable, or that are directed.
to how an outstanding or proposed rejection is overcome, or, in the case of a document filed by the
requester, how an outstanding or proposed rejection is, supported. Each determination of whether.
a document, such as an affidavit or declaration, contains information that will cause the document
to be subject to the page count is made on a case-by-case basis. In determining whether-a
document such as an affidavit or declaration under 37 CFR 1.132, or any other document of a
submission, includes legal argument; the Office analyzes whether the document is providing
factual evidence, i.e., evidence of technological facts, or whether the document contains argument

that is merely an extension of the arguments of counsel. Factual evidence includes, for example, ..

declarations that swear behind the filing date of a reference, that establish the date of a printed
publication, that provide a technical explanation or technical definition of terms of art used by a
reference, or that provide comparative test results and a scientific, or technological, analysis of the
results (see, e.g., MPEP 716.02). If a document is limited to factual evidence, the document is not
included in the page count. In addition, affidavits or declarations limited to establishing
commercial success, long-felt need and failure of others, scepticism of experts, or copying, as per
MPEP 716.03-716.06, respectively, will not be included in the page count.
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III. Patent owner petition of October 3,2011

On October 3, 2011, patent owner filed, in the merged proceeding, the instant petition under 37

CFR 1.183, requesting waiver of 37 CFR 1.943(b), to permit entry of its. concurrently-filed
response submission. Patent owner. asserts that the argument portion of the October 3, 2011
response submission is 123 pages long, exceeding the 50-page limit of 37 CFR 1.943(b), and
requests waiver of the regulatory page limit as to the response submission.? Patent owner states
that it concurrently filed “a number of 132 declarations™ but asserts that the declarations “include
only facts and thus does not count towards the 50-page limit.”®> Nonetheless, patent owner also
requests waiver of the 50-page limit for “those portions of the 132 Declarations that the PTO holds

count towards the 50 page limit...”* : o

In support of its request for waiver of the rule, patent owner asserts that none of the declarations
filed with the October 3, 2011 response submission includes argument or opinions that would be
counted towards the 50-page limit.> Additionally, patent owner asserts that “the full length of the
Response is needed to fully and adequately respond to the Office Action,” and that although the
Office action “constitutes- only 35 pages, it incorporates by reference almost 800 pages of
argument and detailed claim charts set forth by the three third party requesters in their requests for
reexamination.”® Patent owner further asserts that it has attempted to draft a response in
compliance with the 50-page limit by taking measures to “economize, avoid extraneous material
and information already of record, and present arguments efficiently.””’ Ce '

Based on the specific facts set forth in patent owner’s petition under 37 CFR 1.183, patent owner’s
showing in support of the request for waiver of the 50-page limit of 37 CFR. 1.943(b) by
attempting to draft a response in compliance with the 50-page limit and submitting the resulting
response (which is in excess of 50 pages),8 and the individual facts and circumstances of this case
(such as the length of the July 1, 2011 Office action),’ it is deemed equitable to waive the 50-page
limit of 37 CFR 1.943(b) in this instance. Accordingly, patent owner’s petition under 37 CFR
1.183 is granted and the page limit of 37 CFR 1.943(b) is waived to the extent of permitting patent

2 patent owner petition under 37 CFR 1.183 at page 2. o ) »
3 1d. at page 4 (identifying two declaration(s) of Dr. Carles Puente under 37 C.F.R. § 1.132 (10 pages and 15 pages), a

declaration of Drs. Carles Puente, Carmen Borja, Jaume Anguera and Jordi Soler under 37 C.F.R. § 1.132 (9 pages), a

declaration of Aurora Andujar under 37 C.F.R. § 1.132 (13 pages), and two declaration(s) of Dr. Raj Mittra under 37
C.F.R. § 1.132 (each 20 pages)). - : - . . :

* 1d. at page 2. R - L
*Id. at pages 4-7.
¢ Id. at page 2-3.
7 1d. at page 3. ,
¥ 123 pages of the remarks portion of patent owner’s October 3, 2011 response submission count toward the page limit
(the cover page and pages of the table of contents are excluded from the page count, as is the 23-page listing of the
claims because 37 CFR 1.943(b) expressly excludes appendices of claims from the page limit count). Additionally, at
least portions of the 20-page declaration of Dr. Raj Mittra under 37 C.F.R. § 1.132 are deemed to be an extension of
the arguments of counsel and count toward the page limit. Thus, up to 143 pages of the patent owner’s October 3,

. 2011 response submission count toward the 50-page limit. N "

% On its face, the substantive portion of the July 1, 2011 Office action spans only approximately 35 pages, but it
incorporates by reference numerous pages from the <1389, ‘1501 and ‘591 requests for inter partes reexamination and
comments submissions.
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owner’s October 3. 2011 response submission to exceed the regulatory page limit by up to-93
pages. This waiver makes patent owner’s October 3, 2011 response submission page-length

compliant.

. ADDITIONAL DISCUSSION -

The 95/001.389 third party requester, 95/001,501 third party requester and the 95/000,591 third -
party requester have 30 days from the date of this decision, granting patent owner’s October 3,
2011 petition under 37 CFR 1.183 and entering patent owner’s October 3, 2011 response
submission. to file a comment paper pursuant to 37 CFR 1.947.- MPEP-2666.05(1) provides: :

The following special circumstance is to be noted. In unique circumstances, it

may happen that a patent owner files a response to an Office action and the page

length of the response exceeds the page length set by 37 CFR 1.943(b).
Accompanying the response is a petition under 37 CFR 1.183 requesting waiver

of the 37 CFR 1.943(b) requirement. Until such a 37 CFR 1.183 petition to waive

the page length is granted, or a page length compliant response is filed (if the 37

CFR 1.183 petition is not granted), the patent owner response is incomplete.
Pursuant to MPEP § 2666.40, “[a]fter the owner completes the response, the
examiner will wait two months from the date of service of the patent owner’s
completion of the response, and then take up the case for action, since the 30 days

for the third party requester comments on the response as completed will have
expired by that time. The third party requester may file comments on the
response as completed ... The response as completed is treated as a new response
on-the-merits to the Office action; thus, the third party requester is entitled to file . _
comments and has 30 days to do so.” Based on the above, at the time the 37 CFR

1.183 petition is granted, the patent owner response becomes complete with its . = -
content being set in place, and the requester has 30 days from the date of the .
decision granting the 37 CFR 1.183 petition to file a comment paper pursuant to=-.:" -~
37 CFR 1.947.. :

CONCLUSION T o

1.  Patent owner’s October 3, 2011 petition under 37 CFR 1.183 is granted and the 50-page
limit of 37 CFR 1.943(b) is waived to the extent of permitting patent owner’s October 3,
2011 response submission to exceed the regulatory page limit by up to 93 pages. This
waiver makes patent owner’s October 3. 2011 response submission page-length compliant.

2. The 95/001,389 third party requester, 95/001,501 third party requester and the 95/000,591

third party requester each has 30 days from the mailing date of this decision, granting patent
owner’s October 3, 2011 petition under 37 CFR 1.183 and entering patent owner’s October

3, 2011 response submission, to file a comment paper pursuant to 37 CFR 1.947.
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3. Any questions concerning this communication should be directed to Nicole Dretar Haines, ..
Legal Advisor, at (571) 272-7717. . - B L 7 . St

Vel A offe

Pinchus M. Laufer ‘ - : C ok
Senior Legal Advisor
Office of Patent Legal Administration

11-17-2011
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Inter Partes Reexamination Proceeding
Control No. 95/000,591

Filed: December 14, 2010

For: U.S. Patent No.: 7,123,208

Inter Partes Reexamination Proceeding
Control No. 95/001,501

Filed: December 03, 2010

For: U.S. Patent No. 7,123,208

Inter Partes Reexamination Proceeding
Control No: 95/001,389 .

Filed: July 01, 2010

For: U.S. Patent No. 7,123,208

.DECISION GRANTING o

. PROCEEDING AND - ‘ .-

(For Patent Owner)

(For Inter Partes ‘591 Requester)

(For Inter Partes’1501 Requester)

(For Inter Partes ‘1389 Requester)

PETITION TO TERMINATE -
INTER PARTES REEXAMINATIO

SEVERING MERGER

This is a decision on patent owner’s September 16, 2011 petition entitled “Petition to Terminate

Inter Partes Reexamination Pursuant to'35 U.S.C. § 317(b) and 37 CFR §§ 1.907(b) & 1.182> - -~
(the September'16, 2011 petition to terminate). - e S

Patent owner’s petition to terminate filed on September 16, 2011, and the record as a whole, are
before the Office of Patent Legal Administration for consideration.

SUMMARY

Patent owner’s petition under 37 CFR 1.182 to terminate inter partes reexamination proceeding

95/001,501, filed on September 16, 2011, is granted.
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Inter parté;"reep-(amination proceeding control number 95/001,501 is hereby severed from the:
merged proceeding of inter partes reexamination control numbers 95/001,501, 95/000,591 and
95/001,389. '

Inter partes reexamination prdceeding 95/001,501, filed on September 16, 2011, is hereby
terminated. T

The merged proceeding of inter par}‘es reexamination proceeding control numbers 95/000,591
and 95/001,389 will continue in‘the manner set forth in this decision.’

"DECISION

The patent owner argues that termination of inter partes reexamination proceeding control
number 95/001,501 (the ‘1501 proceeding) is required by 35 U.S.C. 317(b), which provides, in
pertinent part (emphasis added):

Once a final decision has been entered against a party in a civil action arising in whole or in
part under section 1338 of title 28, that the party has not sustained its burden of proving the
invalidity of any patent claim in suit . . . then . . . an inter partes reexamination requested by
that party or its privies on the basis of . . . issues [which that party or its privies raised or could
have raised in such civil action] may not thereafter be maintained by the Office . . .
The Office analyzes whether a reexamination proceeding must be terminated pursuant to 35
U.S.C. 317(b) by determining: A : -

1. Whether the third party requester was a party to the litigation;

2. Whether the decision is final, i.e., after all appeals; S

3 Whether the court decided that the requester/party had not sustained its burden of
proving the invalidity of any claim in suit of the patent, which claim is also under
reexamination; and

4 Whether the issues raised in the reexamination proceeding are the same as issues that
were raised, or are issues that could have been raised, by the requester in the civil action.

The patent owner informs the Office that the patent under reexamination, U.S. Patent 7,1 23,208
(the 208 patent), was the subject of a civil action in district court, i.e., Fractus, S.A. v. Samsung
Electronics, Co., Ltd.et al., Civil Action No. 6:09-cv-00203 (E. D. Tex.). The patent owner
submits a copy of a consent judgment, entered by the district court on September 15, 2011, in
which the district court stated that . . . HTC [the defendant/requester of the ‘1501 proceeding]
has not sustained its burden of proving the invalidity of any of the above listed claims of the
Patents-in-Suit” and that “[t}his Consent Judgment constitutes, for purposes of 35 U.S.C.

' This petition does not address the petition under 37 CFR 1.182 to terminate the ‘591 proceeding or the petition to
expunge information submitted under MPEP § 724.02, both of which were filed on September 30, 2011. These
petitions will be addressed by a separate decision, which will issue in due course. ~ ’



Inter Partes Reexamination Control Nos. 95/000,591, 95/001,501, and 95/001,389 . , 3

§ 317(b), a final decision entered against HTC in a civil action arising in whole or in part under
section 1338 of title 28”. The “above listed claims” of one of the patents in suit, the ‘208 patent,
which is the patent under reexamination in the ‘1501 proceeding, are listed in the consent .
judgment as claims 1, 5, 7, 10-12, 14, 15, 18, 21, 24-26, 28, 29, 33, 37, 40, 43-48, 54, 57-59 and
61, which are identical to the claims that were requested to be reexamined by HTC in the ‘1501
proceeding, and that are under reexamination in the merged proceeding. The court also stated, in
the September 15, 2011 consent judgment, that “[a]ll of Fractus’ claims against HTC are
dismissed with prejudice. All of HTC’s defenses, claims, and counterclaims of invalidity and
unenforceability of each and every claim of the Patents-in-Suit [including the 208 patent] are
dismissed with prejudice”, and that “[tJhe parties expressly waive their rights to appeal”. Thus,
the patent owner has provided sufficient evidence that (1) the requester HTC was a party to the
litigation, (2) the district court’s decision was final, and (3) the court determined that the
requester/defendant HTC had not sustained its burden of proving the invalidity of the claims in
suit, which are identical to the claims requested to be reexamined by requester HTC, and which
are under reexamination in the merged proceeding. For these reasons, the above-described
elements 1-3 have been shown to be satisfied. : :

Regarding element 4, the court also stated, in the September 15, 2011 consent judgment, that

“[t]he prior art raised by [defendant/requester] HTC, Samsung, and Kyocerainthe .. ... .
Reexaminations [listed by the court, and including the ‘1501 infer partes reexamination -
proceeding] was raised by HTC, or could have been raised by HTC, in this suit”. Thus, element

4 has been shown to be satisfied. - . . A .

For the reasons given above, patent owner’s September 16, 2011 petition under 37 CFR 1.182 to
terminate the present inter partes reexamination proceeding is granted.

Inter partes reexamination proceeding control no. 95/001,501 (the <1501 proceeding) is hereby
severed from the merged proceeding of inter partes reexamination proceeding control nos.
95/001,501 , 95/000,591 and 95/001,389. :

Inter partes reexamination proceeding control no. 95/001,501 (the 1501 proceeding) is hereby
terminated.

The merged proceeding of inter partes reexamination proceeding control numbers 95/000,591 -
and 95/001,389 will continue.” Any rejection proposed by HTC (the requester of the ‘1501
proceeding) which has been adopted and applied by the examiner in an Office action in the
merged proceeding, will remain in the merged proceeding. An examiner “adopts” a proposed
rejection as his own. Any rejection proposed by the requester HTC, which was adopted by the
examiner, will remain in the merged proceeding as a rejection raised by the examiner, unless the- -
examiner, during the course of the reexamination, makes a determination based on the merits that
the rejection should be withdrawn. The examiner’s determination, in the merged proceeding, not
to adopt any rejection that was proposed solely by the requester HTC, may not be appealed or
otherwise addressed by the remaining requesters of the merged proceeding. The examiner’s
determination, in the merged proceeding, not to adopt any rejection proposed by HTC that was

2 As pointed out above, this decision does not address the September 30, 2011 petition to terminate the ‘591
proceeding which is presently pending. This petition will be addressed by a separate decision.
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also properly proposed by one or both of the remaining requesters, may be appealed in the
merged proceeding only by the requester who properly proposed the rejection.” As noted in the
June 1, 2011 decision entitled “Decision, Sua Sponte, Merging Inter Partes Proceedings” (the
June 1, 2011 merger decision), because the requester of the ‘591 proceeding did not propose any
rejections of claims 18, 37, and 46-47 in its request for reexamination, the requester of the ‘591
proceeding has no appeal rights as to those claims as they appear in the ‘208 patent.

All papers filed by the patent owner and by the remaining requesters of the merged proceeding
must consist of a single paper, filed in duplicate, each bearing a signature and identifying data for.
inter partes reexamination proceeding contro! nos. 95/000,591 and 95/001,389, for entry into the
file of each proceeding. The conduct of the merged proceeding of 95/000,591 and 95/001,389
will otherwise remain, in general, as outlined by the June 1, 2011 merger decision. =

The 1501 inter partes reexamination proceeding is being referred to the Central Reexamination
Unit (CRU) for conclusion of that proceeding. -The CRU will mail the present decision, and
process the reexamination file to update the Image File Wrapper (IFW) records for this
proceeding. The file will be assigned an 822 status. A copy of the PALM “Application Number

Information” screen and the “Contents” screen will be printed, the printed copy will be annotated

by adding the comment “PROCEEDING CONCLUDED,” and the annotated copy will then be
scanned into Image File Wrapper (IFW) using the miscellaneous letter document code.

CONCLUSION

e Patent owner’s September 16, 2011 petition under 37 CFR 1.182 to terminate inter partes
reexamination proceeding control number 95/001,501 is granted.

e Inter partes reexamination proceeding control no. 95/001,501 (the ‘1501 proceeding) is
hereby severed from the merged proceeding of inter partes reexamination proceeding
control nos. 95/001,501, 95/000,591 and 95/001,389.

e The merged proceeding of inter partes reexamination proceeding control numbers
95/000,591 and 95/001,389 will continue in the manner set forth in this decision.

e The prosecution of the ‘1501 infer partes reexamination proceeding is hereby
terminated and will be concluded.

e The ‘1501 inter partes reexamination proceeding is being referred to the Central
Reexamination Unit (CRU) for further processing to conclude the ‘1501 proceeding, as
set forth in this decision. h ‘ '

3 A rejection proposed in the request that meets the requirements set forth in MPEP 2614 and 2617 may be
considered to be proper. A rejection proposed in requester’s comments that are timely filed after a response by the
patent owner may be considered to be proper if the proposed rejection is necessitated by patent owner’s amendment,
if requester’s comments, including the proposed rejection, satisfies 37 CFR 1.947 and 1.948, as appropriate, and if
the proposed rejection also meets the requirements set forth in MPEP 2614 and 2617. See MPEP 2666.05.
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e Any inquiry concerning this communication should be directed to Cynthia Nessler,
Senior Legal Advisor, at (571) 272-7724, or in her absence, to the undersigned at (571)
272-7710. C o e ETE

ok T Aoy

Kenneth M. Schor
Senior Legal Advisor - -
Office of Patent Legal Administration .

' Kenpe:t9 o
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Commissioner for Patents

United States Patents and Trademark Office
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Alexandria, VA 22313-1450
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DO NOT USE IN PALM PRINTER

THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS Date:

NOVAK DRUCE & QUIGG, LLP (NDQ REEXAMINATION GROUP) | MAILED

1000 LOUSIANA STREET ¢ 19 200
FIFTY-THIRD FLOOR |

HOUSTON, TX 77002 CENTRAL REEXAMINATION UNTT

Transmittal of Communication to Third Party Requester
Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95001389
PATENT NO. : 7123208 |
TECHNOLOGY CENTER : 3999

ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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Commissioner for Patents

United States Patents and Trademark Office
P.O.Box 1450 .

Alexandria, VA 22313-1450

wWww.uspto.gov

DO NOT USE IN PALM PRINTER MAILED
THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS Date: DEC 1 2 20"
MORRISON & FOERSTER LLP

12531 HIGH BLUFF DRIVE . ‘ CENTRAL REEXAMINATION UNIT
SUITE 100

SAN DIEGO, CA 92130-2040

Transmittal of Communication to Third Party Requester
Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95000591
PATENT NO. : 7123208

TECHNOLOGY CENTER : 3999

ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademafk
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence rélating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal. '

PTOL-2070(Rev.07-04)
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Inter Partes Reexamination Proceeding
Control No. 95/000,591

Filed: December 14, 2010
For: U.S. Patent No.: 7,123,208

Inter Partes Reexamination Proceeding
Control No. 95/001,389
Filed: July 01, 2010

DECISION DISMISSING
PETITION TO TERMINATE
INTER PARTES REEXAMINATION
PROCEEDING-AND PETITION

TO EXPUNGE INFORMATION

For: U.S. Patent No. 7,123,208

This is a decision on the following patent owner petitions:'

1. The September 30, 2011 petition entitled “Petition to Terminate Inter Partes
Reexamination Pursuant to 35 U.S.C. § 317(b) and 37 CFR §§ 1.907(b) & 1.182” (the
September 30, 2011 petition to terminate); and

2. The September 30, 2011 petition entitled “Petition under 37 C.F.R. §§ 1.59 & 1.182 to
Expunge Information Submitted under MPEP § 724.02” (the September 30, 2011 petition
to expunge). )

Patent owner’s petition to terminate filed on September 30, 2011, patent owner’s petition to
expunge filed on September 30, 2011, and the record as a whole, are before the Office of Patent
Legal Administration for consideration.

"Ina companion decision, patent owner’s September 16, 2011 petition entitled “Petition to Terminate Inter Partes
Reexamination Pursuant to 35 U.S.C. § 317(b) and 37 CFR §§ 1.907(b) & 1.182”, requesting termination of inter
partes reexamination proceeding 95/001,501, was granted. Inter partes reexamination proceeding 95/001,501 was
severed from the merger of inter partes reexamination proceedings 95/001,501, 95/000,591 and 95/001,389, which
resulted in the present merged proceeding of inter partes reexamination control numbers 95/000,591 and
95/001,389.
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SUMMARY

Patent owner’s petition under 37 CFR 1.182 to terminate infer partes reexamination proceeding
95/000,591, filed on September 30, 2011, is dismissed. ’

Patent owner’s petition under 37 CFR 1.59 and 1.182 to expunge information submitted under
MPEP § 724.02, filed on September 30, 2011, is dismissed.

DECISION
The September 30, 2011 Petition to Terminate

The patent owner argues that termination of inter partes reexamination proceeding control
number 95/000,591 (the ¢591 proceeding) is required by 35 U.S.C. 317(b), which provides, in
pertinent part (emphasis added):

Once a final decision has been entered against a party in a civil action arising in whole or in
part under section 1338 of title 28, that the party has not sustained its burden of proving the
invalidity of any patent claim in suit . . . then . . . an inter partes reexamination requested by
that party or its privies on the basis of . . . issues [which that party or its privies raised or could
have raised in such civil action] may not thereafter be maintained by the Office . . .

The Office analyzes whether a reexamination proceeding must be terminated pursuant to 35
U.S.C. 317(b) by determining:

1. Whether the third party requester was a party to the litigation;
. Whether the decision is final, i.e., after all appeals;

3. Whether the court decided that the requester/party had not sustained its burden of
proving the invalidity of any claim in suit of the patent, which claim is also under
reexamination; and

4. Whether the issue(s) raised in the reexamination proceeding are the same issue(s) that
were raised or could have been raised by the requester in the civil action.

The patent owner informs the Office that the patent under reexamination, U.S. Patent 7,123,208
(the <208 patent), was the subject of a civil action in district court, i.e., Fractus, S.4. v. Samsung
Electronics, Co., Ltd.et al., Civil Action No. 6:09-cv-00203 (E. D. Tex.). The patent owner
states that “[o]n September 22, 2011 the district court . . . entered a Final Consent Judgment
agairist Kyocera [the requester of the ‘591 inter partes reexamination proceeding] finding that
Kyocera had not sustained its burden to prove the invalidity of the 208 patent’s claims 1, 5, 7,
10-12, 14, 15, 18, 21, 24-26, 28, 29, 33, 37, 40, 41, 43-47, 48, 54, 57-59 and 61, all of which
were in-suit [sic]”. The patent owner refers to a “Final Consent Judgment, attached as Exhibit
A”.

As an initial matter, the Office has not received, to date, any paper entitled “Exhibit A” or any
paper entitled “Final Consent Judgment” as an attachment to the instant petition to terminate.
However, in its concurrently-filed petition entitled “Petition under 37 C.F.R. §§ 1.59 & 1.182 to
Expunge Information Submitted under MPEP § 724.02” (the September 30, 2011 petition to
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expunge, discussed below), the patent owner informs the Office that “[t]he Final Consent
Judgment has been filed herewith UNDER SEAL” (emphasis in original).> The Office presumes
that the consent judgment, which has apparently been separately filed with the Office under seal
as referenced in patent owner’s September 30, 2011 petition to expunge, is the same consent
judgment referred to by the patent owner as “attached” to patent owner’s September 30, 2011
petition to terminate.’

In the present petition to terminate, however, the consent judgment is the solé basis on which the
patent owner relies to show that the provisions of 35 U.S.C. 317(b) have been met. For example,
the patent owner states that the consent judgment “constitutes a final decision under 35 U.S.C.

§ 317(b), requiring that the Office terminate this reexamination as to claims 1,.5, 7, 10-12, 14,
15,21, 24-26, 28, 29, 33, 40, 43-45, 48, 54, 57-59 and 61 of the ‘208 patent”. The patent owner
further relies on the consent judgment throughout the present petition by either quoting or
making reference to the consent judgment. See, for example, the sections entitled “Factual
Background” and “Legal Argument”.

For this reason, in order to rely on the consent judgment as the basis for the determination of
whether the provisions of 35 U.S.C. 317(b), as outlined in the above-listed elements 1.- 4, have
been met, the Office would be required to enter the consent judgment into the record prior to its
consideration. The Office would then analyze the consent judgment, and refer to it in the
decision as the basis for its determination. Any paper that has been entered into the record must
be open to inspection by the general public. See 37 CFR 1.11(d), which provides, in pertinent
part:

All papers or copies thereof relating to a reexamination proceeding which have been entered
of record in the patent or reexamination file are open to inspection by the general public . . .

However, in its concurrently-filed petition to expunge, which is discussed below, the patent
owner expressly requests that the consent judgment be expunged from the record after the
concurrently-filed petition to terminate has been decided.

The patent owner has thus requested conflicting forms of relief. The patent owner requests the
Office to base its determination whether to terminate the ‘591 proceeding on a consent judgment
by the district court, which must be entered into the record in order to be considered, and which
must be held open to inspection by the general public. The patent owner also requests the Office
to expunge from the official record the only information on which the determination can be
based. For this reason, no determination on the presently filed petition to terminate the ‘591
proceeding can be made, unless the patent owner chooses to submit the consent judgment for
entry into the official record, which will be held open to the public.

2 The September 30, 2011 petition to expunge is accompanied by a paper entitled “Transmittal Letter to Accompany
Information Submitted under MPEP § 724.02”, and a cover sheet containing a list of items, including an item
referred to as “Exhibit A: Final Consent Judgment Filed Under Seal Under MPEP § 724.02”. The Office’s image
file wrapper system, IFW, also includes a record of an “artifact sheet” that indicates that an artifact of the type which
includes material submitted under MPEP 724.02, was filed on September 30, 2011.

3 If this is not the case, the patent owner is required to so inform the Office.



Inter Partes Reexamination Control Nos. 95/000.591 and 95/001.389 4

Furthermore, it is well settled that one of the paramount responsibilities of the Office is to
preserve the integrity and completeness of the administrative record. The Office bears an
obligation to “provide an administrative record showing the evidence on which the findings are
based.” Inre Lee, 277 F.3d 1338, 1342 (Fed. Cir. 2002). That administrative record must be
maintained for a court’s later review. See U.S. v. Carlo Bianchi & Co.,373 U.S. 709, 714-15
(1963) (court review of administrative decisions is to be confined to "consideration of the
decision of the agency . . . and of the evidence on which it was based"); Camp v. Pitts, 411 U.S.
138, 142 (1973) ("[T]he focal point for judicial review should be the administrative record
already in existence, not some new record made initially in the reviewing court."). In addition,
the Administrative Procedure Act (APA) governs judicial review of USPTO findings of fact.
See 5 U.S.C. § 706; Dickinson v. Zurko, 57 U.S. 150, 152 (1999). Under the APA’s standard of
review, courts require substantial evidence based on the record as a whole. In re Zurko, 258 F.3d
1379, 1384 (Fed. Cir. 2001). The administrative record must be maintained for a court’s later
review even with respect to an issued patent. See, e.g., Ray v. Lehman, 55 F.3d 606, 608 (Fed.
Cir. 1995) (holding USPTO’s decision on a petition to reinstate an expired patent was reviewed
on the record under APA).

In addition, as discussed in more detail below, the document(s) submitted under seal with the
concurrently-filed petition to expunge, which apparently include(s) the consent judgment, will
not be entered and considered in the absence of evidence that the Office will not be violating a
protective order of the court by reviewing the document(s).

Accordingly, the September 30, 2011 petition to terminate is dismissed.
The September 30, 2011 Petition to Expunge

On September 30, 2011, the patent owner filed the present petition to expunge, with
accompanying documents, including a paper entitled “Transmittal Letter to Accompany
Information Submitted under MPEP § 724.02”, and a cover sheet containing a list of items,
including an item referred to as “Exhibit A: Final Consent Judgment Filed Under Seal Under
MPEP § 724.02”. The Office’s image file wrapper system, IFW, also includes a record of an
“artifact sheet” that indicates that an artifact of the type which includes material submitted under
MPEP 724.02, was filed on September 30, 2011.

The patent owner states that on September 22, 2011, the district court, in the civil action

Fractus, S.A. v. Samsung Electronics, Co., Ltd.et al., Civil Action No. 6:09-cv-00203 (E. D.
Tex.), ... entered a Final Consent Judgment against Kyocera [the requester of the ‘591 inter
partes reexamination proceeding]”, and that the “Final Consent Judgment was filed with the
district court . . . UNDER SEAL, and therefore has not been made public” (emphasis in original).
The patent owner states that the consent judgment “is being filed in support of the concurrently
filed [September 30, 2011 petition to terminate]”. The patent owner requests, in its petition to
expunge, that the consent judgment be expunged from the record and returned to the patent
owner after the Office decides the concurrently-filed petition to terminate. :

However, while the patent owner states that the consent judgment was filed (presumably by the
patent owner) with the district court under seal, the patent owner has not provided any evidence
showing whether the consent judgment is under a protective order by the court, and if so,
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whether Office personnel are permitted to review the protected information under the terms of
the court’s protective order. Nor has the patent owner provided evidence that Kyocera, the
requester of the ‘591 proceeding, has consented to a waiver of any protective order by the court,
if appropriate. Before the consent judgment is reviewed by the Office, the patent owner must
provide evidence that the Office will not be violating a protective order of the court by reviewing
the document and making it available to the public, in the event that a decision is made to
terminate based on the content of the consent judgment.

The parties have recourse through the courts to request the court’s permission to submit the
necessary materials in this merged proceeding. Therefore, there are adequate remedies to
address this situation.

For these reasons, the document(s) submitted under seal with the present petition to expunge,
which apparently include(s) the consent judgment, have not been reviewed, will not be entered
into the record, and will not be considered.

Since the document(s) submitted under seal, which apparently include(s) the consent judgment,
have not been entered into the record, there is no consent judgment to expunge from the record.

Accordingly, the September 30, 2011 petition to expunge information is dismissed.

The patent owner has thirty (30) days from the mail date of this decision to obtain the
necessary evidence that the consent judgment, and any other documents submitted with the
Office under seal with the consent judgment, may be submitted in this proceeding and become
part of the public record. '

The documents submitted with the present petition to expunge, including the document(s)
submitted with the Office under seal and the document entitled “Transmittal Letter to
Accompany Information Submitted Under MPEP § 724.02”, will be retained pending a response
to this decision, or the expiration of time for response to this decision, at which time the
documents will be discarded unless the patent owner makes arrangements within the thirty-day
period to retrieve them. :

CONCLUSION

e Patent owner’s September 30, 2011 petition under 37 CFR 1.182 to terminate inter partes
reexamination proceeding control number 95/000,591 is dismissed.

e Patent owner’s September 30, 2011 petition under 37 CFR 1.59 and 1.182 to expunge
information submitted under MPEP 724.02 is dismissed.

e Any response to this decision must be filed within thirty (30) days of the mail date of
this decision. If a timely response to this decision is not received within the thirty-day
time period, the documents submitted with the September 30, 2011 petition to expunge,
including the document(s) under seal and the document entitled “Transmittal Letter to
Accompany Information Submitted Under MPEP § 724.02”, will be discarded unless the
patent owner makes arrangements within the thirty-day period to retrieve them.



Inter Partes Reexamination Control Nos. 95/000,591 and 95/001,389 6

e Any inquiry concerning this communication should be directed to Senior Legal Advisors
Cynthia Nessler, at (571) 272-7724 or Pinchus Laufer, at (5§71) 272-7726.

Brian E. Hanlon

Director
Office of Patent Legal Administration
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For: U.S. Patent No. 7,123,208

PETITION TO TERMINATE
INTER PARTES REEXAMINATION
PROCEEDING

" This is a decision on patent owner’s January 11, 2012 petition entitled “Petition to Terminate
Inter Partes Reexamination Pursuant to 35 U.S.C. § 317(b) and 37 CFR §§ 1.907(b) & 1.182”

(the January 11, 2012 petition to terminate).'

This decision also addresses the January 26, 2012 opposition paper, entitled “Third Party
Requester’s Opposition to Patent Owner’s Petition to Terminate Pursuant to 37 C.F.R. § 1.182
&, If Necessary, § 1.183”, filed by the third party requester of inter partes reexamination
proceeding control number 95/001,389 (the ‘1389 requester’s January 26, 2012 opposition).

Patent owner’s January 11, 2012 petition to terminate, the ‘1389 requester’s January 26, 2012
opposition, and the record as a whole, are before the Office of Patent Legal Administration for

consideration.

' On December 12, 2011, the Office issued a decision granting patent owner’s September 16, 2011 petition entitled
“Petition to Terminate /nter Partes Reexamination Pursuant to 35 U.S.C. § 317(b) and 37 CFR §§ 1.907(b) &
1.182”, requesting termination of inter partes reexamination proceeding 95/001,501. Inter partes reexamination
proceeding 95/001,501 was severed from the merger of inter partes reexamination proceedings 95/001,501,
95/000,591 and 95/001,389, which resulted in the present merged proceeding of inter partes reexamination control

numbers 95/000,591 and 95/001,389.
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SUMMARY

Patent owner’s January 11, 2012 petition under 37 CFR 1.182 to terminate infer partes
reexamination proceeding 95/000,591 is dismissed.

DECISION

The patent owner argues that termination of inter partes reexamination proceeding control
number 95/000,591 (the ‘591 proceeding) is required by 35 U.S.C. 317(b), which provides, in
pertinent part (emphasis added):

Once a final decision has been entered against a party in a civil action arising in whole or in
part under section 1338 of title 28, that the party has not sustained its burden of proving the
invalidity of any patent claim in suit . . . then . . . an inter partes reexamination requested by
that party or its privies on the basis of . . . issues [which that party or its privies raised or could
have raised in such civil action] may not thereafter be maintained by the Office . . .

The Office analyzes whether a reexamination proceeding must be terminated pursuant to 35
U.S.C. 317(b) by determining:

1. Whether the third party requester was a party to the litigation;

2. Whether the decision is final, i.e., after all appeals;

3. Whether the court decided that the requester/party had not sustained its burden of
proving the invalidity of any claim in suit of the patent, which claim is also under
reexamination; and

4. Whether the issue(s) raised in the reexamination proceedmg are the same issue(s) that
were raised or could have been raised by the requester in the civil action.

The patent owner informs the Office that the patent under reexamination, U.S. Patent 7,123,208
(the ‘208 patent), was the subject of a civil action in district court, i.e., Fractus, S.4. v. Samsung
FElectronics, Co., Ltd.et al., Civil Action No. 6:09-cv-00203 (E. D. Tex.). The patent owner also
informs the Office that on September 22, 2011, the district court entered a final consent
judgment against Kyocera, the requester of the 591 inter partes reexamination proceeding. A
copy of the court’s September 22, 2011 consent judgment, designated as “Exhibit A”, is attached
to the present petition (the September 22, 2011 consent judgment).

In the present petition to terminate, the consent judgment is the sole basis on which the patent
owner relies to show that the provisions of 35 U.S.C. 317(b) have been met. The patent owner
further relies on the consent judgment throughout the present petition by either quoting or
making reference to the consent judgment. See, for example, the sections entitled “Factual
Background” and “Legal Argument”. However, the copy of the court’s September 22, 2011
consent judgment, which is attached to the present petition as “Exhibit A”, contains, in the
caption, the phrase “Order FILED UNDER SEAL”, and is further stamped with the term
“SEALED” above the caption. In addition, the patent owner has previously stated, in its
September 30, 2011 petition entitled “Petition under 37 C.F.R. §§ 1.59 & 1.182 to Expunge
Information Submitted under MPEP § 724.02”, that the “Final Consent Judgment was filed with
the district court . . . UNDER SEAL, and therefore has not been made public” (emphasis in
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original). As discussed in the December 12, 2011 decision dismissing patent owner’s September
30, 2011 petition, it is not clear whether the district court issued a protective order which placed
the consent judgment under seal, or whether the consent judgment was merely filed under seal
with the district court by the patent owner. The consent judgment will not be entered and
considered in the absence of evidence, originating from either the court or from the requester
Kyocera, that the Office will not be violating a protective order of the court by entering and
considering the consent judgment, and by making it available to the public. In addition, the
consent judgment will not be entered and considered in the absence of evidence that the
requester Kyocera has provided its consent to make the consent judgment public, and to a
waiver, if applicable, of any protective order by the court.

In the present petition, however, the patent owner has not provided any evidence, originating
either from the court or from the requester Kyocera, showing whether the consent judgment is
under a protective order by the court.”> The patent owner merely states that it has obtained the
permission of the requester Kyocera to submit the court’s consent judgment to the Office and to
disclose the court’s consent judgment to the public. The patent owner, however, has not
provided any written evidence of this, originating from the requester Kyocera. Mere attorney
argument is not evidence.

For this reason, no determination on the presently filed petition to terminate the ‘591 proceeding
can be made. Furthermore, since no determination on the presently filed petition can be made,
this decision will not address patent owner’s arguments, and requester’s opposing arguments,
regarding whether any rejections adopted and applied by the examiner in the merged proceeding
will be maintained, in the event that the ‘591 inter partes reexamination proceeding is
terminated.

Accordingly, the January 11, 2012 petition to terminate is dismissed.

~ The patent owner has thirty (30) days from the mail date of this decision to obtain the
necessary evidence that the September 22, 2011 consent judgment may be submitted in this
proceeding and become part of the public record.

The September 22, 2011 consent judgment has been temporarily sealed pending patent owner’s
response to this decision, or the expiration of time for response to this decision, at which time the
consent judgment will be discarded unless the patent owner makes arrangements within the
thirty-day period to retrieve it.

2 For that matter, the patent owner has not even provided an explanation regarding whether the consent judgment is
under a protective order by the court.
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CONCLUSION

e Patent owner’s January 11, 2012 petition under 37 CFR 1.182 to terminate inter partes
reexamination proceeding control number 95/000,591 is dismissed.

e Any response to this decision must be filed within thirty (30) days of the mail date of
~ this decision. If a timely response to this decision is not received within the thirty-day
period, the September 22, 2011 consent judgment will be discarded unless the patent
owner makes arrangements within the thirty-day period to retrieve it.

e Any inquiry concerning this communication should be directed to the undersigned at
(571) 272-7724.

/Cynthia L. Nessler/
Cynthia L. Nessler
. Senior Legal Advisor
Office of Patent Legal Administration
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Decision on Petition for Extension | Control No.: 95/001,390

of Time in Reexamination

1. THIS IS A DECISION ON THE PETITION FILED _27 September 2010

2. THIS DECISION IS ISSUED PURSUANT TO:
A. [ 37CFR1. 550(c) - The time for taking any action by a patent owner in an ex parte reexamination
proceeding will be extended only for sufficient cause and for a reasonable time specified.
B. [X] 37 CFR 1.956 — The time for taking any action by a patent owner in an inter partes reexamination
proceeding will be extended only for sufficient cause and for a reasonable time specified.
The petition is before the Central Reexamination Unit for consideration.

3. FORMAL MATTERS
Patent owner requests that the period for responding to the Office action mailed on 19 August 2010 which
sets a two (2) months period for filing a response thereto, be extended by one (1) month

A. [X] Petition fee per 37 CFR §1.17(g)):
i. [[] Petition includes authorization to debit a deposit account.
i. [] Petition includes authorization to charge a credit card account.
i. ] Other:

B. X Proper certificate of service was provnded (Not required in reexamination where patent owner is
requester.)

C. Xl Petition was timely filed.

D. [X] Petition properly signed. .

4. DECISION (See MPEP 2265 and 2665)
A. X Granted or [_] Granted-in-part for , because petitioner provided a factual

accounting that established sufficient cause. (See 37 CFR 1.550(c) and 37 CFR 1.956).

] Other/comment:
B. [] Dismissed because:

i. [] Formal matters (See unchecked box(es) (A, B, C and/or D) in section 4 above).

i. [ Petitioner failed to provide a factual accounting of reasonably diligent behavior by all those
responsible for preparing a response to the outstanding Office action within the statutory
time period.

. [ Ppetitioner failed to explaln why, in Splte of the action taken thus far, the requested
additional time is needed.

iv. |:| The statements provided fail to establish sufficient cause to warrant extension of the time
for taking action (See attached).

v. [ The petition is moot.

vi. [] Other/comment:

5. CONCLUSION

Telephone inquiries with regard to this decision should be directed to Mark Reinhart at 571-272-1611 .In
his/her absence, calls may be directed to Eric Keasel at 571-272-4929 in the Central Reexamination Unit.

/Mark Reinhart/ SPE, AU 3992 Central Reexamination Unit
[Signature) (Title)

U.S. Patent and Trademark Office
PTO-2293 (Rev. 09-2010)
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U.S. Patent and Trademark Office
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U.S. Patent and Trademark Office
PTO-2293 (Rev. 09-2010)
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3. FORMAL MATTERS
Patent owner requests that the period for responding to the Office action mailed on 19 August 2010 which
sets a two (2) months period for filing a response thereto, be extended by one (1) month

A. [X Petition fee per 37 CFR §1.17(q)):
i. [ Petition includes authorization to debit a deposit account.
i. [] Petition includes authorization to charge a credit card account.
i. [] Other: :
B. Proper certificate of service was provided. (Not required in reexamination where patent owner is
requester.)
C. Petition was timely filed.
D. [X Petition properly signed.

4. DECISION (See MPEP 2265 and 2665)
A. [X| Granted or [] Granted-in-part for , because petitioner provided a factual
accounting that established sufficient cause. (See 37 CFR 1.550(c) and 37 CFR 1.956).
(] other/comment:
B. [] Dismissed because:
i. [ Formal matters (See unchecked box(es) (A, B, C and/or D) in section 4 above).
i. [] Petitioner failed to provide a factual accounting of reasonably diligent behavior by all those
responsible for preparing a response to the outstanding Office action within the statutory
time period. .
i. [] Petitioner failed to explain why, in spite of the action taken thus far, the requested
additional time is needed.
iv. |:] The statements provided fail to establish sufficient cause to warrant extension of the time
for taking action (See attached).
v. [] The petition is moot.
vi. ] Other/comment:

5. CONCLUSION

Telephone inquiries with regard to this decision should be directed to Mark Reinhart at 571-272-1611 .In
his/her absence, calls may be directed to Eric Keasel at 571-272-4929 in the Central Reexamination Unit.

/Mark Reinhart/ SPE, AU 3992 Central Reexamination Unit
[Signature) (Title)

U.S. Patent and Trademark Office
PTO-2293 (Rev. 09-2010)
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Transmittal of Communication to Third Party Requester
Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95001390
PATENT NO. : 7015868

TECHNOLOGY CENTER : 3999

ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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In re Puente Baliarda et al. :
Inter Partes Reexamination - DECISION

Control No. 95/001,390 : DISMISSING

Filed: July 2,2010 - PETITION
For: U.S. Patent No. 7,015,868 s

This is a decision on patent owner’s December 21, 2010 petition entitled “PATENT OWNER
PETITION UNDER 37 CF.R. § 1.182 TO TEMPORARILY SUSPEND REEXAMINATION
PROCEEDINGS PENDING DECISION ON MERGER.”

The petition is before the Office of Patent Legal Administration (OPLA) for decision.

The petition is dismissed for the reasons set forth below.

REVIEW OF FACTS

1. On March 12, 2006 the Office issued U.S. Patent No. 7,015,868 (the ‘868 patent) to
Puente Baliarda ef al.

2. On July 2, 2010, a first request for inter partes reexamination of claims 1, 3, 6, 12-14, 23,
26, and 32-35 of the ’868 patent, assigned control No. 95/001,390 (“the ‘1390
proceeding”), was filed by a third party requester on behalf of real party in interest
Samsung Electronics Co., Ltd. (“the <1390 requester”).

3. On August 12, 2010, inter partes reexamination was ordered on claims 1, 3, 6, 12-14, 23,
26, and 32-35 of the ‘868 patent in the ‘1390 proceeding based upon an examiner’s
determination with regard to the substantial new questions of patentability alleged by
requester in the July 2, 2010 request for reexamination. The order indicated that an
Office action was attached, but an Office action was not concurrently issued. An Office
action was issued on August 19, 2010.
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4.

10.

11.

On November 16, 2010, a second request for infer partes reexamination of claims 1, 3, 6,
12, 14, 23, 26, and 32-35 of the ’868 patent, assigned control No. 95/000,589 (“the ‘589
proceeding”), was filed by a third party requester on behalf of real party in interest
Kyocera Communications, Inc. (“the ‘589 requester”).

On November 19, 2010, patent owner timely filed a response to the August 19, 2010
Office action.'

On December 3, 2010, a third request for inter partes reexamination of claims 1, 3, 6, 12,
14, 23, 26, and 32-35 of the ’868 patent, assigned control No. 95/001,498 (“the ‘1498
proceeding”), was filed by a third party requester on behalf of real party in interest HTC
Corp. and HTC America, Inc. (“the ‘1498 requester”).

On December 20, 2010, third party requester timely filed responsive comments.

On December 21, 2010, patent owner filed the present petition requesting suspension of
reexamination until a merger decision has issued regarding the ‘1390 proceeding and the
589 and ‘1498 proceedings.

On January 13, 2011, inter partes reexamination was ordered on claims 1, 3,6, 12, 14,
23, 26, and 32-35 of the ‘868 patent in the ¢589 proceedings based upon an examiner’s
determination with regard to the substantial new questions of patentability alleged by
requester in the November 16, 2010 request for reexamination. An Office action was not
concurrently issued. The order indicated that an Office action would issue in due course.

On January 25, 2011, inter partes reexamination was ordered on claims 1, 3,6, 12, 14,
23, 26, and 32-35 of the ‘868 patent in the ‘1498 proceeding based upon an examiner’s
determination with regard to the substantial new questions of patentability alleged by
requester in the December 3, 2010 request for reexamination. An Office action was not
concurrently issued in either proceeding. The orders indicated that Office actions would
issue in due course.

To date, an Office action has issued in the <1390 inter partes reexamination proceeding
and no Office action has issued in the 589 and ‘1498 inter partes reexamination
proceedings for the ‘868 patent.

DECISION

Patent owner’s December 21, 2010 petition is dismissed. Initially, it is to be noted that, once all
proceedings are ordered, the proceedings are ripe for consideration of whether or not to merge
proceedings, and the Office’s decision on whether or not to merge is within the sole discretion of
the Office. ? In this instance, as all of the reexamination proceedings have been ordered, a
determination will be made in due course as to whether or not the Office will exercise its sole
discretion to merge for the present situation.’ In addition, should a decision be made to merge,

' The Office granted patent owner’s request for a one month extension of time to file a response.
2 MPEP 2686.01 |
* MPEP 2686.01 111
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he merging of proceedings where an outstanding Office

procedures are in place to'accommodate t
sis to suspend proceedings in this instance.

action exists.* Accordingly, there is no ba

CONCLUSION

1. Patent owner’s petition is dismissed.
2. Any questions concerning this communication should be directed to Joseph F. Weiss in
the Office of Patent Legal Administration, at (571) 272-7759.

Heith T Ak

Kenneth M. Schor
Senior Legal Advisor
Office of Patent Legal Administration

4 MPEP 2686.01 111
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THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS : Date: ,7!,1:,:\: : 0
NOVAK DRUCE & QUIGG, LLP -
(NDQ REEXAMINATION GROUP) FEB 2 4201;
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Transmittal of Communication to Third Party Requester
Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95001390
PATENT NO. : 7015868

TECHNOLOGY CENTER : 3999

ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once:file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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(NDQ REEXAMINATION GROUP) . Requester)

1000 LOUISIANA STREET :

53%° FLOOR
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In re: Puente Baliarde et al. :

Inter Partes Reexamination Proceeding : DECISION ON PETITION
Control No.: 95/001,390 : UNDER 37 CFR § 1.181
Deposited: July 2, 2010 :

For: U.S. Patent No.: 7,015,868

This is a decision on a petition filed by the patent owner on January 31, 2011, entitled:
“PETITION UNDER 37 C.F.R.. § 1.181 TO DENY REQUESTER’S REQUEST TO
REINSTATE NON-ADOPTED SNQS, AND TO HOLD REQUESTER’S WRITTEN
COMMENTS AS IMPROPER? [hereinafter “the Petition™].

The petition is a request to the Director to exercise his discretion pursuant to 37 CFR § 1.181 to
review the allegedly improper entry of a paper into the record.

The petition is before the Director of the Central Reexamination Unit. The petition is granted.
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REVIEW OF RELEVANT FACTS
o US. Pateht No. 7,015,868 issued on March 21, 2006.

e A request for inter partes reexamination was filed on July 2, 2010 and assigned control
no. 95/001,390.

e Inter partes reexamination was ordered on August 12, 2010 and a non-final rejection was
mailed on August 19, 2010.

e On November 19, 2010, patent owner responded to the Office action.

e On December 20, 2010, the third party requester filed comments to the patent owner’s
response.

e OnJanuary 31, 2011, patent owner filed the instant petition.

STATUTES, REGULATIONS, AND PATENT EXAMINING PROCEDURES

35US.C. § 312 Determination of issue by Director

() REEXAMINATION. — Not later than 3 months after the filing of a request for inter
partes reexamination under section 311, the Director shall determine whether a substantial
new question of patentability affecting any claim of the patent concerned is raised by the
request, with or without consideration of other patents or printed publications. The existence
of a substantial new question of patentability is not precluded by the fact that a patent or
printed publication was previously cited by or to the Office or considered by the Office.

(b) RECORD. — A record of the Director’s determination under subsection (a) shall be
placed in the official file of the patent, and a copy shall be promptly given or mailed to the
owner of record of the patent and to the third-party requester.

(c) FINAL DECISION. — A determination by the Director under subsection (a) shall be
final and non-appealable. Upon a determination that no substantial new question of
patentability has been raised, the Director may refund a portion of the inter partes
reexamination fee required under section 311.
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35 U.S.C. § 314 Conduct of inter partes reexamination proceedings (in part)

(b) RESPONSE. —

% %k 3k

(2) Each time that the patent owner files a response to an action on the merits from the
Patent and Trademark Office, the third-party requester shall have one opportunity to file '
written comments addressing issues raised by the action of the Office or the patent owner’s
response thereto, if those written comments are received by the Office within 30 days after
the date of service of the patent owner’s response.

MPEP § 2666.05 Third Party Comments After Patent Owner Response (in part)
II. CONTENT

The third party requester comments must be directed to points and issues covered by the
Office action and/or the patent owner’s response.

* *k k

Where the third party requester written comments are directed to matters other than issues
and points covered by the Office action or the patent owner’s response . . ., the written
comments are improper. If the written comments are improper, the examiner should return
the written comments (the entire paper) with an explanation of what is not proper; if the
comments have been scanned into the Image File Wrapper (IFW) for the reexamination
proceeding prior to the discovery of the impropriety, they should be expunged from the
record, with notification being sent to the third party requester. The notification to the third
party requester is to provide a time period of fifteen (15) days for the third party requester to
rectify and refile the comments. If, upon the second submission, the comments are still not
proper, the comments will be returned to third party requester with an explanation of what is
not proper, and at that point the comments can no longer be resubmitted. The loss of right to
submit further comments applies only to the patent owner response at hand. See MPEP §
2666.20. To the extent that 37 CFR 1.947 provides that the third party requester “may once”
file written comments, that provision is hereby waived to the extent of providing the third
party requester the one additional opportunity to remedy a comments paper containing
merits-content that goes beyond what is permitted by the rules; 37 CFR 1.947 is not waived
to provide any further opportunity in view of the statutory requirement for special dispatch
in reexamination.
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Any replacement comments submitted in response to the notification must be strictly limited
to (i.e., must not go beyond) the comments in the original (returned) comments submission.
No comments that add to those in the returned paper will be considered for entry.

DECISION

Patent owner [“petitioner”] argues that the third party requester’s comments filed December 20,
2010 are improper because they are directed to issues other than those raised by the Office action
or the patent owner’s response. In particular, the comments at page 41 argue that the examiner
should reconsider his decision refusing to grant certain proposals as substantial new questions of
patentability.

35U.S.C. § 312 and 37 CFR § 1.927 make clear that an examiner’s determination as to the
existence of a substantial new question of patentability is final and non-appealable. This
determination is therefore not an issue to be argued during the examination stage of the
proceeding. Furthermore, 35 U.S.C. § 314(b)(2) only permits third party comments “addressing
the action of the Office or the patent owner’s response thereto.” See also 37 CFR § 1.947
(“These comments shall be limited to issues raised by the Office action or the patent owner’s
response.”). The examiner’s determination was made in the Order Granting the Request for Inzer
Partes Reexamination. The Order is separate and distinct from the Office action. Neither the
Office action nor the patent owner’s response substantively raised this issue, therefore the third
party comments are not “addressing issues raised by the action of the Office or the patent
owner’s response thereto” as required by the statute. The comments are therefore improper and
are expunged from the record. In accordance with MPEP § 2666.05, the third party has fifteen
days from the mailing date of this decision to rectify and refile the comments, limiting them only
to issues raised by the Office action and patent owner’s response.

Accordingly, the petition is granted.

CONCLUSION

1. The petition filed January 31, 2011 is granted. The third party comments filed December 20,
2010 are expunged from the record.

2. The third party has a time period of fifteen (15) days from the mailing date of this decision to
rectify and refile the comments. The comments shall be limited to issues raised by the Office
action and/or the patent owner’s response.
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3. Telephone inquiries related to this decision should be directed to Mark Reinhart, Supervisory
Patent Examiner, at (571) 272-1611 or in his absence to the undersigned at (571) 272-0700.

et —

Irem Yucel
Director, Central Reexamination Unit
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CENTRAL REEXAMINATION UNIT
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Transmittal of Communication to Third Party Requester
' Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95001390
PATENT NO. : 7015868

TECHNOLOGY CENTER : 3999

ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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In re Carles Puente Baliarde et al.
Inter Partes Reexamination Proceeding
Control No.: 95/001,498

Filed: December 3, 2010

For: U.S. Patent No. 7,015,868

In re Carles Puente Baliarde et al. ‘ : DECISION, SUA SPONTE,

Inter Partes Reexamination Proceeding : TO MERGE
Control No.: 95/000,589 : REEXAMINATION

Filed: November 16, 2010 : PROCEEDINGS
For: U.S. Patent No. 7,015,868 :

In re Carles Puente Baliarde et al.

Inter Partes Reexamination Proceeding
Control No.: 95/001,390

Filed: July 2, 2010

For: US. Patent No. 7,015,868

The above-captioned reexamination proceedings are before the Office of Patent Legal
Administration for sua sponte consideration of whether the proceedings should be merged under
37 CFR 1.989.
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BACKGROUND

1. U.S. Patent No. 7,015,868 (“the ‘868 patent”) issued to Carles Puente Baliarde et al. on
March 21, 2006, with 37 claims.

2. A request for inter partes reexamination of claims 1, 3, 6, 12, 14, 23, 26, and 32-35 of the
‘868 patent was filed on July 2, 2010, by a third party requester, and was assigned control
number 95/001,390 (“the ‘1390 inter partes proceeding”). The real party in interest is
Samsung Electronics Co. Ltd.

3. On August 12, 2010, inter partes reexamination was ordered for claims 1, 3, 6, 12, 14,
23, 26, and 32-35 of the ‘868 patent in the ‘1390 inter partes proceeding based on the
examiner’s determination that the July 2, 2010 request raised a substantial new question
of patentability affecting these claims. The order was followed by a non- -final rejection
action mailed on August 19, 2010.

4. A second request for inter partes reexamination of claims 1, 3, 6, 12, 14, 23, 26, and 32-
35 of the “868 patent was filed on November 16, 2010, by a third party requester, and was
assigned control number 95/000,589 (“the 589 inter partes proceedmg”) The real party
in interest is Kyocera Communications, Inc.

5. A third request for inter partes reexamination of claims 1, 3, 6, 12, 14, 23, 26, and 32-35
of the ‘868 patent was filed on December 3, 2010, by a third party requester, and was
assigned control number 95/001,498 (“the 1498 inter partes proceeding”). The real party
in interest is HTC Corporation and HTC America, Inc.

6. On January 13, 2011, infer partes reexamination was ordered for claims 1, 3, 6, 12, 14,
23, 26, and 32-35 of the ‘868 patent in the ‘589 inter partes proceeding based on the
examiner’s determination that the November 16, 2010 request raised a substantial new
question of patentability affecting these claims. No Office action on the merits has been
issued in the ‘589 proceeding. ' ‘

7. On January 25, 2011, inter partes reexamination was ordered for claims 1, 3, 6, 12, 14,
23, 26, and 32-35 of the ‘868 patent in the ‘1498 inter partes proceeding based on the
examiner’s determination that the December 3, 2010 request raised a substantial new
question of patentability affecting these claims. No Office action on the merits has been
issued in the ‘1498 proceeding.

8. On April 11, 2011, patent owner submitted a response to the August 19, 2010 non-final
rejection action in the ‘1390 inter partes proceeding.' The April 11,2011 patent owner
response did not include any amendment to the specification or claims.

' Patent owner’s April 11, 2011 response in the ‘1390 inter partes proceeding was a corrected response filed in
response to a March 25, 2011 Notice Re Defective Paper In Inter Partes Reexamination. The March 25, 2011 Notice
stated that patent owner’ s original November 19, 2010 response to the August 19, 2010 non- ﬁnal rejection action
was defective.
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9. On May 2,2011,the ‘1390 requester filed comments to patent owner’s April 11,2011
response.

DECISION
I. MERGER OF PROCEEDINGS

Reexamination has been ordered in three proceedings for the same claims of the same patent. All
three proceedings are inter partes proceedings. All three proceedings are still pending, and have
not been terminated. Therefore, consideration of merger pursuant to 37 CFR 1.989 is ripe at this
point in time.

37 CFR 1.989 provides:

(a) If any reexamination is ordered while a prior inter partes reexamination proceeding is
Eending for the same patent and prosecution in the prior inter partes reexamination proceeding

as not been terminated, a decision may be made to merge the two proceedings or to suspend one
of the two proceedings. Where merger is ordered, the merged examination will normally result in
the issuance and publication of a single reexamination certificate under § 1.997.

In accordance with 37 CFR 1.989(a), the 95/001,390, 95/000,589 and 95/001,498 proceedings
are merged. The merged proceeding will be conducted in accordance with the guidelines and
requirements that follow. '

II. THE SAME CLAIMS MUST BE MAINTAINED IN ALL THREE PROCEEDINGS

Presently, the claims (and specification) are identical in all three files. Patent owner is required to
continue to maintain the same claims (and specification) in all three files throughout the merged
proceeding.

I1I. CONDUCT OF MERGED PROCEEDING
A. Governing regulations for the merged proceeding:

The present decision merges three infer partes reexamination proceedings. The merged
proceeding is governed by 37 CFR 1.902 through 1.997. Pursuant to 37 CFR 1.989(a), the
merged examination will normally result in the issuance and publication of a single
reexamination certificate under 37 CFR 1.997.

B. Papers mailed/filed:

All papers mailed by the Office throughout the merged proceeding will take the form of a single
action which applies to all three proceedings. All papers issued by the Office, or filed by the
patent owner and the third party requester(s), will contain the identifying data for all three
proceedings and will be entered in each reexamination file. All papers filed by the patent owner
and the third party requester(s) must consist of a single paper, filed in triplicate, each bearing a
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signature and identifying data for all three proceedings, for entry into each file.
All papers filed by the patent owner and the third party requester(s) should be directed:

by Mail to: Attn: Mail Stop "Inter Partes Reexam”
Central Reexamination Unit
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

by FAX to: (571) 273-9900
Central Reexamination Unit

by Hand to: Customer Service Window
Attn: Central Reexamination Unit
Randolph Building, Lobby Level
401 Dulany Street
Alexandria, VA 22314

by EFS: Registered users may submit papers via the
electronic filing system EFS-Web, at:

https://sportal.uspto.gov/authenticate/authenticateuserlocalepf.html

Patent owner and requester(s) are reminded that every paper filed in the merged proceeding
subsequent to this decision must be served on the other parties, and every paper filed must reflect
that such paper was served on the other parties, pursuant to 37 CFR 1.903. All papers are to be
addressed to the Central Reexamination Unit as provided above.

C. Amendments:

The filing of any amendments to the specification, claims, or drawings must comply with
37 CFR 1.943, which incorporates the provisions of 37 CFR 1.530 and the guidelines of
MPEP § 2666.01, which in turn references the guidelines of MPEP § 2250.

37 CFR 1.121 does not apply to amendments in reexamination. Accordingly, clean copies of the
amended claims are not required and are not to be submitted; rather amendments are to be
presented via markings pursuant to 37 CFR 1.530(f), except that a claim should be canceled by a
statement canceling the claim, without presentation of the text of the claim.

Pursuant to 37 CFR 1.530(i), all amendments must be made relative to the patent specification,
including the claims, and drawings, which are in effect as of the date of filing the request for
reexamination. Amendments are not to be made relative io previous amendments. Thus, for all
amendments, all words not appearing in the patent are always underlined, and only words being
deleted from the patent appear in brackets.

D. Fees:
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Where a paper is filed which requires payment of a fee (e.g., extension of time fee, excess claims
fee, petition fee, appeal fee, brief fee, oral hearing fee), only a single fee need be paid. For
example, only one fee need be paid for patent owner's appellant brief (or that of one of the inter
partes reexamination requesters) which may be filed, even though the brief relates to merged
multiple proceedings, and copies must be filed (as pointed out above) for each file in the merged
proceeding.

E. Citation of Patents and Printed Publications:

Upon return of the present merged proceeding to the examiner, the examiner will review the files
to ensure that each file contains identical citations of prior patents and printed publications, and
will cite such documents as are necessary as part of the next action in order to place the files in
that condition.

F. Appeal Procedure Reminders for /nter Partes Reexamination

The parties are reminded of the procedures for taking appeal in an inter partes reexamination as
explained in MPEP 2674 and 2675. The appeal must only be taken from (1) the rejection(s) of
the claims in the Right of Appeal Notice (RAN) that the patent owner proposes to contest, or (2)
the finding(s) of patentability of claims in the RAN. that the third party requester proposes to
contest. Therefore, in the notice of appeal, the patent owner must identify each claim rejected by
examiner that the patent owner intends to contest. The third party requester must identify each
rejection that was previously proposed by that third party requester that the third party requester
intends to contest, and each rejection made and later withdrawn by the examiner that the third
party requester intends to contest. No new ground of rejection (including one proposed by
another requester, but not the appellant requester) can be proposed by a third party requester
appellant, unless such ground was withdrawn by the examiner during the prosecution of the
proceeding, and the third party requester has not yet had an opportunity to propose it as a third
party requester proposed ground of rejection. See 37 CFR 41.67(c)(1)(vi) as to the proposed
rejections that each individual requester can challenge in the appellant brief:

CONCLUSION

1. Inter partes Reexamination Control No. 95/001,390, inter partes Reexamination No.
95/000,589 and inter partes Reexamination Control No. 95/001,498 are merged into a
single proceeding, to be conducted in accordance with the procedure set forth above.

2. The examiner will issue an Office action for the merged proceeding in due course.

3. Any questions concerning this communication should be directed to Raul Tamayo in the
Office of Patent Legal Administration, at (571) 272-7728.

/Kenneth M. Schor/

Kenneth M. Schor
Senior Legal Advisor
Office of Patent Legal Administration
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Inter Partes Reexamination Proceeding
Control No. 95/001,498

Filed: December 3, 2010

For: U.S. Patent No. 7,015,868

Inter Partes Reexamination Proceeding : : DECISION
Control No. 95/000,589 : ON PETITIONS

Filed: November 16, 2010 : UNDER 37 CFR 1.183
For: U.S. Patent No. 7,015,868 :

Inter Partes Reexamination Proceeding
Control No. 95/001,390

Filed: July 2, 2010

For: U.S. Patent No. 7,015,868

This is a decision on the patent owner petition paper entitled “PETITION UNDER 37 CFR. §
1.183 FOR WAIVER OF 37 C.FR. § 1.943(b) IN CONNECTION WITH RESPONSE TO
OFFICE ACTION IN REEXAMINATION,” filed on April 11, 2011 in reexamination proceeding
control no. 95/001,390.



Reexamination Control No. 95/001,498 ' 2-
Reexamination Control No. 95/000,589
Reexamination Control No. 95/001,390

This is also a decision on the third party requester petition paper entitled “THIRD PARTY
REQUESTER’S PETITION UNDER 37 C.F.R § 1.183 FOR LIMITED WAIVER OF 37 C.F.R. §
1.943(A),” filed on May 2, 2011, in reexamination proceeding control no. 95/001,390.

The petitions under 37 CFR 1.183 are before the Office of Patent Legal Administration.

The patent owner petition under 37 CFR 1.183 is dismissed as unnecessary and the third party
requester petition under 37 CFR 1.183 is granted to the extent set forth below.

BACKGROUND
I. On Marqh 21, 2006, U.S. patent number 7,015,868 (the ‘868 patent) issued to Baliarde ef al.

2. On July 2, 2010, a third party requester filed a request for inter partes reexamination of the
‘868 patent, which request was assigned Reexamination Control No. 95/001,390 (the ‘1390
proceeding).

3. On August 12, 2010, the Office issued an order granting inter partes reexamination in the
‘1390 proceeding and, on August 19, 2010, the Office issued a non-final Office action.

4. On November 19, 2010, patent owner filed a response to the August 19, 2010 Office action.'

5. On March 7, 2011, third party requester filed corrected comments after the August 19, 2010
Office action and patent owner’s November 19, 2010 response.’

6. On March 25, 2011, the Office mailed a “NOTICE OF DEFECTIVE PAPER IN INTER
PARTES REEXAMINATION” (the notice of defective paper), finding patent owner’s
November 19, 2010 response defective and setting a time period of 15 days from the mailing
date of the notice of defective paper for patent owner to file a corrected response submission.

7. On April 11, 2011, patent owner filed the instant “PETITION UNDER 37 C.F.R. § 1.183 FOR
LIMITED WAIVER OF 37 C.F.R. § 1.943(b) IN CONNECTION WITH RESPONSE TO
OFFICE ACTION IN REEXAMINATION” (patent owner petition under 37 CFR 1.183),
concurrently with a corrected response to the August 19, 2010 Office action (patent owner
corrected response submission).

8. On May 2, 2011, third party requester filed the instant “THIRD PARTY REQUESTER’S
PETITION UNDER 37 C.F.R. § 1.183 FOR LIMITED WAIVER OF 37 CF.R. § 1.943(A)”
(requester petition under 37 CFR 1.183), concurrently with requester’s comments after the

! On October 7, 2010, the Office mailed a decision granting patent owner’s September 27, 2010 petition for a one-
month extension of time.

2 On February 24, 2011, the Office mailed a decision granting patent owner’s January 31, 2011 petition under 37 CFR
1.181 and expunging the ‘1390 requester’s December 20, 2010 comments submission and giving the ‘1390 requester
15 days from the mailing date of that decision to file corrected comments.
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August 19, 2010 Office action and patent owner’s April 11, 2011 corrected response
_submission (requester comments submission).

9. On May 23, 2011, the Office issued a “DECISION, SU4 SPONTE, MERGING INTER
PARTES PROCEEDINGS,” merging the ‘1390 proceeding with inter partes reexamination
proceeding control no. 95/001,498 (the *1498 proceeding) and with inter partes reexamination
proceeding control no. 95/000,589 (the *589 proceeding).

DECISION
I. Relevant Statutes, Regulations and Procedures

35 U.S.C. 314(b)(2) provides:

Each time that the patent owner files a response to an action on the merits from the
Patent and Trademark Office, the third-party requester shall have one opportunity to
file written comments addressing issues raised by the action of the Office or the
patent owner’s response thereto, if those written comments are received by the
Office within 30 days after the date of service of the patent owner’s response.

37 CFR 1.183 provides:

In an extraordinary situation, when justice requires, any requirement of the
regulations in this part which is not a requirement of the statutes may be suspended
or waived by the Director or the Director’s designee, sua sponte, or on petition of
the interested party, subject to such other requirements as may be imposed. Any
petition under this section must be accompanied by the petition fee set forth in

§ 1.17(%).
37 CFR 1.943(b) provides:

Responses by the patent owner and written comments by the third party requester
shall not exceed 50 pages in length, excluding amendments, appendices of claims,
and reference materials such as prior art references.

II. Analysis

37 CFR 1.183 provides for suspension or waiver of any requirement of the regulations which is
not a requirement of the statutes in an extraordinary situation, when justice requires, on petition of
the interested party. The burden is on petitioner to set forth with specificity the facts that give rise
to an extraordinary situation in which justice requires suspension of a rule. A showing which
petitioner can make in support of a request for waiver of the 50-page limit of 37 CFR 1.943(b) can
be an attempt to draft a patent owner's response in compliance with the 50-page limit, and
submission of a resulting response that is in excess of 50 pages concurrently with a petition under
37 CFR 1.183 for waiver of 37 CFR 1.943(b), requesting entry of the submitted response. Such a
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response can be evaluated for economizing, extraneous material, and arrangement, without
repetition of information already of record. In this way, petitioner can rely on the proposed
response: (1) for justification that more pages are needed to complete the response, and (2) to set
forth an accurate determination of exactly how many additional pages petitioner deems to be
needed for the response.

It is noted that, for purposes of making an accurate determination of exactly how many additional
pages over 50 are deemed to be needed for the response, a document is deemed to be subject to the
50-page length requirement when the document includes legal argument, i.e., arguments of
counsel such as, e.g., arguments that the claims are patentable or unpatentable, or that are directed
to how an outstanding or proposed rejection is overcome, or, in the case of a document filed by the
requester, how an outstanding or proposed rejection is supported. Each determination of whether
a document, such as an affidavit or declaration, contains information that will cause the document
to be subject to the page count is made on a case-by-case basis. In determining whether a
document such as an affidavit or declaration under 37 CFR 1.132, or any other document of a
submission, includes legal argument, the Office analyzes whether the document is providing
factual evidence, i.e., evidence of technological facts, or whether the document contains argument
that is merely an extension of the arguments of counsel. Factual evidence includes, for example,
declarations that swear behind the filing date of a reference, that establish the date of a printed
publication, that provide a technical explanation or technical definition of terms of art used by a
reference, or that provide comparative test results and a scientific, or technological, analysis of the
results (see, e.g., MPEP 716.02). If a document is limited to factual evidence, the document is not
included in the page count. In addition, affidavits or declarations limited to establishing
commercial success, long-felt need and failure of others, scepticism of experts, or copying, as per
MPEP 716.03-716.06, respectively, will not be included in the page count.

III. Patent owner petition of April 11,2011

On April 11, 2011, patent owner filed, in the ‘1390 proceeding, the instant petition under 37 CFR
1.183, requesting waiver of 37 CFR 1.943(b), to permit entry of its concurrently-filed corrected
response submission. Patent owner asserts that the argument portion of the April 11, 2011
corrected response submission is 39 pages long, thereby complying with the 50-page limit of 37
CFR 1.943(b).> Patent owner states that “a number of Rule 132 declarations are filed herewith”
but asserts that “these declarations are drawn to fact, not argument, and thus do not count towards
the 50-page limit.”* Nonetheless, patent owner requests waiver of the 50-page limit “for the
combination of the Corrected Response and any of the Rule 132 declarations (or portion(s)
thereof) considered to include argument as opposed to facts, to the extent such combination
exceeds the 50-page limit of 37 C.F.R. § 1.943(b).”

3 Patent owner petition under 37 CFR 1.183 at page 2.
4 Id. (stating that the “Declaration of Dr. Carles Puente Under 37 C.F.R. § 1.132 (10 pages),” the “Declaration of Drs.
Carles Puente, Carmen Borja, Jaume Anguere, and Jordi Soler Under 37 C.F.R. § 1.132 (9 pages),” the “Declaration
of Rubén Bonet Under 37 C.F.R. § 1.132 (7 pages),” and the “Declaration of Dr. Yahya Rahmat-Samii Under 37
C.F.R. § 1.132 (19 pages)” are filed herewith, and that “Dr. Rahmat-Samii attached to his declaration the Declaration
?f Dr. Dwight L. Jaggard solely for Dr. Jaggard’s reference to what would constitute a person of ordinary skill.”)

Id.
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In support of its request for waiver of the rule, patent owner asserts that none of the declarations
filed with the April 11, 2011 corrected response submission includes argument or opinions that
would be counted towards the 50-page limit.° Additionally, patent owner asserts that “the full
length of the Corrected Response and the Rule 132 declarations are needed to fully and adequately
respond to the Office Action,” and that although the Office action “constitutes only 7 pages, it
incorporates by reference over 150 pages of argument and detailed claim charts set forth by the
third party requester in its request for reexamination.”” Patent owner further asserts that it has
attempted to draft a corrected response in compliance with the 50-page limit, as well as in
compliance with the formatting requirements set forth in the March 25, 2011 notice of defective
paper, by taking measures to “economize, avoid extraneous material and information already of
record, and present arguments efficiently.”® As evidence of the reformatting and further editing
made to reduce page length, patent owner submitted with the petition under 37 CFR 1.183 as
“Exhibit 1” a redlined document comparing patent owner’s November 19, 2010 original response
submission to patent owner’s April 11, 2011 corrected response submission. The “Exhibit 17
document has been expunged from the record of the ‘1390 proceeding by marking the paper
“closed” and “not public” in the image file wrapper (IFW) as it contains the full content of the
paper that was deemed defective by the March 25, 2011 notice of defective paper.

In this instance, patent owner’s April 11, 2011 corrected response submission is page-length
compliant as the total number of pages that count toward the regulatory page limit does not exceed
50 pages.” Thus, no waiver of 37 CFR 1.943(b) is required for entry of patent owner’s April 11,
2011 corrected response submission. Accordingly, patent owner’s request for waiver of the 50-
page limit of 37 CFR 1.943(b) is dismissed as unnecessary.

IV. Third party requester petition of May 2, 2011

On May 2, 2011, the ‘1390 requester filed, in the ‘1390 proceeding, the instant petition under 37
CFR 1.183, requesting waiver of 37 CFR 1.943(b) to permit ‘entry of its concurrently-filed
comments submission. The ‘1390 requester asserts that the May 2, 2011 comments submission
includes “50 pages of double spaced 12 pt font arguments and an 8 page declaration from Dr.

S Id. at pages 2-4.

"1d. at page 5.

¥ 1d. at pages 5-6.

® 38 pages of the remarks portion of patent owner’s April 11, 2011 corrected response submission count toward the
page limit (the cover page and certificate of service page are excluded from the page count, as is the 6-page listing of
the claims because 37 CFR 1.943(b) expressly excludes appendices of claims from the page limit count). Further,
based on the guidance set forth in section II above, portions of the 19-page “Declaration of Dr. Yahya Rahmat-Samii
Under 37 C.F.R. § 1.132” that are subject to the regulatory page limit count do not cause the total number of pages of
patent owner’s April 11, 2011 corrected response submission to exceed the 50-page limit (e.g., excluded from the
page count are portions related to declarant’s qualifications, technical background information, technical explanations
of terms of art used by a reference, etc.). It is noted that the pages of the “Declaration of Dr. Carles Puente Under 37
C.F.R. § 1.132,” the “Declaration of Drs. Carles Puente, Carmen Borja, Jaume Anguere, and Jordi Soler Under 37
C.F.R. § 1.132,” and the “Declaration of Rubén Bonet Under 37 C.F.R. § 1.132” do not count toward the regulatory
page limit. Additionally, in this instance, the pages of the copies of the court documents that were filed as “Exhibit 2”
and “Exhibit 7B” also do not count toward the regulatory page limit.
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Balanis under 37 C.F.R. § 1.132.°' The ‘1390 requester asserts, however, that “[i]f the Office
agrees with [patent owner’s] interpretation of MPEP § 2667(I)(A)(2), then Samsung’s Comments
are only 50 pages as Dr. Balanis’s declaration dlscusses how one of ordinary skill in the art would
understand the disclosure of the prior art at issue.’

In support of its request for waiver of the rule, the ‘1390 requester asserts that “[t]he additional
pages requested in this petition are necessary to provide a reply [to] all of the issues raised by the
Patent Owner’s 114 page response. »12° The ‘1390 requester asserts that it “has attempted to
respond in as little a number of pages as possible but was unable to do so within the 50 page limit”
and “is askmg for significantly fewer total pages than [sic] the Patent Owner has submitted,”
requester “is only asking for a total of 58 pages.” 3 The ‘1390 requester also asserts that “in the
interest of justice, the Office should grant this petition so that the Requester is able to provide the
Office with a rebuttal of all of the arguments raised by the Patent Owner.”**

Based on the specific facts set forth in the ‘1390 requester’s petition under 37 CFR 1.183, the
‘1390 requester’s showing in support of the request for waiver of the 50-page limit of 37 CFR
1.943(b) by attempting to draft a comments submission in compliance with the 50-page limit and
submitting the resulting comments submission (which is in excess of 50 pages),”” and the
individual facts and circumstances of this case, it is deemed equitable to waive the 50-page limit
of 37 CFR 1.943(b) in this instance to the extent that the ‘1390 requester’s May 2, 2011 comments
submission exceeds 50 pages. Accordingly, the ‘1390 requester’s petition under 37 CFR 1.183 is
granted and the page limit of 37 CFR 1.943(b) is waived to the extent necessary to permit entry of
the ‘1390 requester’s May 2, 2011 comments submission. This waiver makes the ‘1390
requester’s May 2, 2011 comments submission page-length compliant.

19 Third party requester petition under 37 CFR 1.183 at page 1.

1d. at page 4. The ‘1390 requester is cautioned that statements submitted in opposition to patent owner’s petltlon
under 37 CFR 1.183 are improper and may result in the requester’s petition paper being returned and not considered,
as set forth in 37 CFR 1.939(a). For example, on pages 3-4 of the third party requester petition under 37 CFR 1.183,
the ‘1390 requester presents arguments against patent owner’s position set forth in patent owner’s petition under 37
CFR 1.183. Pursuant to MPEP 2667(I)(B)(4), a requester does not have a statutory right to challenge this
discretionary procedural process (i.e., waiver of the regulatory page limit) in the reexamination proceeding. Pursuant
to 35 U.S.C. § 314(b)(2), the third party requester in an ordered inter partes reexamination proceeding has a statutory
right to once file written comments to a patent owner’s response to an Office action on the merits. Patent owner’s
petition under 37 CFR 1.183, requesting waiver of 37 CFR 1.943(b) for patent owner’s corrected response
submission, however, is not a “response” to an Office action on the merits. Thus, in this instance, 35 U.S.C. §
314(b)(2) does not provide any right for the third party requester to file comments on a patent owner’s petition under
37 CFR 1.183 for suspension of the rules. Accordingly, any future petition that contains such arguments will be
treated as an improper opposition paper and, as such, will be returned by marking the paper “closed” and “not public”
in the IFW for the proceeding and will not be considered. Thus, any reply that exceeds the regulatory page limit
which accompanies such petition would be found not page- -length compliant.

2 1d. at page 2.

P1d.

“1d.

13 50 pages of the remarks portion of the ‘1390 requester’s May 2, 2011 comments submission count toward the page
limit. Further, based on the guidance set forth in section II above, to the extent portions of the 8-page “Declaration of
Dr. Constantine A. Balanis” are subject to the regulatory page limit count, the total number of pages of the May 2,
2011 comments submission exceeds the 50-page limit. In this instance, the pages of the copies of the court documents
that were filed as exhibits to the May 2, 2011 comments submission do not count toward the regulatory page limit.
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CONCLUSION

1. Patent owner’s April 11, 2011 petition under 37 CFR 1.183 is dismissed as unnecessary.

2. The ‘1390 requester’s May 2, 2011 petition under 37 CFR 1.183 is granted and the 50-page
limit of 37 CFR 1.943(b) is waived to the extent necessary to permit entry of the ‘1390
requester’s May 2, 2011 comments submission. This waiver makes the ‘1390 requester’s
May 2, 2011 comments submission page-length compliant.

3. Any questions concerning this communiéation should be directed to Nicole Dretar Haines,
Legal Advisor, at (571) 272-7717.

/Pw LL‘ /K-.. . <>/ au._-( [3 W
Pinchus M. Laufer '

Senior Legal Advisor

Office of Patent Legal Administration

06-17-2011
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MORRISON & FOERSTER LLP
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CENTRAL REEXAMINATION UNIT

Transmittal of Communication to Third Party Requester
Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95000589
PATENT NO. : 7015868

TECHNOLOGY CENTER : 3999

ART UNIT : 3992 T

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted. ‘

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.
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Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95001390
PATENT NO. : 7015868

TECHNOLOGY CENTER : 3999

ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.
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Transmittal of Communication to Third Party Requester
Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95001498
PATENT NO. : 7015868

TECHNOLOGY CENTER : 3999

ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted. '

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.
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Filed: November 16, 2010
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Filed: July 2, 2010

For: U.S. Patent No. 7,015,868
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For: U.S. Patent No. 7,015,868
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(For Patent Owner)
(For 95/000,589 Third Party Requester)

(For 95/001,390 Third Party Requester)

(For 95/001,498 Third Party Requester)

MAILED
NOV 18 2011
CENTRAL REBXAMINATION ynyy
DECISION
ON PETITION

UNDER 37 CFR 1.183

This is a decision on the patent owner petition paper entitled “PETITION UNDER 37 C.F.R. §
1.183 FOR WAIVER OF 37 CF.R. § 1.943(b) IN CONNECTION WITH RESPONSE TO
OFFICE ACTION IN REEXAMINATION,” filed on October 3, 2011 in reexamination
proceeding control nos. 95/000,589, 95/001,390, and 95/001,498.

The petition under 37 CFR 1.183 is before the Office of Patent Legal Administration.

The petition under 37 CFR 1.183 is granted to the extent set forth below.
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RELEVANT BACKGROUND

1. On March 21, 2006, U.S. patent number 7,015,868 (the ‘868 patent) issued to Puente Baliéida
etal.

2. Subsequently, three requests for infer partes reexamination of the ‘208 patent, which requests
were assigned Reexamination Control Nos. 95/001,390, 95/000,589, and 95/001,498, were

instituted by the Office.

3. On May 23, 2011, the Office issued a “DECISION, SUA SPONTE, TO MERGE
REEXAMINATION PROCEEDINGS,” merging the ‘1390 proceeding with the ‘589 and
‘1498 proceedings (the merged proceeding).

4. On July 1, 2011, the Office issued a non-final Office Action in the merged proceeding.

5. On October 3, 2011, patent owner filed a response to the July 1, 2011 Office action in the
merged proceeding, concurrently with the instant “PETITION UNDER 37 C.F.R. § 1.183
FOR LIMITED WAIVER OF 37 C.F.R. § 1.943(b) IN CONNECTION WITH RESPONSE
TO OFFICE ACTION IN REEXAMINATION?” (patent owner petition under 37 CFR 1.183).’

DECISION
I. Relevant Statutes, Regulations and Procedures
35 U.S.C. 314(b)(2) provides:

Each time that the patent owner files a response to an action on the merits from the

Patent and Trademark Office, the third-party requester shall have one opportunity to

file written comments addressing issues raised by the action of the Office or the

patent owner’s response thereto, if those written comments are received by the
" Office within 30 days after the date of service of the patent owner’s response.

37 CFR 1.183 provides:

In an extraordinary situation, when justice requires, any requirement of the
regulations in this part which is not a requirement of the statutes may be suspended
or waived by the Director or the Director’s designee, sua sponte, or on petition of
the interested party, subject to such other requirements as may be imposed. Any
petition under this section must be accompanied by the petition fee set forth in

§ 1.17(D.

' On August 5, 2011, the Office mailed a decision granting a one-month extension of time for patent owner’s response
to the July 1, 2011 Office action.
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37 CFR 1.943(b) provides:

Responses by the patent owner and written comments by the third party requester
shall not exceed 50 pages in length, excluding amendments, appendices of claims,
and reference materials such as prior art references.

II. Analysis

37 CFR 1.183 provides for suspension or waiver of any requirement of the regulations which is
not a requirement of the statutes in an extraordinary situation, when justice requires, on petition of
the interested party. The burden is on petitioner to set forth with specificity the facts that give rise
to an extraordinary situation in which justice requires suspension of a rule. A showing which
petitioner can make in support of a request for waiver of the 50-page limit of 37 CFR 1.943(b) can
be an attempt to draft a patent owner's response in compliance with the 50-page limit, and
submission of a resulting response that is in excess of 50 pages concurrently with a petition under
37 CFR 1.183 for waiver of 37 CFR 1.943(b), requesting entry of the submitted response. Such a
response can be evaluated for economizing, extraneous material, and arrangement, without
repetition of information already of record. In this way, petitioner can rely on the proposed
response: (1) for justification that more pages are needed to complete the response, and (2) to set
forth an accurate determination of exactly how many additional pages petitioner deems to be
needed for the response.

It is noted that, for purposes of making an accurate determination of exactly how many additional
pages over 50 are deemed to be needed for the response, a document is deemed to be subject to the
50-page length requirement when the document includes legal argument, ie., arguments of
counsel such as, e.g., arguments that the claims are patentable or unpatentable, or that are directed
to how an outstanding or proposed rejection is overcome, or, in the case of a document filed by the
requester, how an outstanding or proposed rejection is supported. Each determination of whether
a document, such as an affidavit or declaration, contains information that will cause the document
to be subject to the page count is made on a case-by-case basis. In determining whether a
document such as an affidavit or declaration under 37 CFR 1.132, or any other document of a
submission, includes legal argument, the Office analyzes whether the document is providing
factual evidence, i.e., evidence of technological facts, or whether the document contains argument
that is merely an extension of the arguments of counsel. Factual evidence includes, for example,
declarations that swear behind the filing date of a reference, that establish the date of a printed
publication, that provide a technical explanation or technical definition of terms of art used by a
reference, or that provide comparative test results and a scientific, or technological, analysis of the
results (see, e.g., MPEP 716.02). If a document is limited to factual evidence, the document is not
included in the page count. In addition, affidavits or declarations limited to establishing
commercial success, long-felt need and failure of others, scepticism of experts, or copying, as per
MPEP 716.03-716.06, respectively, will not be included in the page count.
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. III. Patent owner petition of October 3, 2011

On October 3, 2011, patent owner filed, in the merged proceeding, the instant petition under 37
CFR 1.183, requesting waiver of 37 CFR 1.943(b), to permit entry of its concurrently-filed
response submission. Patent owner asserts that the argument portion of the October 3, 2011
response submission is 121 pages long, exceeding the 50-page limit of 37 CFR 1.943(b), and
requests waiver of the regulatory page limit as to the response submission.”> Patent owner states
that it concurrently filed “a number of 132 declarations™ but asserts that the declarations “include
only facts and thus does not count towards the 50-page limit.”®> Nonetheless, patent owner also
requests waiver of the 50-page limit for “those portions of the 132 Declarations that the PTO holds
count towards the 50 page limit....”"*

In support of its request for waiver of the rule, patent owner asserts that none of the declarations
filed with the October 3, 2011 response submission includes argument or opinions that would be
counted towards the 50-page limit.’ Additionally, patent owner asserts that “the full length of the
Response is needed to fully and adequately respond to the Office Action,” and that although the
Office action “constitutes only 44 pages, it incorporates by reference almost 550 pages of
argument and detailed claim charts set forth by the three third party requesters in their requests for
reexamination.”® Patent owner further asserts that it has attempted to draft a response in
compliance with the 50-page limit by taking measures to “economize, avoid extraneous material
and information already of record, and present arguments efficiently.”’

Based on the specific facts set forth in patent owner’s petition under 37 CFR 1.183, patent owner’s
showing in support of the request for waiver of the 50-page limit of 37 CFR 1.943(b) by
attempting to draft a response in compliance with the 50-page limit and submitting the resulting
response (which is in excess of 50 pages),® and the individual facts and circumstances of this case
(such as the length of the July 1, 2011 Office action),” it is deemed equitable to waive the 50-page
limit of 37 CFR 1.943(b) in this instance.

2 patent owner petition under 37 CFR 1.183 at page 2.

3 1d. at page 4 (identifying two declaration(s) of Dr. Carles Puente under 37 C.F.R. § 1.132 (10 pages and 15 pages), a
declaration of Drs. Carles Puente, Carmen Borja, Jaume Anguera and Jordi Soler under 37 C.F.R. § 1.132 (9 pages), a
declaration of Aurora Andujar under 37 C.F.R. § 1.132 (13 pages), a declaration of Ruben Bonet under 37 C.F.R. §
1.132 (13 pages), and two declaration(s) of Dr. Raj Mittra under 37 C.F.R. § 1.132 (each 20 pages)).

“1d. at page 2.

*1d. at pages 4-7.

% 1d. at page 2-3.

"1d. at page 3.

% 122 pages of the remarks portion of patent owner’s October 3, 2011 response submission count toward the page limit
(the cover page and pages of the table of contents are excluded from the page count, as is the 6-page listing of the
claims because 37 CFR 1.943(b) expressly excludes appendices of claims from the page limit count). Additionally, at
least portions of the 20-page declaration of Dr. Raj Mittra under 37 C.F.R. § 1.132 are deemed to be an extension of
the arguments of counsel and count toward the page limit. Thus, up to 142 pages of the patent owner’s October 3,
2011 response submission count toward the 50-page limit.

® On its face, the substantive portion of the July 1, 2011 Office action spans only approximately 44 pages, but it
incorporates by reference numerous pages from the <1390, ‘1498 and ‘589 requests for inter partes reexamination and
comments submissions.
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Thus, it is deemed equitable in this instance to waive the 50-page limit of 37 CFR 1.943(b) to the
extent that patent owner’s response to the July 1, 2011 Office action exceeds 50 pages.
Accordingly, patent owner’s petition under 37 CFR 1.183 is granted and the page limit of 37 CFR
1.943(b) is waived to the extent of permitting patent owner’s October 3, 2011 response submission
to exceed the regulatory page limit by up to 92 pages. This waiver makes patent owner’s October
3. 2011 response submission page-length compliant.

ADDITIONAL DISCUSSION

The 95/001,390 third party requester, 95/001,498 third party requester and the 95/000.589 third
party requester have 30 days from the date of this decision, granting patent owner’s October 3,
2011 petition under 37 CFR 1.183 and entering patent owner’s October 3, 2011 response
submission, to file a comment paper pursuant to 37 CFR 1.947. MPEP 2666.05(1) provides:

The following special circumstance is to be noted. In unique circumstances, it
may happen that a patent owner files a response to an Office action and the page
length of the response exceeds the page length set by 37 CFR 1.943(b).
Accompanying the response is a petition under 37 CFR 1.183 requesting waiver
of the 37 CFR 1.943(b) requirement. Until such a 37 CFR 1.183 petition to waive

" the page length is granted, or a page length compliant response is filed (if the 37
CFR 1.183 petition is not granted), the patent owner response is incomplete.
Pursuant to MPEP § 2666.40, “[a]fter the owner completes the response, the
examiner will wait two months from the date of service of the patent owner’s
completion of the response, and then take up the case for action, since the 30 days
for the third party requester comments on the response as completed will have
expired by that time. * The third party requester may file comments on the

- response as completed ... The response as completed is treated as a new response
on-the-merits to the Office action; thus, the third party requester is entitled to file
comments and has 30 days to do so.” Based on the above, at the time the 37 CFR
1.183 petition is granted, the patent owner response becomes complete with its
content being set in place, and the requester has 30 days from the date of the
decision granting the 37 CFR 1.183 petition to file a comment paper pursuant to
37 CFR 1.947.

CONCLUSION

1. Patent owner’s October 3, 2011 petition under 37 CFR 1.183 is granted and the 50-page
limit of 37 CFR 1.943(b) is waived to the extent of permitting patent owner’s October 3.
2011 response submission to exceed the regulatory page limit by up to 92 pages. This
waiver makes patent owner’s October 3, 2011 response submission page-length compliant.

2. The 95/001,390 third party requester, 95/001,498 third party requester and the 95/000,589
third party requester each has 30 days from the mailing date of this decision, granting patent
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owner’s October 3, 2011 petition under 37 CFR 1.183 and entering patent owner’s October
3, 2011 response submission, to file a comment paper pursuant to 37 CFR 1.947.

3. Any questions concerning this communication should be directed to Nicole D. Haines, Legal
"Advisor, at (571) 272-7717.

R A, o/ ,.{.A‘,

Pinchus M. Laufer
Senior Legal Advisor
Office of Patent Legal Administration

11-17-2011
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Sterne, Kessler, Goldstein & Fox, P.L.L.C. (For Patent Owner)
1100 New York Avenue, N.W.
Washington, D.C. 20005
Morrison & Foerster, LLP (For Inter Partes ‘589 Requester)
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(NDQ Reexamination Group) :
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Houston, TX 77002
Inter Partes Reexamination Proceeding
Control No. 95/000,589
Filed: November 16,2010 :
For: U.S. Patent No.: 7,015,868 : DECISION GRANTING
: : PETITION TO TERMINATE
Inter Partes Reexamination Proceeding : INTER PARTES REEXAMINATION
Control No. 95/001,498 : PROCEEDING AND

Filed: December 03, 2010 : - SEVERING MERGER
For: U.S. Patent No. 7,015,868 o -

Inter Partes Reexamination Proceeding
Control No: 95/001,390

Filed: July 02,2010 :

For: U.S. Patent No. 7,015,868 : L o o

~

This is a decision on patent owner’s September 16, 2011 petition entitled “Petition to Terminate
Inter Partes Reexamination Pursuant to 35 U.S.C. § 317(b) and 37 CFR §§ 1.907(b) & 1.182”.

(the September 16, 2011 petition to terminate). -

Patent owner’s petition to terminate filed on September 16, 2011, and the record as a whole, are
before the Office of Patent Legal Administration for consideration.

SUMMARY

Patent owner’s petition under 37 CFR 1.182 to terminate inter partes reexamination proceeding
95/001,498, filed on September 16, 2011, is granted.
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Inter parte;reex‘amination proceeding control number 95/001,498 is hereby severed from the
merged proceeding of inter partes reexamination control numbers 95/001,498, 95/000,589 and
95/001,390. : : ’

Inter partes reexamination proéeeding 95/001,498, filed on September 16,2011, is hereby
terminated.

The merged proceeding of infer partes reexamination proceeding control numbers 95/000,589
and 95/001,390 will continue in the manner set forth in this decision.

DECISION

The patent owner argues that termination of infer partes reexamination proceeding control
number 95/001,498 (the 1498 proceeding) is required by 35 U.S.C. 317(b), which provides, in
pertinent part (emphasis added): : :

Once a final decision has been entered against a party in a civil action arising in whole or in
part under section 1338 of title 28, that the party has not sustained its burden of proving the
invalidity of any patent claim in suit . . . then . . . an inter partes reexamination requested by
that party or its privies on the basis of . . . issues [which that party or its privies raised or could
have raised in such civil action] may not thereafter be maintained by the Office . . .

The Office analyzes whether a reexamination proceeding must be terminated pursuant to 35
U.S.C. 317(b) by determining:

1. Whether the third party requester was a party to the litigation; - - - - - -

2. Whether the decision is final, i.e., after all appeals; - .

3. Whether the court decided that the requester/party had not sustained its burden of
proving the invalidity of any claim in suit of the patent, which claim is also under
reexamination; and . . .

4. Whether the issues raised in the reexamination proceeding are the same as issues that
were raised, or are issues that could have been raised, by the requester in the civil action.

The patent owner informs the Office that the patent under reexamination, U.S. Patent 7,015,868
(the ‘868 patent), was the subject of a civil action in district court, i.e., Fractus, S.A. v. Samsung
Electronics, Co., Ltd.et al., Civil Action No. 6:09-cv-00203 (E. D. Tex.). The patent owner
submits a copy of a consent judgment, entered by the district court on September 15, 2011, in
which the district court stated that .. . HTC [the defendant/requester of the ‘1498 proceeding]
has not sustained its burden of proving the invalidity of any of the above listed claims of the
Patents-in-Suit” and that “[t]his Consent Judgment constitutes, for purposes of 35 U.S.C.

' This petition does not address the petition under 37 CFR 1.182 to terminate the 589 proceeding or the petition to
expunge information submitted under MPEP § 724.02, both of which were filed on September 30, 2011. These
petitions will be addressed by a separate decision. - - ’ ’ T
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§ 317(b), a final decision entered against HTC in a civil action arising in whole or in part under
section 1338 of title 28”. The “above listed claims” of one of the patents in suit, the ‘868 patent,
which is the patent under reexamination in the ‘1498 proceeding, are listed in the consent
judgment as claims 1, 3, 6, 12, 14, 23, 26, and 32-35, which are identical to the claims that were
requested to be reexamined by HTC in the ‘1498 proceeding, and that are under reexamination in
the merged proceeding. The court also stated, in the September 15, 2011 consent judgment, that
“[a]ll of Fractus’ claims against HTC are dismissed with prejudice. All of HTC’s defenses,
claims, and counterclaims of invalidity and unenforceability of each and every claim of the
Patents-in-Suit [including the ‘868 patent] are dismissed with prejudice”, and that “[t]he parties
expressly waive their rights to appeal”. Thus, the patent owner has provided sufficient evidence
that (1) the requester HTC was a party to the litigation, (2) the district court’s decision was final,
and (3) the court determined that the requester/defendant HTC had not sustained its burden of
proving the invalidity of the claims in suit, which are identical to the claims requested to be
reexamined by requester HTC, and which are under reexamination in the merged proceeding.
For these reasons, the above-described elements 1-3 have been shown to be satisfied.

Regarding element 4, the court also stated, in the September 15, 2011 consent judgment, that
“[t]he prior art raised by [defendant/requester] HTC, Samsung, and Kyocera in the
Reexaminations [listed by the court, and including the ‘1498 inter partes reexamination
proceeding] was raised by HTC, or could have been raised by HTC, in this suit”. Thus, element
4 has been shown to be satisfied.

For the reasons given above, patent owner’s September 16, 2011 petition under 37 CFR 1.182 to__
terminate the present infer partes reexamination proceeding is granted.

Inter partes reexaminationnp‘roceecfing control no. 95/001,498 (the ‘1498 proceeding) is hereby
severed from the merged proceeding of infer partes reexamination proceeding control nos.
95/001,498 , 95/000,589 and 95/001,390. v

Inter partes reexamination proceedmg control no. 95/001 498 (the 1498 proceeding) is hereby
terminated. . o

The merged proceeding of znter partes reexammat10n proceeding control numbers 95/000,589
and 95/001,390 will continue.> Any rejection proposed by HTC (the requester of the ‘1498
proceeding) which has been adopted and applied by the examiner in an Office action in the
merged proceeding, will remain in the merged proceeding. An examiner “adopts™ a proposed
rejection as his own. Any rejection proposed by the requester HTC, which was adopted by the
examiner, will remain in the merged proceeding as a rejection raised by the examiner, unless the
examiner, during the course of the reexamination, makes a determination based on the merits that
the rejection should be withdrawn. The examiner’s determination, in the merged proceeding, not
to adopt any rejection that was proposed solely by the requester HTC, may not be appealed or
otherwise addressed by the remaining requesters of the merged proceeding. The examiner’s
determination, in the merged proceeding, not to adopt any rejection proposed by HTC that was

2 As pointed out above, this decision does not address .th.e September 30, 2011 petition to terminate the ‘589
proceeding which is presently pending. This petition will be addressed by a separate decision.



Inter Partes Reexamination Control Nos. 95/000,589, 95/001,498. and 95/001,390 . 4

also properly proposed by one or both of the remaining requesters, may be ap;iealed in the
merged proceedmg only by the requester who properly proposed the rejection.”

All papers filed by the patent owner and by the remammg requesters of the merged proceedlng
must consist of a single paper, filed in duplicate, each bearing a signature and identifying data for
inter partes reexamination proceeding control nos. 95/000,589 and 95/001,390, for entry into the
file of each proceeding. The conduct of the merged proceeding of 95/000,589 and 95/001,390
will otherwise remain, in general, as outlined by the decision, mailed on May 23, 2011, entitled
“Decision, Sua Sponte, Merging Inter Partes Proceedings”. . -

The 1498 inter partes reexamination proceeding is being referred to the Central Reexamination
Unit (CRU) for conclusion of that proceeding. The CRU will mail the present decision, and
process the reexamination file to update the Image File Wrapper (IFW) records for this
proceeding. The file will be assigned an 822 status. A copy of the PALM “Application Number
Information” screen and the “Contents” screen will be printed, the printed copy will be annotated = -
by adding the comment “PROCEEDING CONCLUDED,” and the annotated copy will then be
scanned into Image File Wrapper (IFW) using the miscellaneous letter document code.

CONCLUSION .. . C e e

e Patent owner’s September 16, 2011 petition under 37 CFR 1.182 to terminate inter partes
reexamination proceeding control number 95/001,498 is granted.

e Inter partes reexamination proceeding control no. 95/001,498 (the ‘1498 proceedingj is
hereby severed from the merged proceeding of inter partes reexamination proceeding
control nos. 95/001,498, 95/000,589 and 95/001,390.

e The merged proceeding of inter partes reexamination proceeding control numbers
95/000,589 and 95/001,390 will continue in the manner set forth in this decision.

e The prosecution of the *1498 inter pa}*ies reexamination i)roceeding is hereby
terminated and will be concluded.

e The ‘1498 inter partés reexamination proceeding is being referred to the Central
Reexamination Unit (CRU) for further processing to conclude the ‘1498 proceeding, as
set forth in thlS decision.

* A rejection proposed in the request that meets the requirements set forth in MPEP 2614 and 2617 may be
considered to be proper. A rejection proposed in requester’s comments that are timely filed after a response by the
patent owner may be considered to be proper if the proposed rejection is necessitated by patent owner’s amendment,
if requester’s comments, including the proposed rejection, satisfies 37 CFR 1.947 and 1.948, as appropriate, and if
the proposed rejection also meets the requirements set forth in MPEP 2614 and 2617. See MPEP 2666.05.
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® Any inquiry concerning this communication should be directed to Cynthia Nessler,
Senior Legal Advisor, at (571) 272-7724, or in her absence, to the undersigned at (571)
272-7710.

M%/ch/

Kenneth M. Schor T T
Senior Legal Advisor T ‘
Office of Patent Legal Administration

Kenpet9
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Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.
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Inter Partes Reexamination Proceeding
Control No. 95/000,589
Filed: November 16, 2010 T
For: U.S. Patent No.: 7,015,868 : DECISION DISMISSING

: PETITION TO TERMINATE
Inter Partes Reexamination Proceeding : INTER PARTES REEXAMINATION
Control No. 95/001,390 : PROCEEDING AND PETITION
Filed: July 02,2010 : TO EXPUNGE INFORMATION
For: U.S.Patent No. 7,015,868 :

This is a decision on the following patent owner pe’(itions:l

1. The September 30, 2011 petition entitled “Petition to Terminate Inter Partes
Reexamination Pursuant to 35 U.S.C. § 317(b) and 37 CFR §§ 1.907(b) & 1.182” (the
September 30, 2011 petition to terminate); and

2. The September 30, 2011 petition entitled “Petition under 37 CF.R.§§1.59& 1.182to
Expunge Information Submitted under MPEP § 724.02” (the September 30, 2011 petition
to expunge).

Patent owner’s petition to terminate filed on September 30, 2011, patent owner’s petition to
expunge filed on September 30, 2011, and the record as a whole, are before the Office of Patent
Legal Administration for consideration.

" Ina companion decision, patent owner’s September 16, 2011 petition entitled “Petition to Terminate Inter Partes
Reexamination Pursuant to 35 U.S.C. § 317(b) and 37 CFR §§ 1.907(b) & 1.182”, requesting termination of inter
partes reexamination proceeding 95/001,498, was granted. Inter partes reexamination proceeding 95/001 ,498 was
severed from the merger of inter partes reexamination proceedings 95/001,498, 95/000,589 and 95/001,390, which
resulted in the present merged proceeding of inter partes reexamination control numbers 95/000,589 and
95/001,390.
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SUMMARY

Patent owner’s petition under 37 CFR 1.182 to terminate infer parfes reexamination proceeding
95/000,589, filed on September 30, 2011, is dismissed.

Patent owner’s petition under 37 CFR 1.59 and 1.182 to expunge information submitted under
MPEP § 724.02, filed on September 30, 2011, is dismissed.

DECISION
The September 30, 2011 Petition to Terminate

The patent owner argues that termination of inter partes reexamination proceeding control
number 95/000,589 (the €589 proceeding) is required by 35 U.S.C. 317(b), which provides, in
pertinent part (emphasis added): :

Once a final decision has been entered against a party in a civil action arising in whole or in
part under section 1338 of title 28, that the party has not sustained its burden of proving the
invalidity of any patent claim in suit . : . then . . . an inter partes reexamination requested by
that party or its privies on the basis of . . . issues [which that party or its privies raised or could
have raised in such civil action] may not thereafter be maintained by the Office . . .

The Office analyzes whether a reexamination proceeding must be terminated pursuant to 35
U.S.C. 317(b) by determining: ‘

1. Whether the third party requester was a party to the litigation;

2. Whether the decision is final, i.e., after all appeals;

3. Whether the court decided that the requester/party had not sustained its burden of
proving the invalidity of any claim in suit of the patent, which claim is also under
reexamination; and

4. Whether the issue(s) raised in the reexamination proceeding are the same issue(s) that
were raised or could have been raised by the requester in the civil action.

The patent owner informs the Office that the patent under reexamination, U.S. Patent 7,015,868
(the ‘868 patent), was the subject of a civil action in district court, i.e., Fractus, S.A. v. Samsung
Electronics, Co., Ltd et al., Civil Action No. 6:09-cv-00203 (E. D. Tex.). The patent owner
states that “[0]n September 22, 2011 the district court . . . entered a Final Consent Judgment
against Kyocera [the requester of the ‘589 inter partes reexamination proceeding] finding that
Kyocera had not sustained its burden to prove the invalidity of the ‘868 patent’s claims 1, 3, 6,
12, 14, 23, 26, 32-35, all of which were in-suit [sic]”. The patent owner refers to a “Final
Consent Judgment, attached as Exhibit A”.

As an initial matter, the Office has not received, to date, any paper entitled “Exhibit A” or any
paper entitled “Final Consent Judgment” as an artachment to the instant petition to terminate.
However, in its concurrently-filed petition entitled “Petition under 37 C.F.R. §§ 1.59 & 1.182 to
Expunge Information Submitted under MPEP § 724.02” (the September 30, 2011 petition to
expunge, discussed below), the patent owner informs the Office that “[t]he Final Consent
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Judgment has been filed herewith UNDER SEAL” (emphasis in original).? The Office presumes
that the consent judgment, which has apparently been separately filed with the Office under seal
as referenced in patent owner’s September 30, 2011 petition to expunge, is the same consent
judgment referred to by the patent owner as “attached” to patent owner’s September 30, 2011
petition to terminate.’

In the present petition to terminate, however, the consent judgment is the sole basis on which the
patent owner relies to show that the provisions of 35 U.S.C. 317(b) have been met. For example,
the patent owner states that the consent judgment “constitutes a final decision under 35 U.S.C.

§ 317(b), requiring that the Office terminate this reexamination as to [the above-listed claims] of
the ‘868 patent”. The patent owner further relies on the consent judgment throughout the
present petition by either quoting or making reference to the consent judgment. See, for
example, the sections entitled “Factual Background” and “Legal Argument”.

For this reason, in order to rely on the consent judgment as the basis for the determination of
whether the provisions of 35 U.S.C. 317(b), as outlined in the above-listed elements 1 — 4, have
been met, the Office would be required to enter the consent judgment into the record prior to its
consideration. The Office would then analyze the consent judgment, and refer to it in the
decision as the basis for its determination. Any paper that has been entered into the record must
be open to inspection by the general public. See 37 CFR 1.1 1(d), which provides, in pertinent
part:

All papers or copies thereof relating to a reexamination proceeding which have been entered
of record in the patent or reexamination file are open to inspection by the general public. . .

However, in its concurrently-filed petition to expunge, which is discussed below, the patent
owner expressly requests that the consent judgment be expunged from the record after the
concurrently-filed petition to terminate has been decided.

The patent owner has thus requested conflicting forms of relief. The patent owner requests the
Office to base its determination whether to terminate the ‘589 proceeding on a consent judgment
by the district court, which must be entered into the record in order to be considered, and which
must be held open to inspection by the general public. The patent owner also requests the Office
to expunge from the official record the only information on which the determination can be
based. For this reason, no determination on the presently filed petition to terminate the ‘589
proceeding can be made, unless the patent owner chooses to submit the consent judgment for
entry into the official record, which will be held open to the public.

Furthermore, it is well settled that one of the paramourit responsibilities of the Office is to
preserve the integrity and completeness of the administrative record. The Office bears an
obligation to “provide an administrative record showing the evidence on which the findings are

2 The September 30, 2011 petition to expunge is accompanied by a paper entitled “Transmittal Letter to Accompany
Information Submitted under MPEP § 724.02", and a cover sheet containing a list of items, including an item
referred to as “Exhibit A: Final Consent Judgment Filed Under Seal Under MPEP § 724.02”. The Office’s image
file wrapper system, IFW, also includes a record of an “artifact sheet” that indicates that an artifact of the type which
includes material submitted under MPEP 724.02, was filed on September 30, 2011.

3 If this is not the case, the patent owner is required to so inform the Office.
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based.” Inre Lee, 277 F.3d 1338, 1342 (Fed. Cir. 2002). That administrative record must be
maintained for a court’s later review. See U.S. v. Carlo Bianchi & Co., 373 U.S. 709, 714-15
(1963) (court review of administrative decisions is to be confined to "consideration of the
decision of the agency . . . and of the evidence on which it was based"); Camp v. Pitts, 411 U.S.
138, 142 (1973) ("[T]he focal point for judicial review should be the administrative record
already in existence, not some new record made initially in the reviewing court."). In addition,
the Administrative Procedure Act (APA) governs judicial review of USPTO findings of fact.
See 5 U.S.C. § 706; Dickinson v. Zurko, 57 U.S. 150, 152 (1999). Under the APA’s standard of
review, courts require substantial evidence based on the record as a whole. In re Zurko, 258 F.3d
1379, 1384 (Fed. Cir. 2001). The administrative record must be maintained for a court’s later
review even with respect to an issued patent. See, e.g., Ray v. Lehman, 55 F.3d 606, 608 (Fed.
Cir. 1995) (holding USPTO’s decision on a petition to reinstate an expired patent was reviewed
on the record under APA).

In addition, as discussed in more detail below, the document(s) submitted under seal with the
concurrently-filed petition to expunge, which apparently include(s) the consent judgment, will
not be entered and considered in the absence of evidence that the Office will not be violating a
protective order of the court by reviewing the document(s).

Accordingly, the September 30, 2011 petition to terminate is dismissed.
The September 30, 2011 Petition to Expunge

On September 30, 2011, the patent owner filed the present petition to expunge, with
accompanying documents, including a paper entitled “Transmittal Letter to Accompany
Information Submitted under MPEP § 724.02”, and a cover sheet containing a list of items,
including an item referred to as “Exhibit A: Final Consent Judgment Filed Under Seal Under
MPEP § 724.02”. The Office’s image file wrapper system, IFW, also includes a record of an
“artifact sheet” that indicates that an artifact of the type which includes material submitted under
MPEP 724.02, was filed on September 30, 2011.

The patent owner states that-on September 22, 2011, the district court, in the civil action

Fractus, S.A. v. Samsung Electronics, Co., Ltd.et al., Civil Action No. 6:09-cv-00203 (E. D.
Tex.), ... entered a Final Consent Judgment against Kyocera [the requester of the ‘589 inter
partes reexamination proceeding]”, and that the “Final Consent Judgment was filed with the
district court . . . UNDER SEAL, and therefore has not been made public” (emphasis in original).
The patent owner states that the consent judgment “is being filed in support of the concurrently
filed [September 30, 2011 petition to terminate]”. The patent owner requests, in its petition to
expunge, that the consent judgment be expunged from the record and returned to the patent
owner after the Office decides the concurrently-filed petition to terminate.

However, while the patent owner states that the consent judgment was filed (presumably by the
patent owner) with the district court under seal, the patent owner has not provided any evidence
showing whether the consent judgment is under a protective order by the court, and if so,
whether Office personnel are permitted to review the protected information under the terms of
the court’s protective order. Nor has the patent owner provided evidence that Kyocera, the
requester of the <589 proceeding, has consented to a waiver of any protective order by the court,
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if appropriate. Before the consent judgment is reviewed by the Office, the patent owner must
provide evidence that the Office will not be v1olat1ng a protective order of the court by reviewing
the document and making it available to the public, in the event that a decision is made to
terminate based on the content of the consent judgment.

The parties have recourse through the courts to request the court’s permission to submit the
necessary materials in this merged proceeding. Therefore, there are adequate remedies to
address this situation.

For these reasons, the document(s) submitted under seal with the present petition to expunge,
which apparently include(s) the consent judgment, have not been reviewed, will not be entered
into the record, and will not be considered.

Since the document(s) submitted under seal, which apparently include(s) the consent judgment,
have not been entered into the record, there is no consent judgment to expunge from the record.

Accordingly, the September 30, 2011 petition to expunge information is dismissed.

The patent owner has thirty (30) days from the mail date of this decision to obtain the
necessary evidence that the consent judgment, and any other documents submitted with the
Office under seal with the consent judgment, may be submitted in this proceeding and become
part of the public record.

The documents submitted with the present petition to expunge, including the document(s)
submitted with the Office under seal and the document entitled “Transmittal Letter to
Accompany Information Submitted Under MPEP § 724.02”, will be retained pending a response
to this decision, or the expiration of time for response to this decision, at which time the
documents will be discarded unless the patent owner makes arrangements within the thirty-day
period to retrieve them.

CONCLUSION

e Patent owner’s September 30, 2011 petition under 37 CFR 1.182 to terminate infer partes
reexamination proceeding control number 95/000,589 is dismissed.

e Patent owner’s September 30, 2011 petition under 37 CFR 1.59 and 1.182 to expunge
information submitted under MPEP 724.02 is dismissed.

e Any response to this decision must be filed within thirty (30) days of the mail date of
this decision. If a timely response to this decision is not received within the thirty-day
time period, the documents submitted with the September 30, 2011 petition to expunge,
including the document(s) under seal and the document entitled “Transmittal Letter to
Accompany Information Submitted Under MPEP § 724.02”, will be discarded unless the
patent owner makes arrangements within the thirty-day period to retrieve them.
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e Any inquiry concerning this communication should be directed to Senior Legal Advisors
Cynthia Nessler, at (571) 272-7724 or Pinchus Laufer, at (571) 272-7726.

LBvan E Jlrtin
Brian E. Hanlon

Director
Office of Patent Legal Administration
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